WORLD INTELLECTUAL
PROPERTY

RIGHTS and REMEDIES
LAWS with COMMENTARY

Dennis Campbell—Editor
Center for International Legal Studies
Salzburg, Austria

Volume 1

WEST.

A Thomson Reuters business

For Customer Assistance Call 1-800-328-4880
© 2012 Thomson Reuters/West, 4/2012
Mat #41211820



© 2012 Thomson Reuters

This publication was created to provide you with accurate and authoritative informa-
tion concerning the subject matter covered; however, this publication was not neces-
sarily prepared by persons licensed to practice law in a particular jurisdiction. The
publisher is not engaged in rendering legal or other professional advice and this pub-
lication is not a substitute for the advice of an attorney. If you require legal or other
expert advice, you should seek the services of a competent. attorney or other
professional.



About the Authors

INTRODUCTION

MICHAEL A. GOLLIN

Spencer & Frank

Suite 1000, 1201 New York Avenue, N.W.,
Washington, D.C., 20005-3917 United States
Telephone: (1202) 962 4800

Telefax: (1202) 962 8300

Email: magollin@venable.com

Practice areas: Intellectual property, patent law, biotechnology, trade marks,
and environmental law. Admitted: 1985, New York and Massachusetts; 1991,
District of Columbia and Maryland; registered to practice before the United
States Patent and Trademark Office. Author: “Patent Strategies in China”,
Managing Intellectual Property (November 1997); “At tne Crossroads: Intel-
lectual Property Rights and Agricultural Biotechnology”, Proceedings of the
Third Asia-Pacific Conference on Agricultural Bicicchnology (1996); “Protect-
ing Intellectual Property”, Inventors’ Digest (March and May, 1996); “Provi-
sional Patent Applications: File Early, File Giten”, The Law Works (August,
1995); “Biological Materials Transfer Ag:cements”, Bio/Technology 13:243
(1995); “Patenting Recipes From Nauvara's Kitchen”, Bio/Technology 12:406
(1994); “Using Intellectual Property ‘o 1mprove Environmental Protection”, 4
Harvard Journal of Law and Tecinology (1991) 193; “Patent Law and the
Environment/Technology Paraaox”, 20 Environmental Law Reporter (1990)
10171. Member: American Bare Association. Trustee: Rene Dubos Center for
Human Environments, [ie. (1994 to present). Member: American Bar As-
sociation (Vice-chair, Section on Natural Resources, Energy and Environmen-
tal Law Committee ’n Emerging Environmental Technologies, 1992 to
present). Educatior. Frinceton University (A.B., 1978); University of Zurich,
Switzerland (M.S., 1981); Boston University (J.D., 1984).

© 2012 Thomson Reuters/West, 4/2012 iii



‘WorLD INTELLECTUAL PROPERTY RIGHTS AND REMEDIES

CHAPTER 1. ARGENTINA
EMILIO N. VOGELIUS

Estudio Beccar Varela

Cerrito 740, Piso 14, 1309 Buenos Aires, Argentina
Telefon: (5411) 4379 6836

Telefax: (5411) 4379 6860

Email: evogelius@beccarv.com.ar

Practice areas: Commercial law, intellectual property litigation. Admitted:
1976, Argentina. Education: National University of Buenos Aires.

DAMASO A. PARDO

Perez Alati, Grondona, Benites, Arntsen & Martinez de Hoz

Tte. Gral. Peron 555, Piso 3 “A”, C1038AAK Buenos Aires, Argentina
Telephone: (5411) 5032 3640

Telefax: (5411) 5032 3644

Email: dap@pagbam.com.ar

CHAPTER 2. AUSTRALIA

SIMON GILCHRIST

Gilbert & Tobin

P.O. Box 3810, Sydney NSW 1042, Australia
Telephone: (612) 9263 4096

Telefax: (612) 9263 4111

Email: sgilchrist@gtlaw.com.au

Practice areas: Copyright and new: vechnology, particularly the Internet,
intellectual property litigation. ccmmercial matters, negotiation of publish-
ing, recording, and licensing “greements, exploitation and protection of copy-
right and other intellectval property rights. Member: Copyright Society of
Australia and the Communications and Media Law Association.

MIA GARLICK

Gilbert & Tobin

P.O. Box 3810, Sydney NSW 1042, Australia
Telephone: (612) 9263 4096

Telefax: (612) 9263 4111

Email: mgarlick@gtlaw.com.au

Practice areas: Intellectual property, copyright law, communications and
technology. Education: University of New South Wales, (B.A, LL.B., 1998).

iv



AUuUTHORS

MICHAEL WILLIAMS, CYNTHIA SARGENT AND ANNICK VINCENT

Gilbert & Tobin

P.O. Box 3810, Sydney NSW 1042, Australia
Telephone: (612) 9263 4096

Telefax: (612) 9263 4111

Email: mwilliams@gtlaw.com.au
avincent@gtlaw.com.au

CHAPTER 3. AUSTRIA
PETER POCH

Ortner Poch Foramitti

Strauchgasse 1-3, 1010 Vienna, Austria
Telephone: (431) 535 3721

Telefax: (431) 533 1555

Email: opf.vienna@aon.at

Practice areas: Banking law, securities law, capital markets law, intellectual
property, unfair competition law, advertising law, antitri:sv law, arbitration,
corporate law, European Union law, foreign investinents, international
contracts, international private law, trade regulations. copyright law, license
negotiation, trade mark litigation. Admitted: 1972, Austria. Education:
University of Vienna (Dr. Jur., 1964). Member. Doard of the Austrian As-
sociation for the Protection of Industrial Property and Copyright. Austrian
Correspondent, European Intellectual Prope:ty Review. Austrian Correspon-
dent, Journal of International Banking Zuw. Registered Arbitrator, Austrian
Economic Chamber, Vienna. Past-pras:dent, Austrian Association for the
Protection of Industrial Property and “opyright and International League of
Competition Law.

CHAVYER 4. BELGIUM

LOUIS PUTS

DLA Piper UK LLP

Avenue Louise 106 1050 Brussels, Belgium
Telephone: (322) 590 1591

Telefax: (322) 500 6536

Email: louis.puts@dlapiper.com

NICOLAS BECKER

DLA Piper UK LLP

Avenue Louise 106, 1050 Brussels, Belgium
Telephone: (322) 500 1533

Telefax: (322) 500 1605

Email: nicolas.becker@dla.com

Practice areas: Intellectual property law, information technology law and
telecommunications with particular focus on legal support in drafting, review-
ing, and negotiating contracts, analysis of legislation, solving legal and
practical questions, and litigation. Education: law degree, University Libre
de Bruxelles, specializing in Information, Communication and Technology
Law at the Faculty Universitaires de Namur (CRID). Admitted: Brussels
Bar, 1999. Mr. Becker is a regular speaker at conferences, seminars, and col-

© 2012 Thomson Reuters/West, 4/2012 A



‘WorLD INTELLECTUAL PROPERTY RIGHTS AND REMEDIES

loquia in Belgium, covering mostly ICT and Internet law, and also publishes
articles on intellectual property and media law topics.

CHAPTER 5. Bermuda

DONNA M. PILGRIM

Conyers, Dill & Pearman
Clarendon House, 2 Church Street,
P.O. Box HM 666

Hamilton HM CX, Bermuda
Telephone: (1441) 295 1422
Telefax: (1441) 292 4720

Email: dmpilgrim@cdp.bm

CHAPTER 6. BRAZIL

JOSE MAURO DECOUSSAU MACHADO AND LARISSA MARIA
GALIMBERTI AFONSO

Pinheiro Neto Advogados
Séo Paulo, Brazil

CHAPTER 7. CANADA

GLORIA HSI

Fasken Martineau LLP

2900-550 Burrard Street

Vancouver, British Columbia, Canada VG -0A3
Telephone: (1604) 631 3179

Telefax: (1604) 632 3179

Email: ghsi@fasken.com

Practice areas: Preparation of vacent applications, patent prosecution, and
due diligence in the field of life sciences and corporate and commercial mat-
ters, specifically assisting clrents with intellectual property issues, including
life sciences technologies and information technologies. Education: Bachelor’s
degree in biological ¢c.er.ces and Doctorate in the field of genetics.

JANINE MACNETL

Fasken Martineau LLP

2900-550 Burrard Street

Vancouver, British Columbia, Canada V6C 0A3
Telephone: (1604) 631 3179

Telefax: (1604) 632 3179

Email: jmacneil@fasken.com

Practice areas: Registered Trade Mark Agent, trade mark prosecution in
Canada, including assessing and providing opinions with respect to the avail-
ability and registrability of trade marks, preparation and prosecution of ap-
plications to register trade marks, post-registration maintenance, represent-
ing clients in trade mark opposition and summary cancellation proceedings,
and advising with respect to proper trade mark use and marking.

CHAPTER 8. PEOPLE’S REPUBLIC OF CHINA
SHEILA O’DONNELL

vi



AUTHORS

Valeo Transmissions

Le Triangle, 15 rue des Rosiers, 93585 Saint-Quen Cedex, France
Telephone: (331) 4945 3055

Telefax: (331) 4945 3031

Email: sheila.o-donnel@valeo.com

Practice areas: International commercial transactions, international com-
mercial arbitration, and intellectual property law. Member: New York Bar
and Paris Bar. Legal counsel, Valeo Cluthches & Transmissions. Education:
Union College (B.A., 1981), Pace University School of Law (J.D., 1984),
Centre Europeen Universitaire de Nancy (Diplome d’Etudes Superieures
Europeennes).

ZHAO HUA WANG

Michelin (China) Co. Ltd.

9th Floor, POS Plaza, 1600 Century Avenue
200122 Pundong, Shanghai, China
Telephone: (8621) 6860 4500

Telefax: (8621) 5820 8321

Email: zhaohua.wang@cn.michelin.com

Admitted: Paris Bar. Education: Wuhan University, China (Law), Robert
Schuman University of Strasbourg, France (LL.M.‘arid Doctor in Law).

CHAPTER 9. COLOMBIA

CAVELIER ABOGADOS

Edificio Siski, Carrera 4 No. 72-35, Bog:ti. 8, Colombia
Telephone: (571) 347 3611

Telefax: (571) 211 8650

E-mail: cavelier@cavelier.com

CHAFPIER 10. COSTA RICA
ADRIANA PORRAS-ELIZONDO

Castro & Pal Asociados

P.O. Box 10488-1008, San José, Costa Rica
Telephone: (506) 224 8204

Telefax: (506) 234 8337

Email: aporras@castropal.com

CHAPTER 11. CYPRUS

NICKY XENOFONTOS

Kinanis LLC

P.O. Box 22303, 1520 Nicosia, Cyprus
Telephone: (35722) 558 888

Telefax: (35722) 662 500

Email: property@kinanis.com

Practice areas: Immovable property matters, intellectual property, European
Union law, wills and succession, trusts law, competition law, environmental
law, pharmaceutical law, migration law, and general contract law. Education:
LL.B. and LL.M. in European Union Law (Commercial), University of
Leicester, England. Member: Cyprus and Nicosia Bar Associations.

© 2012 Thomson Reuters/West, 4/2012 vii



‘WorLD INTELLECTUAL PROPERTY RIGHTS AND REMEDIES

CHAPTER 12. CZECH REPUBLIC

JANA BURSIKOVA AND JIRI ZAPLETAL

Prochdzka Randl Kubr

Jachymova 2, 110 00 Prague, Czech Republic
Telephone: (4202) 2143 0111

Telefax: (4202) 2423 5450

Email: jana.bursikova@prk.cz

viii



AuUTHORS

CHAPTER 13. DENMARK

MADS MARSTRAND-JORGENSEN AND SUSANNE JUHL

Norsker & Co.

10 Landemeaerket, 1119 K Copenhagen, Denmark
Telephone: (45) 3343 3100

Telefax: (45) 3313 3838

Email: mmj@norskerco.dk

Practice areas: Business law, intellectual property, copyrights, patents, trade
marks, health care, insurance, and professional liability. Admitted: 1972,
Denmark. Assistant Professor, University of Copenhagen, 1972-1988. Gen-
eral Counsel to Costa Rica, 1987. Author: Company Law in Europe (1981);
International Intellectual Property Law (1995); Copyright Infringement
(1997). Member: Danish Bar Association, Danish Law Society, International
Bar Association, Danish Insurance Association, AIPPI, ECTA (Committee
Member), and INTA (Member, International Committee). Education:
University of Copenhagen (LL.M., 1972).

CHAPTER 14. EGYPT

SAFAA EL DIN EL OTEIFI

El Oteifi Law Office

in association with Denton Wilde Sapte

9 Shagaret El Dor Street, Zamalek, Cairs FKgypt
Telephone: (202) 736 5128

Telefax: (202) 736 7717

Email: cairo@dentonwildesapte.com

Practice areas: Arbitration and irtigation, aviation law, banking and financial
markets, commercial property, company and commercial, construction,
corporate finance, employ:ienc, energy and natural resources, infrastructure
projects and privatization, foreign trade and investment, insolvency, licens-
ing and franchisiiig. project finance, intellectual property, and
telecommunications. r"former Member: Vice-President of the Egyptian Court
of Cassation, Egyptian Supreme Court, and counselor for the General Orga-
nization for Housing. Participated in the preparation and enactment of the
Kuwaiti Civil Code.

© 2012 Thomson Reuters/West, 4/2012 ix



‘WorLD INTELLECTUAL PROPERTY RIGHTS AND REMEDIES

CHAPTER 15. ESTONIA

VIIVE KAUR

Luiga Mody Hddl Borenius

Kawe Plaza, Parnu mnt 15, 10141 Tallinn, Estonia
Telephone: (372) 665 1888

Telefax: (372) 665 1899

Email: Viive.kaur@lmh.ee

CHAPTER 16. FINLAND
RAINER HILLI

Roschier

Keskuskatu 7A, 00100 Helsinki, Finland
Telephone: (358) 2050 66000

Telefax: (358) 2050 66100

Email: rainer.hilli@roschier.com

Practice areas: Intellectual property rights, marketing law, information
technology, media law, entertainment law, litigation, arpitration. Admitted:
1991, Finland, Education: University of Helsinki (I.L..I/M., 1986).

SAMI SUNILA

Roschier

Keskuskatu 7A, 00100 Helsinki, Finland
Telephone: (358) 2050 66000

Telefax: (358) 2050 66100

Email: sami.sunila@roschier.com

CHA®1ER 17. FRANCE

KATHIE D. CLARET

Bryan Cave LLP

78 avenue Raymond taincaré, 75116 Paris, France
Telephone: (331) 4417 7700

Telefax: (331) 4417.71777

Email: kathie.claret@bryancave.com

Practice areas: Corporate law, competition law, domestic and international
commercial transactions, intellectual property law, and arbitration. Admit-
ted in Paris and New York. Author: “Products Liability in France”, Products
Liability: European Laws and Practice (1993); “French Intellectual Property
Law”, International Protection of Intellectual Property (1995); “Trade Secrets
in France”, Worldwide Trade Secrets Law (1993); Medical Liability in France
(1997). Education: Harvard University (A.B., magna cum laude, 1972); New
York University School of Law (J.D., 1975).



AUuUTHORS

CHAPTER 18. GERMANY

CHRISTIAN HERTZ-EICHENRODE

Fritze Paul Seelig

Grofle Theaterstralle 42, 20354 Hamburg, Germany
Telephone: (4940) 378 9010

Telefax: (4940) 366 298

Email: hertz-eichenrode@fps-law.de

Practice areas: Computer and telecommunication, intellectual property,
unfair competition, antitrust law, and European Union law. Author: “Ger-
many”, International Protection of Intellectual Property (D (1995); “Protection
against Imitation under Unfair Competition Rules”, Anwaltshandbuch
(1997). Member: German Society for the Protection of Industrial Property
and Copyright Law (GRUR); Association Francaise des Praticiens du Droit
des Marques et Modeles (APRAM); German-American Law Association.
Education: Universities of Strasbourg, Geneva and Bonn; Ecole Nationale
d’Administration (ENA) Paris.

ASKAN DEUTSCH

Fritze Paul Seelig

Konigsallee 62, 40212 Diisseldorf, Germany
Telephone: (4940) 378 9010

Telefax: (4940) 366 298

Email: deutsch@fps-law.de

Practice areas: Intellecutal property lav, trade marks, unfair competition,
designs and copyright Law. Education: Hamburg University and St. Louis
University. Admitted: New York. Meiaber: Hamburg and New York Bar As-
sociations, German Association {er the Protection of Industrial Property and
Copyright Law (GRUR), and German-American Law Association (GALA).

CHAPTER 19. GREECE
STATHIS A. ALEXAR2S

Bahas, Gramatidic & Partners

26 Filellinon Street, 105 58 Athens, Greece
Telephone: (30210) 331 8170

Telefax: (30210) 331 8171

Practice areas: Contracts, civil law, commercial/trade law. Admitted: 2003,
Athens Court of First Instance. Education: University of Athens Law School
(LL.B); University of Athens, Program of Postgraduate Studies, Department
of Private Law/Civil Law (LLM); University of Southampton, International
Trade Law; University of Athens, Law School, Department of Private Law/
Civil Law, Ph.D can. Member: Athens Bar Association, Greek Association of
Law and Economics.

ELEFTHERIA GEORGOPOULOU

Bahas, Gramatidis & Partners

26 Filellinon Street, 105 58 Athens, Greece
Telephone: (30210) 331 8170

Telefax: (30210) 331 8171

© 2012 Thomson Reuters/West, 4/2012 xi



‘WorLD INTELLECTUAL PROPERTY RIGHTS AND REMEDIES

Email: e.georgopoulou@bahagram.com

Practice areas: General practice, labor law, social security law, civil law,
commercial law and relevant litigation. Education: University of Athens Law
School (LL.B), University of Strasbourg III—Robert Schuman (DEA de Droit
Social) in labor law and social security law (LLM). Member: Athens Bar As-
sociation, Association of Jurisprudence Study, Greek Commercial Lawyers’
Association.

CHAPTER 20. HONG KONG

ANDREA SUI-YI FONG

Wilkinson & Grist

6th Floor, Prince’s Building, 10 Chater Road, Central Hong Kong, China
Telephone: (852) 2524 6011

Telefax: (852) 2527 9041

Email: andreafong@wilgrist.com

Practice areas: intellectual property law. Admitted: 1269, Hong Kong,
England and Wales, and Australian Capital Territory.
CHAPTER 21. HUNGARY

PETER NOGRADI

Nogrdadi Law Office

Montevideo St. 3/A, 1037 Budapest, Hunga;-
Telephone: (361) 240 6354

Telefax: (361) 240 6353

Email: nogradi@enternet.hu

Practice areas: Contracts, mergers and acquisitions, labor law, family law,
civil litigation, intellectual property, taxation, privatization, company law,
joint ventures, arbitration, ligidation, banking, and real estate. Member:
Budapest Bar Associatiori-and International Bar Association. Education:
Budapest Law School, 1934.

JUDIT TOROK

Nogrddi Law Office

Montevideo St. 3/A, 1037 Budapest, Hungary
Telephone: (361) 240 6354

Telefax: (361) 240 6353

Email: Torok.Judit@nogradi-ugyvedi-iroda.hu

Practice Areas: Labor law, company law, contracts, copyrights, immigration.
Education: Eotvos Lorand University (J.D., 2001).

CHAPTER 22. INDIA
SAJAI SINGH

J. Sagar Associates

4121/B, 19 A Main, 6th Cross, HAL 2nd Stage (Extension)
560 038 Bangalore, India

Telephone: (9180) 2520 0045

Telefax: (9180) 2520 0044

Email: sajai@jsalaw.com

Xii



AUTHORS

Practice areas: Information technology, international licensing, regulatory
compliances, corporate, transactional work, joint ventures, strategic alli-
ances, acquisitions, venture and project financing, foreign investment, and
technology transfers. Educated: B.Sc, Post Graduate Dip.Bus.M, L.LB (1990),
Wharton School, University of Pennsylvania (Executive Negotiations
Program).

CHAPTER 23. INDONESIA

ERNA L. KUSOY

Erna L. Kusoy & Co.

Graha Mas Fatmawati Blok A. No. 27-28

J1. R.S. Fatmawati No. 71, Cipete Utara, 12150 Jakarta
Indonesia

Telephone: (6221) 7280 0110

Telefax: (6221) 7280 0220

Email: erna.kusoy@ernakusoy-iprlaw.com

Practice areas: Intellectual property. Admitted to practice, 1979, and to the
Department of Justice as a Registered Patent Consultant, 1991. Education:
Faculty of Law, University of Indonesia (1967). Vice-President, Association
Internationale Pour la Protection de la Propriete Ixidustrielle; Vice-President,
(AIPPI) Indonesian Group; ex-President, Asiar Patent Attorneys Association.
Member: Trade Mark Council, APAA; Counci!, Asean Intellectual Property
Association. Co-founder, Indonesian Intellectual Property Society. Qualified
as Notary Public, 1980. Education: Universicy of Indonesia (S.H., 1967).

CHAPTER 2+, IRELAND

PATRICIA MCGOVERN

DFMG, Solicitors

Embassy House, Ballsbridge, Dublin 4, Ireland
Telephone: (3531) 637 6600

Telefax: (3531) 637 6651

Email: pmcgovern@cn:gsolicitors.ie

Practice areas: In‘eilectual property, franchising, distribution agreements,
competition law, EU law, film financing, entertainment law, mergers and
acquisitions, management buyouts, share purchase agreements, asset
purchase, shareholder agreements, rights issues, listings, pensions law, com-
mercial law. Admitted: 1987, Ireland. Education: Trinity College, Dublin
(B.A. (Mod) Legal Science, 1983).

CHAPTER 25. ISRAEL

ERAN PRESENTI

Levy, Abadi, Evron, Presenti & Co

14 Abba Hillel Rd, Beit Oz, Ramat Gan 52506, Israel
Telephone: (972 3) 601 7000

Telefax: (972 3) 601 7001

Email: eranp@laeplaw.com

Practice areas: Intellectual Property; commercial aspects of IP Law; com-
puter law, defamation and privacy laws. Education: University of East

© 2012 Thomson Reuters/West, 4/2012 xiii



‘WorLD INTELLECTUAL PROPERTY RIGHTS AND REMEDIES

London (1997), Tel Aviv University, Commercial Law (LLB, LLM). Member:
Israeli Bar and the England and Wales Law Society.

CHAPTER 26. ITALY

VINCENZO PENTELLA AND DANIELA AMODEO

Studio Legale Pentella

Viale delle Milizie 22, 00192 Rome, Italy
Telephone: (3906) 320 2776

Telefax: (3906) 323 4488

CHAPTER 27. JAPAN

TAKASHI B. YAMAMOTO

InfoTech Law Offices

Urban Toranomon Bldg., 6th Floor 16-4, Toranomon 1-chome
Minato-ku, Tokyo 105-0001, Japan

Telephone: (813) 3593 0313

Telefax: (813) 3593 0343

Email: ty@itlaw.jp

Practice areas: Intellectual Property, copyright law; patent law. Admitted:
1988, First Tokyo Bar Association; 1995, New YorXk, 1995, Japanese Patent
Attorney Association. Education: University si Tokyo (LL.B., 1978); Colum-
bia Law School (LL.M., 1992).

Xiv



AUTHORS

CHAPTER 28. LITHUANIA

STASYS DRAZDAUSKAS

Foigt & Partners | Regija Borenius

dJ. Jasinskio st. 16A, 8th Floor, 01112 Vilnius, Lithuania
Telephone: (3705) 264 9555

Telefax: (3705) 260 8327

Email: s.drazdauskas@regija.lt

Practice areas: commercial law, intellectual property law, and litigation.
Admitted to the Lithuanian Bar, 2004. Education: graduate of Vilnius
University Law Faculty, specializing in civil law and civil procedure and
focusing on intellectual property law and contract law; doctoral studies at
Vilnius University Law Faculty, Civil Law and Civil Procedure, 2003.

MARIJA MARKOVA

Foigt & Partners | Regija Borenius

dJ. Jasinskio st. 16A, 8th Floor, 01112 Vilnius, Lithuania
Telephone: (3705) 264 9555

Telefax: (3705) 260 8327

Email: m.markova@regija.lt

Practice areas: advising clients, preparation, ¢t legal documents, and
participating in litigation. She specializes in trade mark law, copyright, data
protection, and European Union law. Wducation: doctoral studies at
Groningen University; law degree in 2009 from Vilnius University: LL.M
from University of Utrecht, The Netherlar ds, 2008.

CHAPTER 2$. .UXEMBOURG

PIERRE FELTGEN

Etude Pierre Feltgen

B.P. 1843, L-1018 Luxembourg
Telephone: (352) 2664 841
Telefax: (352) 2664 8435
Email: pierre@feltgen.lu

Practice areas: Cerporate, intellectual property, international contracts,
insolvency, litigation. Admitted: 1991, Luxembourg. Member: Luxembourg
Bar Association. Education: University of Strasbourg (Maitre en Droit, DESS
Accords et Propriete Industrielle).

CHAPTER 30. MALAYSIA

TEH HONG KOON AND SHAMILA NATHAN

Skrine

8th Floor, Wisma UOA, Damansara Heights, 50 Jalan Dungun
50490 Kuala Lumpur, Malaysia

Telephone: (603) 2094 8111

Telefax: (603) 2094 3211

Email: THK@skrine.com

CHAPTER 31. MEXICO
AGUSTIN VELAZQUEZ G.L., TOMAS ARANKOWSKY TAMES,

© 2012 Thomson Reuters/West, 4/2012 b:44



‘WorLD INTELLECTUAL PROPERTY RIGHTS AND REMEDIES

VIVIANA RUIZ MARTINEZ, and PALOMA CONTRERAS DiAZ

Avah Legal
Mexico D.F., Mexico

Practice areas: Intellectual property law, corporate law. Admitted: 1994,
Mexico. Education: Universidad Iberoamericana (Degree in Law, 1994).

CHAPTER 32. THE NETHERLANDS
NOORTJE VAN ES

Simmons & Simmons

P.O. Box 190, 3000 AD Rotterdam, The Netherlands
Telephone: (3110) 404 2111

Telefax: (3110) 404 2333

Email: noortje.vanes@simmons-simmons.com

Practice areas: Trade mark law, copyright law, design right law, and more in
general, intellectual property related matters. Education: University of
Leiden (Law Degree, 2003).

CARJA MASTENBROEK

Simmons & Simmons

P.O. Box 190, 3000 AD Rotterdam, The Netherlaacds
Telephone: (3110) 404 2111

Telefax: (3110) 404 2333

Email: carja.mastenbroek@simmons-simmeon s:com

Practice Areas: Intellectual property law, copyrights, trade marks and design
rights, trade names, advertising and labeling, and transfer agreements
concerning intellectual property rights in non-contentious and contentious
matters. Education: University of Ainsterdam (1999); Postgraduate Diploma
at the Grotius Institute (2001). Member: Benelux Trade Mark and Design
Association (BMM); Advertiseirient Right Association.

FLEUR WESTERHUIS

Simmons & Simmorns

P.O. Box 190, 3000 A3 Rotterdam, The Netherlands
Telephone: (3110) 404 2111

Telefax: (3110) 404 2333

Email: fleur.westerhuis@simmons-simmons.com

Practice Areas: Contentious intellectual property matters and multi-
jurisdiction patent litigation. Education: University of Groningen and
Universita la Sapienza of Rome (2003). Member: I’Associazione Giuristi di
Lingua Italiana.

CHAPTER 33. NEW ZEALAND

ERICH BACHMANN

Hesketh Henry

Private Bag 92093, Auckland 1142, New Zealand
Telephone: (649) 375 8700

Telefax: (649) 309 4494

Email: Erich.Bachmann@heskethhenry.co.nz

Practice areas: Business law, commercial law, company law, corporate law,
finance, investments, mergers, acquisitions and divestitures, initial public of-

xvi



AuTHORS

ferings, privatization, securities, stock exchange regulation. Mr. Bachmann
is a legal advisor to the embassy and consulate of the Federal Republic of
Germany. He is also the president of the New Zealand-German Business
Association. Education: LL.B., University of Auckland.

LIESL KNOX

Hesketh Henry

Private Bag 92093, Auckland 1142, New Zealand
Telephone: (649) 375 8700

Telefax: (649) 309 4494

Email: liesl.knox@heskethhenry.co.nz

JULIKA WAHLMANN

Hesketh Henry

Private Bag 92093, Auckland 1142, New Zealand
Telephone: (649) 375 8700

Telefax: (649) 309 4494

Email: Julika. Wahlmann@heskethhenry.co.nz

CHAPTER 34. NORWAY

AMUND BREDE SVENDSEN

Advokatfirmaet Grette DA

P.O. Box 1397 Vika, 0114 Oslo, Norway
Telephone: (47) 2234 0000

Telefax: (47) 2234 0001

Email: amund.svendsen@grette.no

Practice areas: Patent law, trademark law, technology transfers, licences,
competition law and European Union Law. Member: Norwegian Association
for the Protection of Industriair i'roperty. Education: University of Bergen
(Cand. Jur. 1981); Norwegiar. School of Business Administration (1978).

CITAPTER 34A. PANAMA
SHANINA CONTRLRAS and OLMEDO MIRANDA

Arosemena Noriege. & Contreras
Panama, Panama

CHAPTER 35. PERU

HECTOR ALVAREZ

Rodrigo, Elias & Medrano

Av. San Felipe 758, Lima 11, Peru
Telephone: (511) 619 1900

Telefax: (511) 619 1919

Email: HAlvarez@EstudioRodrigo.com

Practice areas: Trademarks and patents, copyrights, trade names, unfair
competition, advertising, technology transfer, licensing and franchising, and
sports law and contracts. Admitted: 1981, Peru. Member: Colegio de
Abogados Lima, Peruvian Association of Industrial Property, Inter-American
Association of Industrial Property, International Association of Industrial
Property Protection, International Trademark Association, Commission draft-
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ing Unfair Competition Law, Intellectual Property Peruvian Association, Ex-
ecutive Committee of the Intellectual Property Inter-American Association,
Advisor to the INDECOPI Bureau of Trade Marks, past-President of the
Justice Commission of the Peruvian Soccer Federation. Publications: “Régi-
men Legal de la Propiedad Industrial en el Peru” (Legal System for Industrial
Property in Peru, 1989), Trademarks, Trade names, and Unfair Competi-
tion—Peru (1996), International Treaties in Intellectual Property Matters
(1995). Education: Catholic University of Peru (L.LB, 1981).
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Cesar C. Cruz & Partners

3001 Ayala Life-FGU Center, 6811 Ayala Avenue, Makati City 1227
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Telephone: (632) 817 8921

Telefax: (632) 817 8879

Email: ccruzlaw@vasia.com

CHAPTER 37. PORTUGAL
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Simées, Garcia, Corte-Real & Associados—Con:uitores, Lda.

Av. Estados Unidos da América, 131, 7C, 1703-.73 Lisbon, Portugal
Telephone: (35121) 780 1963

Telefax: (35121) 797 5813

Email: sger@sger.pt

Practice areas: Intellectual property,; competition law, and general practice
(1991). Official Industrial Propevty Attorney. European Patent Attorney.
Professional Representative to.YHIM. Member: Portuguese Bar Association,
Association Europeenne du.Drouit de la Publicite, ACPI, AIPPI, ECTA, and
FICPI. Education: Law School of the University of Lisbon; Portuguese Cath-
olic University (Post-graduate, European Studies).

CHAPTER 38. ROMANIA
MIHAELA DRAGAN

Dragan & Associates

Icoanei street no 84, 2nd Floor, apt 4, Second District, Bucharest, Romania
Telephone: (40311) 023 931

Telefax: (40311) 023 931

Email: dragan.co@xnet.ro

Mihaela Dragan is the managing partner of Dragan & Associates. She advises
clients on natural resources law, real estate law, competition law, and intel-
lectual property law, including litigation matters. She received her law degree
in 1996 from the University of Bucharest. She is a member of the Bucharest
Bar and the International Bar Association and serves as secretary of the
Romanian Association of Energy Policy.
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Gorodissky & Partners

B. Spasskaya Str., 25, stroenie 3, 129010 Moscow, Russia
Telephone: (7495) 937 1165

Telefax: (7495) 998 5881

Email: BiriulinV@Gorodissky.ru

Areas of practice: legislation, licensing, copyright, unfair competition, enforce-
ment, litigation. Education: Moscow State Linguistic University, 1969:
Moscow University of Law, 1981: Central Institute of Intellectual Property
(Moscow). Member: INTA, AIPPI, ATPLA, ABA.
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Vickova 8/A, 81105 Bratislava, Slovakia
Telephone: (4212) 5245 3091

Telefax: (4212) 5245 3071

Email: flassikova@aliancia.sk

Gerta Samelova-Flassikova is a senior partner at the Alianciaadvokatov Law
firm. She advices clients on business law, company law, mergers and acquisi-
tions, bankruptcy and insolvency law, real estate lzw, and debt collection.
She is a member of the Slovak Bar Associaticii -tne International Bar As-
sociation, and the European Association of I.awvyers. She received her law
degree in 1986 from Comenius University School of Law in Bratislava. She
also received a Doctor of Law from Comenius University.

JAN VOLOCH

Alianciaadvokdtov

Vlckova 8/A, 81105 Bratislava. Sigvakia
Telephone: (4212) 5245 3091

Telefax: (4212) 5245 3071

Email: voloch@aliancia.sk

Jan Voloch is a junicr partner at the Alianciaadvokatov Law firm. He advices
clients on civil law, commercial law, labor law, bankruptcy and insolvency
law, and tax law, 1acluding litigation matters. He is a member of the Slovak
Bar Association. He received his law degree in 2002 from Comenius
University School of Law in Bratislava.

JAN BRONIS

Alianciaadvokdtov

Vlckova 8/A, 81105 Bratislava, Slovakia
Telephone: (4212) 5245 3091

Telefax: (4212) 5245 3071

Jan Bronis is an associate at the Alianciaadvokatov Law firm. He advises
clients on commercial law, company law, insurance law, real estate law,
labor law, and business establishment. He received his law degree in 2005
from Comenius University School of Law in Bratislava.
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Alianciaadvokdtov
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Vlickova 8/A, 81105 Bratislava, Slovakia
Telephone: (4212) 5245 3091
Telefax: (4212) 5245 3071

Judita Perényiova is an associate at the Alianciaadvokatov Law firm. She
advises clients on civil law, commercial law, corporate law, business
establishment, and real estate law, including litigation matters. She received
her law degree in 2005 from Comenius University School of Law in Bratislava.

IVICA TOMAN
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Vickova 8/A, 81105 Bratislava, Slovakia
Telephone: (4212) 5245 3091

Telefax: (4212) 5245 3071

Ivica Toman is an associate at the Alianciaadvokatov Law firm. He advises
clients on civil law, commercial law, administrative law, business establish-
ment, bankruptcy law, and international transportation, including litigation
matters. He received his law degree in 2002 from Comenius-"Jniversity School
of Law in Bratislava.
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ALAN J. S. DUNLOP

Hahn & Hahn Inc.

222 Richard Street, Hatfield, 0028 Pretoria  South Africa
Telephone: (2712) 342 1774

Telefax: (2712) 342 3027

Email: alan@hahn.co.za

Practice areas: All aspects of intelleciual property, from drafting patent spec-
ifications to design and copyright issues. Registered professional engineer,
registered patent agent in Scuth Africa, Canada, and Malawi, and President
of the South African Ingiitute of Intellectual Property Law. Education:
Mechanical engineering and law degrees. National Council Member: Design
South Africa.
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ENRIC ENRICH

Enrich Advocats

Josep Tarradellas, 155, 2° 22, 08029 Barcelona, Spain
Telephone: (3493) 419 3798

Telefax: (3493) 419 4844

Email: eenrich@copyrait.com

Practice areas: Private international law and intellectual property (copyright).
Professor of commercial law at Universitat Internacional de Catalunya.
Chairman, Copyright and Entertainment Law Subcommittee of the
International Bar Association (IBA). Arbitrator: World Intellectual Property
Organization (WIPO). Member: International Association of Entertainment
Lawyers (IAEL), Association Litteraire et Artistique Internationale (ALAI),
and Barcelona Bar Association Copyright Committee.
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JOHN WILSON JR.

John Wilson Partners

365 Dam Street, 12 Colombo, Sri Lanka
Telephone: (9411) 232 4579

Telefax: (9411) 244 6954

Email: john@srilankalaw.com

CHAPTER 44. SWITZERLAND

DIETER GRAENICHER

Wenger Plattner

Aeschenvorstadt 55, 4010 Basel, Switzerland
Telephone: (4161) 279 7000

Telefax: (4161) 279 7001

Email: dieter.graenicher@wenger-plattner.ch

Practice areas: Civil, commercial and corporate law, bankruptcy law, trade
mark and copyright law, competition law, European Unien law, merger and
acquisition, estate planning and administration, public-vatary services, and
litigation. Notary Public, 1985. Education: Universiti¢s si Basel, Zurich, and
Neuchatel.

PETER MOSIMANN

Wenger Plattner

Aeschenvorstadt 55, 4010 Basel, Switzerlana
Telephone: (4161) 279 7000

Telefax: (4161) 279 7001

Email: Peter.Mosimann@wenger-plactrier.ch

Practice areas: Corporate and woncract law, merger and acquisition, labor
law, copyright, and media law. Liducation: Universities of Basel and Geneva.

ChAPTER 45. TAIWAN

CANDY K. Y. CHEN

Tsai, Lee & Chen

11th Floor, 148 Songjiang Rd., 104 Taipei, Taiwan
Telephone: (8862) 2564 2565

Telefax: (8862) 2562 7650

Email: info@tsailee.com.tw

Candy K. Y. Chen is a partner with Tsai Lee & Chen, a registered Taiwan
patent attorney and registered United States patent agent. She specializes in
mechanics, consumer electronics, computer hardware and software, business
method patents, and legal opinions on intellectual property infringement.
She is a director of Asian Patent Attorneys Association, Taiwan Group. She
is the author of teaching materials published by the Taiwan Intellectual
Property Office.

CRYSTAL J. CHEN

Tsai, Lee & Chen

11th Floor, 148 Songjiang Rd., 104 Taipei, Taiwan
Telephone: (8862) 2564 2565

Telefax: (8862) 2562 7650
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Email: info@tsailee.com.tw

Crystal J. Chen is a partner with Tsai Lee & Chen. She is admitted to
practice in New York. She has served as the firm’s Head of the Trade Mark
Division. She specializes in brand management and intellectual property
licensing.

PEI-LING TONG

Tsai, Lee & Chen

11th Floor, 148 Songjiang Rd., 104 Taipei, Taiwan
Telephone: (8862) 2564 2565

Telefax: (8862) 2562 7650

Email: info@tsailee.com.tw

Pei-Ling Tong is a partner with Tsai, Lee & Chen. She is admitted to practice
in New York and holds an LL.B degree from Taiwan and an LL.M and Juris
Doctor degrees from the United States. She specializes in intellectual prop-
erty litigation and licensing. She is a certified instructor for intellectual prop-
erty courses sponsored by the Taiwan Intellectual Properly Office.

CHAPTER 46. THAILAND

DEJ-UDOM & ASSOCIATES

Charn Issara Tower, 9th Floor, 942/142-3 Rama VY Koad,
10500 Bangkok, Thailand

Telephone: (662) 233 0055

Telefax: (662) 236 6681

Email: dej-udom@dejudom.com

Practice areas: General corporate aid reorganizations. Admitted: 1989, New
York; 1990, United States Distriect, Court, Southern and Eastern Districts of
New York. Luce Scholar, Thailand, 1984; Fulbright Scholar, Thailand, 1992.
Member: Board of Editors, Bot Bandit (Thai Law Journal). Member: United
States Council on Foreiga helations. Education: Amherst College (B.A.,
summa cum laude, 1984), ilarvard Law School (J.D., 1988).

CHAPTER 47. TURKEY

UNAL TEKINALFP

Tekinalp Lawyers

Buyiikdere Caddesi, No: 47 Ben-Tek Is Merkezi No: 606, 806
80310 Mecidiyekoy, Istanbul, Turkey

Telephone: (90 212) 274 6304

Telefax: (90 212) 274 6303

Email: tekinalp@sim.net.tr

Practice Areas: Company, banking, and commercial law, intellectual prop-
erty, takeovers, mergers, and acquisitions, capital markets, foreign invest-
ment, employment, securities, agency agreements, and European Union law.
Professor of Commercial and Banking Law at University of Istanbul, Direc-
tor of Centre for Research and Practice in European Law. Admission: Istan-
bul Bar (1963). Publications: Das Tiirkische Aktien-und GmbH-Recht (Zweite
Auflage, Nomos Verlagsgesellschaft); Supplement Turkey on Corporations
and Partnership-International Encyclopaedia of Laws (Kluwer Law and Tax-
ation Publishers), Supplement Turkey on Commercial and Economic Law-
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International Encyclopaedia of Laws (Kluwer Law International). Education:
University of Istanbul (LL.B (Hons), 1958), JD (1962), Freie Universitit
Berlin, Assistant to Prof. Dr. Hirsch (1962-1964). Member: Committee on
Draft Capital Market Law (1964-1965).

ARZUM GUNALCIN

Tekinalp Lawyers

Biiytikdere Caddesi, No: 47 Ben-Tek Is Merkezi, No 606, 806
80310 Mecidiyekoy, Istanbul, Turkey

Telephone: (90 212) 274 6304

Telefax: (90 212) 274 6303

Email: tekinalp@sim.net.tr

Practice Areas: Corporate, company, and commercial Law, intellectual prop-
erty, competition law, and general practice. Admission: Istanbul Bar (1994).
Education: University of Istanbul (LL.B, 1993).

CHAPTER 48. UKRAINE

BATE C. TOMS

B.C. Toms & Co.

18/1 Prorizna Street, Apt. 1, 01034 Kiev, Ukraine
Telephone: (38044) 490 6000

Telefax: (38044) 278 6508

Email: bt@bctoms.com

Author: “Ukrainian Real Estate Law”, Central and East European Business
Law Journal (March 1994); “Privatization in Ukraine”, Euromoney IFLR
(September 1992); “Ukrainian Oil 4and” Gas Licensing”, 13(2) Oil and Gas
Law and Tax Review (1995); “Ukrainian Law on Banking”, Journal of
International Banking Law (3uune 1992); “Ukrainian Special Economic
Zones”, Doing Business in Kurope (1992); “Compensating Shareholders
Frozen Out in Two-Step Mergers”, 78 Columbia Law Review (1978) 549;
“Offshore Share Offerings”, i Journal of International Banking Law (1986)
36. Education: Washington and Lee University (B.A., magna cum laude,
1971) (Phi Beta Keapp:); Institut d’Etudes Politiques de Paris (1969-1970)
(Soviet Studies); Yal¢ University (M.S., 1977); Yale Law School (J.D., 1975);
Magdalene College, Cambridge University (Law Tripos I, 1972-1973);
Admitted: Virginia Bar, 1975; District of Columbia Bar, 1977; Avocat, France,
1992. Editor: Yale Law Journal (1975-1976); Journal of International Bank-
ing Law (1986 to present); Oil and Gas Law and Taxation Review (1984 to
present).

OLENA VARDAMATSKA

B.C. Toms & Co.

18/1 Prorizna Street, Apt. 1, 01034 Kiev, Ukraine
Telephone: (38044) 490 6000

Telefax: (38044) 278 6508

Email: vo@bctoms.net

Olena Vardamatska is an associate in the Kiev office of B. C. Toms & Co. She
advises clients on commercial, contracts, labor, telecommunications, trade
mark, media law, and insurance. She graduated from the Kiev Institute of
International Relations in 2003 with the degree of the master of the
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international law. In 2004, she completed the intellectual property master’s
program of the University of Nantes.

CHAPTER 49. UNITED KINGDOM

JOHN MAYCOCK

Withers LLP

16 Old Bailey, London EC4M 7EG, England
Telephone: (44207) 597 6000

Telefax: (44207) 597 6543

Email: john.maycock@withersworldwide.com

Practice areas: Contentious and non-contentious intellectual property law,
protection and enforcement of rights in patent, trade mark, design and copy-
right, and other rights of an intellectual property nature, licensing and
transactions involving intellectual property rights, matters of privacy, and
confidentiality, United Kingdom and European competition law. Education:
MA and LLM from Cambridge University.

TIM BAMFORD

Withers LLP

16 Old Bailey, London EC4M 7EG, England
Telephone: (44207) 597 6000

Telefax: (44207) 597 6543

Email: tim.bamford@withersworldwide.com

Practice areas: Contentious intellectual (property work, ranging from techni-
cal patent disputes to trade mark ana copyright matters arising in a variety
of sectors, including media and intermation technology. Education: BA in
biochemistry from London Univeicity and MA in law from Nottingham Law
School.

NICOLE HIRST

Withers LLP

16 Old Bailey, Londsn EC4M 7EG, England
Telephone: (44207) 52/ 6000

Telefax: (44207) 597 6543

Email: nicole.hirst@withersworldwide.com

Practice areas: Contract law, civil fraud, and contentious intellectual
property. Education: Law degree from Reading University and a Postgradu-
ate Diploma in Commercial Intellectual Property Law at Nottingham Trent
University.

ELIZABETH HARDING

Withers LLP

16 Old Bailey, London EC4M 7EG, England
Telephone: (44207) 597 6000

Telefax: (44207) 597 6543

Email: elizabeth.harding@withersworldwide.com

Practice areas: Intellectual property and technology, trade mark litigation
and licensing. Education: Degree from University of the West of England
(Bristol).
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Withers LLP

16 Old Bailey, London EC4M 7EG, England
Telephone: (44207) 597 6000

Telefax: (44207) 597 6543

Email: romain.dourlen@withersworldwide.com

Practice areas: Non-contentious intellectual property law, branding, advertis-
ing, licensing, and commercial contracts. Education: Studies in France and
England.
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Withers LLP

16 Old Bailey, London EC4M 7EG, England
Telephone: (44207) 597 6000

Telefax: (44207) 597 6543

Email: caroline.hughes@withersworldwide.com

Practice areas: Contentious and non-contentious intellectual property, includ-
ing anti-counterfeiting strategy and brand protection, iicensing, collaboration
and distribution agreements, commercial contracts, and technology and
outsourcing transactions, including software iiceasing and information
technology procurement. Education: Degree frism University of Manchester.
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Moore & Van Allen
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HUU NAM TRAN

Tran H. N. & Associates

1 Nguyen Gia Thieu, P.O. Box 456, Hanoi, Vietnam
Telephone: (844) 942 0020

Telefax: (844) 942 0040

Email: namth@thna.com

Practice: Intellectual property law. Admission: Vietnam Bar; Registered pa-
tent attorney. Member: AIPPI; APAA; FICPI; and a reporter on intellectual
property matters in Indochina for INTA. Education: Faculte Polytechnique
de Mons, Belgium (Civil Mechanical Engineer, 1985); International Industrial
Property Institute of Strasbourg, France (Diploma in Patent, Trademark,
and Design Law); Hanoi University, Vietnam (LL.B).

PETER IRWIN
Tran H. N. & Associates
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1 Nguyen Gia Thieu, P.O. Box 456, Hanoi, Vietnam
Telephone: (844) 942 0020

Telefax: (844) 942 0040

Email: Irwin__peter@thna.com

Peter Irwin is a consultant with Tran H. Nam & Associates. He teaches in
Hanoi at RMIT International University. He obtained LL.B. and LL.M.
degrees from Melbourne University and is admitted to practice as a Barrister
and Solicitor of the Supreme Court of Victoria, Australia, and the National
Court of Justice in Papua New Guinea.

CHAPTER 52. THE EUROPEAN UNION
IVO RUNGG

Binder Grosswang

Kaiserjédgerstrafle 1, 6020 Innsbruck, Austria
Telephone: (43512) 579 973

Telefax: (43512) 579 9738

Email: rungg@bgnet.at

Practice areas: Company law and intellectual property !av/; more specifically,
trade mark and design, unfair competition and advertising law, copyright,
and information technology law. Education: Uni7ersity of Innsbruck and
University of Vienna. Member: Austrian Bar 2and the International Trade
Mark Association.

HELLMUT BUCHROITHNER

Binder Griosswang

KaiserjigerstralBle 1, 6020 Innsbruck, ANastria
Telephone: (43512) 579 973

Telefax: (43512) 579 9738

Email: buchroithner@bgnet.at.

Practice Areas: Intellectua! property law, contract law and mergers and
acquisitions, trade mark and copyright law, and litigation. Education:
University of Innsbruck (Dr. iur. and Mag. iur.) and Tulane University Law
School, New Orlearns (LL.M.). Member: Austrian Bar and the International
Trade Mark Association.

CHAPTER 53. THE REVISED BERNE CONVENTION FOR THE
PROTECTION OF LITERARY AND ARTISTIC WORKS

DOMINIK EICKEMEIER

Heuking Kiihn Liier Wojtek

Magnusstrasse 13, 50672 Cologne, Germany
Telephone: (49221) 20520

Telefax: (49221) 20521

Email: d.eickemeier@heuking.de

Dominik Eickemeier is a partner working in the Cologne office of Heuking
Kihn Liier Wojtek. He advises clients on trade mark law, unfair competition
law, copyrights, and patent law. He has written several articles and a
handbook on intellectual property law and is a speaker at conferences on
these topics. He is a Certified Specialist Lawyer in intellectual property
rights and a panelist at the Czech Arbitration Court in .eu-domain name
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disputes. He received his law degree in 1994 from the University of Cologne
and passed the bar examination in 1997. He is a member of the German Bar.
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ASTRID LUEDTKE

Heuking Kiihn Liier Wojtek

Cecilienallee 5, 40474 Diisseldorf, Germany
Telephone: (49211) 600 5500

Telefax: (49211) 600 55050

Email: a.luedtke@heuking.de

Astrid Luedtke is a salaried partner working in the Diisseldorf office of
Heuking Kithn Liier Wojtek. She advises clients on media and intellectual
property law, including broadcasting, trade mark, and advertising law. She
has written several articles and regularly contributes to magazines on ques-
tions regarding these topics. She received her law degree in 1997 from the
University of Marburg. She is a member of the Diisseldorf Bar and the Ger-
man Association for the Protection of Intellectual Property’ the International
Bar Association, and the International Trade Mark Asssciation.

CHAPTER 55. EUROPEAN TRADE MARK LAW

ALMUT DIEDERICHSEN

Bette-Westenberger-Brink

Grolle Bleiche 60-62, 55116 Mainz, Germany
Telephone: (496131) 287 700

Telefax: (496131) 287 7099

Email: die@mainz.bwb-law.de

Practice areas: Company law. Educacion: University of Passau.
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GUY MARTIN

Carter-Ruck

International Press Center, 76 Shoe Lane
London EC4A 3Jb, England

Telephone: (44207) 353 5005

Telefax: (44207) 353 5553

Email: guy.martin@carter-ruck.com

Practice areas: Publishing, entertainment and licensing agreements;
trademark litigation and passing off; breach of confidence actions; copyright
and database right infringement; and ownership, licensing and related
protection and exploitation issues. Education: Cambridge University (M.A. in
Natural Sciences, LL. B.). Admitted as solicitor: 1985. Member: British Liter-
ary and Artistic Copyright Association.
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REGISTRATION
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Heuking Kiihn Liier Wojtek
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Griineburgweg 102, 60323 Frankfurt am Main, Germany
Telephone: (4969) 975 610

Telefax: (4969) 975 61200

Email: s kimmeskamp@heuking.de

Practice areas: Intellectual property law, particularly competition law, and
telecommunications law. Education: University of Trier, University of
Bochum, and the European Law School in Maastricht. Member: German bar
in Frankfurt/Main and the German Association for Industrial Property
Rights and Copyright.

FLORIAN GEYER

Heuking Kiihn Liier Wojtek

Griineburgweg 102, 60323 Frankfurt am Main, Germany
Telephone: (4969) 975 610

Telefax: (4969) 975 61200

Email: f.geyer@heuking.de

Practice areas: Intellectual property law, particularly trade mark and design
rights and competition law. Education: University of Augsburg and Boston
University. Member: German Bar in Frankfurt/Main ‘a1 d the German As-
sociation for Industrial Property Rights and Copyright.
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Griineburgweg 102, 60323 Frankfurt-«m Main, Germany
Telephone: (4969) 975 610

Telefax: (4969) 975 61200

Email: t.wieland@heuking.de

Thorsten A. Wieland is a2 pavtner in the Frankfurt office of Heuking Kiihn
Luer Wojtek. His practice is focussed on indutrial and intellectual property
rights, particularly desipn rights and trade marks, as well as on competition
law (contract advics and litigation). He studied at the University of Passau
(Germany) and Strainclyde (Scotland). He is a member of the German As-
sociation for Industrial Property Rights and Copyright and the International
Trade Mark Association. He is admitted at the German Bar in Frankfurt and
practices at German Courts.

HOLGER ALT

Heuking Kiihn Liier Wojtek

Griineburgweg 102, 60323 Frankfurt am Main, Germany
Telephone: (4969) 975 610

Telefax: (4969) 975 61200

Email: h.alt@heuking.de

Holger Alt is working in the Frankfurt office of Heuking Kiihn Liier Wojtek.
He studied at the University of Hannover (Gemany) and the University of
Copenhagen (Denmark) where he obtained his law degree and a Master of
European Law (M.L.E.). He has written an inter-disciplinary doctorate thesis
on discounts and give-aways. He has specialized in intellectual property law,
particularly trade mark and design rights, and competition law. In these ar-
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eas, he focuses on litigation and anti-counterfeiting activities. He is admitted
to the German Bar in Frankfurt and is a member of the German Association
for Industrial Property Rights and Copyright.
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Simmons & Simmons

City Point, One Ropemaker Street, London EC2Y 9SS, England
Telephone: (44207) 628 2020

Telefax: (44207) 628 2070

Email: adrian.smith@simmons-simmons.com

Practice areas: Intellectual property and related commercial matters with
particular emphasis on registered trade marks, passing-off, copyright, and
design right, including enforcement and other contentious work in relation to
brands.

CHAPTER 60. THE PARIS CONVENTION FOR PRQTECTION OF
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Lex-IP.com

3770 Lurline Drive, Honolulu, Hawaii, United States 96816
Telephone: (1808) 521 7080

Telefax: (1808) 675 5805

Email: seth.reiss@lex-ip.com

Seth Reiss received a BA in Biology and Chemistry from New College of
Florida, a MS degree in Biochemisiry from the University of Hawaii, a Juris
Doctor degree from the University of Hawaii School of Law, and a LLM
degree in international ard comparative law from the University of
Cambridge, England. His'uvractice emphasizes patent, trade mark, copyright,
technology, and Internet law. He also provides services in business law, com-
mercial litigation and-dizpute resolution. He is a member of the state bars of
Hawaii and Califorcia; is admitted before the United States Supreme Court
and the Federal and Ninth Circuit Courts of Appeal, and is a registered pa-
tent attorney with the United States Patent and Trade Mark Office. He
serves as an arbitration panelist for World Intellectual Property Organiza-
tion, is a delegate to ICANN, and is a fellow of the American Bar Foundation.
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Introduction

Michael A. Gollin
Spencer & Frank

Washington, DC
United States

A. THE LICENSING TASK

Those who work with intellectual property—lawyers and clients,
creative people and business people—find it challenging enough to
work within the laws of a single jurisdiction. There are many different
types of intellectual property, the legal standards are constantly in
flux, the procedures are exacting, the subject matter is intangible, and
the factual issues are enormously complicated. These challenges seem
simple, however, when compared to acting in *he‘international arena.
The globalisation of economies draws practitioners increasingly into
issues beyond their shores, where foreignizws prevail.

The task of protecting intellectuva! property internationally is
complex because laws differ so rauch from country to country.
Generalisations are suspect. The carae facts can give rise to different
results. Experience helps, but it also is unreliable because the laws in
most countries are in transitica. Thus, it is more important than ever
to ask the right questions ana to seek adequate tools to address them.

An example drawn irem recent experience illustrates the interna-
tional scale of issues one must address on a routine basis. Company
‘A’ makes and selis a product in Israel under an established trade
mark and seeks to‘enter the market in the United States, Canada,
and European and Asian countries. Company ‘B’ owns a relevant pa-
tent in each of these countries. How does Company ‘A’ proceed? First,
Company ‘A’ asks whether the product will infringe the claims of the
patent under the laws of each jurisdiction. This may require obtaining
opinions from lawyers in each country. Second, if the conduct of
Company ‘A’ will infringe the patent of Company ‘B’ in any of the
countries and Company ‘A’ asks whether a favourable licence can be
obtained, relevant licensing laws must be reviewed. Third, Company
‘A’ evaluates the alternative of attacking the patent, and it commences
opposition or court proceedings in countries where the law and facts
are favourable. Fourth, Company ‘A’ determines whether it can
expand its trade mark for the product. This involves conducting
searches in relevant markets, filing applications, and acquiring trade
marks that interfere with exclusivity. In sum, Company ‘A’ must
analyse the laws of perhaps half a dozen countries with respect to pa-

tent infringement and validity, licensing, and trade mark law.
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As another example, consider two companies that have combined
genetic engineering and computer technology in a pioneering
invention. They need to consider where to file patents, what they can
claim, and what is likely to be enforceable in coming years as laws
change. They also need to consider their ownership and licensing
strategy, as the consequences of joint ownership and the types of
licences that are available may vary from country to country. These
concerns are fundamental enough that they should be raised at the
beginning of the alliance. Although it may be too early for specific
opinions at that time, the parties should have at least a general
understanding of the status of protection and trends around the world.

B. IMPACT OF GLOBAL COMPETITION

The principal force that has increased the importance of intel-
lectual property protection is global competition." Those who compete
for global markets need to work harder to obtain a competitive
advantage in a broader range of activities or they-will be put out of
business. The rewards for success also are greaier than ever. The fol-
lowing are examples of the range of human zctivities that are affected
by global competition and that can be nrotected using intellectual
property:

1. Developing or improving a new product, service, or computer

program,;

2. Selecting a name or logo for a product, service, or company;

3. Bringing on a key emuvicyee or contractor for design, research,
or development worls;

4. Providing businezs or technical information to suppliers,
investors, or strategic partners;

Launching a‘inajor sales effort;

Preparing new advertising or marketing literature;
Maintaining or expanding a customer list;

Creating original arts, crafts, or designs;

. Publishing a home page on the Internet; and

0. Acquiring and developing plant or animal material; and
1.

Starting, buying, or selling a business or expanding opera-
tions to a new country.

HE OO

By managing commercial activities well, people can enhance the
value of their intellectual property assets (eg, patents, trade marks,
trade secrets, copyrights, and special forms of protection such as petty
patents and plant breeders’ rights). If they manage the task poorly, on
the other hand, they will undercut or eliminate intellectual property
rights, and may even infringe the rights of others, leading to devastat-

' Doane, ‘TRIPS and International Intellectual Property Protection in an Age of
Advancing Technology’, 9 American U J Int'l L & Policy 465 (1994).
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ing financial and personal impacts. Given the range of activities af-
fected, almost everyone involved in international commerce (including
profit-making and not-for-profit organisations) needs to understand
the global dimensions of protecting intellectual property.

The international significance of intellectual property does not end
with commerce. Politicians and the public have increasingly become
involved as intellectual property issues assumed a central role on the
stage of international affairs. In particular, the Agreement on Trade-
Related Aspects of Intellectual Property (TRIPS), negotiated in the
Uruguay Round of the General Agreement on Tariffs and Trade
(GATT), brought widespread and heavily negotiated changes to the
level of protection for intellectual property around the world.? Disputes
between countries over intellectual property ‘piracy’ now command
the attention of national leaders. Consequently, a treatise on the
subject is valuable for policymakers as well as practitioners.

Such broad public interest subjects intellectual vroperty laws and
standards to a variety of forces for change. In addition, new technolo-
gies, such as the Internet and genetic engineering push the bounda-
ries of the present legal framework. Technoligical advances require
new interpretations of existing laws, or new laws. Thus, increasingly,
our knowledge of intellectual property law.; is tested not only across
national borders, but across time.

C. HISTORICAL PERSPECTIVY

The third millennium briags with it a crossroads in terms of
international protection ofintellectual property. It is impossible to
predict exactly what legai reform awaits practitioners, just as one
cannot anticipate new tecnnologies. None the less, some lessons may
be drawn from a hiscerical perspective.

Internationai nrotection of intellectual property has grown
dramatically from its 19th century philosophical and legal
underpinnings. The World Intellectual Property Organisation (WIPO),
which administers most treaties relating to intellectual property, had
grown to 161 members by 1997.% In 1883, 11 states established the
Paris Convention. As of 1997, the number of Paris Convention
members had grown to 140 countries.* The Berne Convention on
copyrights, dating to 1886, had 121 member states by 1997. In the
quarter century since the Patent Co-operation Treaty was concluded

2 Otten and Wager May, ‘Nature and Scope of the Agreement: Compliance with
TRIPS: The Emerging World View’, 29 Vanderbilt J Transnat’l L 391 (1996).

8 The World Intellectual Property Organisation maintains information about other
relevant treaties at its Internet home page, http://www.wipo.org. See also http:/
ra.irv.uit.no/trade__law/documents/i__p/wipo/art/wipo.htm.

4 World Intellectual Property Organisation, http://www.wipo.org/eng/general/ipip/
paris.htm.
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in 1970, 83 states have joined.

The World Trade Organisation (WTO), which administers the far-
reaching TRIPS Agreement, has more than 130 members.® Regional
initiatives, such as the European Patent Convention, also have become
important forces in determining intellectual property rights in
member states. The growing relevance of international treaties is mir-
rored in individual intellectual property instruments. According to
WIPO, in 1994, approximately 670,000 patents were granted and 4
million were in force worldwide. More than 1 million trade marks
were registered or renewed, for a total of more than 8 million in force.®

In general, the types of protection available have been strength-
ened and expanded, as in the United States with micro-organism,
plant, animal, and gene patenting, and increased protection for
software and computer technology. Provisions that tend to weaken
protection, such as compulsory licensing, have been reduced. The level
of protection has been made more homogeneous arcund the world, as
with the GATT-TRIPS agreement. There are man;7 who hope for, and
expect, greater harmonisation.” However, public.opinion supporting
unique domestic variations, such as the United States’ first to invent
system, can be intense.

Meanwhile, intellectual property volicy has increasingly been
linked to other concerns, for example, international trade (as in the
GATT-TRIPS Agreement), and the exvironment (as in the Convention
on Biological Diversity). This linkage has emphasised some underly-
ing tensions:

1. There are wide disparities between countries in the type and
scope of protection.available, in particular for computer technol-
ogy, and for plants, animals, and genetic material;

2. The relevant laws focus on innovations by individuals rather
than traditicnai or collective knowledge; and

3. Few facts/are known about the global social and environmental
impacts of intellectual property, but many people have strong
opinions on the subject.

How are these tensions affecting intellectual property law?
Examples from biotechnology and the Internet can help illustrate
some trends in the law. By understanding these trends, one can
develop better strategies for protecting intellectual property into the

5 World Intellectual Property Organisation, http://www.wto.org/wto/
memtab2__wpf.html.

6 World Intellectual Property Organisation, http://www.wipo.org/wng/general/ipip/
intro.htm or WIPO International Protection of Industrial Property, Geneva 1996,
available at http://www.unicc.org/wipo/.

7 Sabatelli and Rasser, ‘Impediments to Global Patent Law Harmonisation, 22 N Ky
L Rev 579 (1995); ‘A Guide to Patent Law Harmonisation: Towards a More Inventor-
Friendly Worldwide Patent System, American Intellectual Property Law Ass’n, 1995,
available at http://www.aipla.org/harmoniz.html.
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future. Intellectual property protection can affect the direction of
technology innovation. Prior to 1980, there was much less protection
available for plants and the components of biotechnology. Then, in
Diamond v Chakrabarty,® the United States Supreme Court held that
genetically modified bacteria were ‘compositions of matter’ or
‘manufactures’ suitable for utility patent protection. This decision led
to the issuance of patents on plants and animals, and it is widely
viewed as providing a foundation for the biotechnology industry’s
growth.? In Chakrabarty, the Supreme Court dodged the argument
that patenting recombinant organisms could unleash dangerous
environmental and social consequences, observing that genetic
research would continue with or without patents on modified bacteria.
This point continues to be debated around the world. To what extent
does patent protection impact the amount and type of research that is
conducted? Is it immoral to turn living organisms or parts of people
(genes or cell lines) into intellectual property commodities?"

The 1992 Convention on Biological Diversity (CBD) was initially
conceived as a way to promote conservation of living organisms. As it
entered into force, the Convention on Biologi<al Diversity linked con-
servation of biological resources in a trio-oi zoals, including develop-
ment of the resources, and fair sharin;; of the benefits of that
development. The Convention on Biolegical Diversity for the first time
made biological resources subject to sovereign national rights, and
required states to support the role of traditional knowledge in
maintaining and using such rescurces. The combination of national
rights and traditional knowledge can be seen as the basis for novel
quasi-intellectual property.rights, several models for which have been
proposed.™

Politically, the Convention on Biological Diversity can be seen as a
bargain whereby rasoarce-rich developing nations agreed to give ac-
cess to their biolcgical resources, and technology-rich developed na-
tions agreed to give access to resulting technologies.' This trade-off
initially scared many in the biotechnology industry. Subsequently
most of the industrial nations joined the more than 150 member
countries who saw the Convention on Biological Diversity as a reason-
able way to ensure the continued existence of, and access to the living

8 Diamond v Chakrabarty, 447 US 303 (1980).

9 Scalise and Nugent, ‘International Intellectual Property Protections for Living
Matter: Biotechnology, Multinational Conventions and the Exception for Agriculture’,
27 Case W Res J Int’l L 83, at pp 96-98 (1995).

10 Kimbrell, The Human Body Shop (1995).

1 Roht-Arriaza, ‘Of Seeds and Shamans: the Appropriation of the Scientific and
Technical Knowledge of Indigenous and Local Communities’, 17 Mich J Int’l L 919
(1996).

2 Gollin, ‘An Intellectual Property Rights Framework for Biodiversity Prospecting’,
in Biodiversity Prospecting, Reid et al, eds, at p 190 (1993, World Resources Institute).
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organisms that are critical to continued progress. The ongoing process
of implementing the CBD continues to underscore the different levels
of intellectual property protection among nations, the difficulty of
recognising traditional knowledge, and the lack of comprehensive in-
formation we have about the true effects and effectiveness of intel-
lectual property rights.™

Technology innovation can rapidly make intellectual property
schemes obsolete, particularly in the computer industry.' The
Internet has led to a flood of information without national boundaries,
which is causing some to question whether the fundamental principles
of individual authorship and national borders can survive.” Libraries
are becoming giant globally accessible databases, publications are go-
ing on-line, and education and entertainment can be custom-tailored
for each computer user. This has led to a struggle over how to apply
copyright law or new principles as a basis for controlling access and
charging fees."

Trade mark laws are being tested by the Int=rnet, as well. The
Internic registry of Internet domain names estaeblished a policy to
deal with prior trade mark registrations-in the context of the
international scope of the Internet. The policy precludes the registra-
tion of a domain if there is a registered irade mark anywhere in the
world, for any good or service, wheth=r or not it is related to the
domain name. This policy has already been challenged in the United
States as inconsistent with existitig laws relating to trade mark in-
fringement and unfair competitioi. An international Memormandum
of Understanding was estabiisiied to involve the international com-
munity, including WIPQ.  in domain registration and dispute
resolution.” In sum, political forces and technological change both af-
fect the scope of intellectual property protection available. Intellectual
property is important; ‘and it should not be surprising that the rele-
vant laws are constantly in flux.

13 “The Impact of Intellectual Property Rights Systems on the Conservation and
Sustainable Use of Biological Diversity and on Equitable Sharing of Benefits from its
Use’, UNEP/CBD/COP3/22 (1996), available at http:/www.iisd.ca/linkages/biodiv/
cop3/3__22__vfinal.htm.

4 Reichman, ‘Charting the Collapse of the Patent-Copyright Dichotomy: Premises
for a Restructured International Intellectual Property System’, 13 Cardozo Arts &
Ent L J 475 (1993); Sherry, ‘Science Based Standards for the Uniform Global Protec-
tion of Intellectual Property: The Case of Logic Functions Expressions’, 26 Cal W Int’l
L J 335 (1996).

15 Aoki, ‘(Intellectual) Property and Sovereignty: Notes Toward a Cultural Geogra-
phy of Authorship,” in ‘Symposium, Surveying Law and Borders,” 48 Stanford L Rev
1293 (1996).

16 Hamilton, ‘Impact of the Trips Agreement on Specific Disciplines: Copyrightable
Literary and Artistic Works: The Trips Agreement: Imperialistic, Outdated, and
Overprotective’, 29 Vanderbilt J Transnat’l L 613 (1996).

7 Internet Domain System, Memorandum of Understanding, Generic Top Level
Domains (February 1997), http://www.iahc.org/gTLD-MoU.html.
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D. PROTECTING INTELLECTUAL PROPERTY

This discussion leads to the ultimate issue: Why do countries
protect intellectual property? What are the advantages and disadvan-
tages of doing so? According to the WIPO view:

Protection of intellectual property is not an end in itself: it is a means to
encourage creative activity, industrialisation, investment, and honest
trade. All this is designed to contribute more safety and comfort, less
poverty and more beauty, in the lives of men."

Does intellectual property help achieve these goals? Anecdotal evi-
dence suggests that intellectual property plays a critical role in the in-
dividual decisions people make that lead them to invent or create and
then develop or invest in such work. Formal studies ¢f the purposes
and effects of intellectual property systems show ai least an associa-
tion between strong intellectual property law¢ and a high rate of
innovation."

However, the existence of a direct cauasal relationship between
strong intellectual property protectiorn. and technology progress has
not been conclusively demonstrated s 'a general matter. The situa-
tion varies by industry and country.”> For example, the availability of
patent protection is an important ractor for investment in chemical
and pharmaceutical research 2aad development.”” On the other hand,
other industries are not patent-dependent, and some countries such
as Taiwan and South Korca achieved high levels of technology before
strengthening their inteliectual property laws; thus, one cannot say
that intellectual property brought about that progress.

Theorists alsc have struggled to understand the advantages and
disadvantages of intellectual property on purely philosophical
grounds.” In the absence of good data, many people approach these
issues as a matter of economic or political faith, raising the same
arguments again and again. Accordingly, it is useful to briefly cata-

8 World Intellectual Property Organisation, International Protection of Industrial
Property (1996), available at http://www.unicc.org/wipo/.

% Frame, ‘National Commitment to Intellectual Property Protection: An Empirical
Investigation’, 2 J L & Technology 209 (1987).

20 Evenson, ‘Survey of Empirical Studies’, in Strengthening Protection of Intellectual
Property in Developing Countries: A Survey of the Literature, Siebeck, ed, World Bank
Discussion Paper 112, at pp 73-86 (1990).

21 Evenson, ‘Survey of Empirical Studies’, in Strengthening Protection of Intellectual
Property in Developing Countries: A Survey of the Literature, Siebeck, ed, World Bank
Discussion Paper 112, at pp 73-86 (1990).

22 Hughes, ‘The Philosophy of Intellectual Property’, 77 Geo LJ 287 (1988).
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logue the most common arguments in this debate.?® These are the
arguments most commonly used to support a society’s decision to
protect a creative endeavour as intellectual property:

1. Incentive—intellectual property provides incentives for people
to be creative through the prospect of exclusive rights; society
benefits through better, less expensive products and more
artistic and cultural diversity.

2. Reward—intellectual property rewards people for their com-
pleted creative acts (whatever their motivation was at the
outset).

3. Labour—intellectual property helps individuals own the
products of their creative ‘sweat of the brow’.

4. Morality—intellectual property protects the sense of parent-
hood artists, inventors, and other creative people often feel to-
ward their work.

5. Public disclosure—sharing of new information can be enhanced
by intellectual property instruments siich as patent
specifications.

6. Technology transfer—intellectual property can be bought, sold,
leased, or traded as with tangible property.

7. Technology development—intellectu«l property is viewed by
investors as critical for the investrmnt and capital formation
necessary to develop and commer<ialise a technology.

8. Industrial policy—intellectual property provides tools by which
governments can support or discourage research and invest-
ment, by establishing, strengthening, weakening, or eliminat-
ing intellectual property vorutection. Also, by strengthening its
laws a country may sauisfy the demands of a trading partner
such as the United States, providing political advantages.

On the other side are several potent counter-arguments militating
against strong intelicctual property protection. In a nutshell, these
arguments hold tlzat intellectual property can have the following neg-
ative consequences, which provide a policy basis for restricting or, in
the extreme, eliminating types of intellectual property protection.*
The arguments include:

1. Restricted access to technology—the removal of technology from

the public domain is an intrinsic characteristic of intellectual

2 Prima Braga, ‘The Developing Country Case For and Against Intellectual Prop-
erty Protection’, in Strengthening Protection of Intellectual Property in Developing
Countries: A Survey of the Literature, Siebeck, ed, World Bank Discussion Paper 112,
at pp 73-86 (1990); Gollin and Laird, ‘Global Policies, Local Actions: The Role of
National Legislation in Sustainable Biodiversity Prospecting’, 2 Boston University J
Science & Tech L 16 (1996); Scalise and Nugent, ‘International Intellectual Property
Protections for Living Matter: Biotechnology, Multinational Conventions and the
Exception for Agriculture’, 27 Case W Res J Int’l L 83, at pp 86-87 (1995).

24 Hamilton, ‘The TRIPS Agreement: Imperialistic, Outdated, and Overprotective’,
in ‘Impact of the TRIPS Agreement on Specific Disciplines: Copyrightable Literary
and Artistic Works’, 29 Vanderbilt J Transnat’l L 613 (1996); Kimbrell, The Human
Body Shop (1995).
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property rights that allows the owner to obtain a competitive
advantage, and is critical to serving the public policy goals
outlined above;*® however, the restrictions can be excessive (too
long or too broad), and over-protection brings no advantage to
society.

2. Increased cost—exclusive rights lead to increased costs to
consumers as a necessary means for providing an incentive and
reward to the intellectual property owner; as above, the cost
can be excessive.

3. Monopolisation—commercial and creative activities tend to
become even more centralised in large establishments due to
intellectual property rights.

4. Inappropriate incentives—intellectual property systems favour
research and investment in protectable innovations. This may
undercut the ability to protect and maintain useful traditional
knowledge and culturally important folklore.

5. Competition—intellectual property can tause inventors,
scientists, and artists to co-operate less ana aeal more sharply
with each other than when their efferts are in the public
domain; for example, research results way be concealed until a
patent application is filed, or a biological material may be kept
secret rather than submitted to a puvlic depository.

6. Expense—intellectual property rights, particularly patents, are
expensive and complex to protect and enforce; this is a burden
for all, and can put poor and unsophisticated people at a
disadvantage.

7. Institutional requiremerits—intellectual property rights are
intangible and require elaborate national legal and regulatory
institutions to protact and enforce them; these requirements
can divert scarce national funds and expertise from other
endeavours.

8. Ethics—intellectual property can conflict with some people’s
moral views opposing property rights in innovations involving,
ggaliving organisms and materials obtained from the human

ody.

In sum, countries have good reasons for protecting intellectual
property, but they can create other problems by doing so. It is in each
country’s interest to adopt and maintain a system of intellectual prop-
erty protection that maximises the resulting benefits and minimises
the negative consequences according to the views of that particular
society. Unfortunately, there is insufficient objective information to
determine whether a particular country has in fact achieved such a
balance.

E. LOOKING AHEAD

2 Reichman, ‘Charting the Collapse of the Patent-copyright Dichotomy: Premises
for a Restructured International Intellectual Property System’, 13 Cardozo Arts &
Ent L J 475 (1993).
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What is likely to happen in the future? Of course, it is impossible
to predict with certainty. However, it is possible to outline four
outcomes that could occur. The first outcome, the status quo, avoids
expanding, modifying, or reducing the scope of protection available.
This would lead to a gradual expansion of rights as countries come
into compliance with TRIPS over a 10-year period.?*® However,
countries could restrict plant and animal patents, and other differ-
ences would remain.

The second approach is expansion of protection of all types of
intellectual property around the world. This is a foreign policy goal of
the United States in implementing TRIPS and in other bilateral and
multilateral agreements.?”” Countries would continue to expand the
types of exclusive rights available for materials and methods,
software, and trade marks, around the world, beyond the levels
required under the GATT/TRIPS Agreement. This. could be called
‘GATT/TRIPS Plus’.

The third option is a roll back or reductici: o1 protection in certain
areas. Some groups call for a ban on patenting life forms and genetic
material. However, moving in the directisn of less protection is far
from a radical notion. Indeed, in 1996. the United States Congress
amended the United States Code to eliminate enforcement of patents
for medical activity. Thus, patents velating to surgery and other medi-
cal procedures are unenforceahic-against medical practitioners unless
they also involve use of pateuted compositions or devices.?®

Finally, there may he-a new approach to finding ways in which
intellectual property can promote social goals consistent with the
need for free trade and sustainable development.?® This may involve
strengthening protection in some areas, weakening it in others, and
adding new type: of protection.** For example, many proposals have
been made regarding extension of intellectual property rights to
indigenous people. Under such a new approach, protection would be

26 Otten and Wager May, ‘Nature and Scope of the Agreement: Compliance with
TRIPS: the Emerging World View’, 29 Vanderbilt J Transnat’l L 391 (1996).

27 Word Trade Organisation, Implementation Report: Trade-Related Intellectual
Property Rights (March 1996), available at http://www.ustr.gov/reports/wto/
intellectual__property.html.

28 35 United States Code, s 287(c); Yang, ‘Patent Policy and Medical Procedure
Patents: The Case for Statutory Exclusion from Patentability’, 1 Boston University J
Science & Tech L 5 (1995).

2% Reichman, ‘Legal Hybrids Between the Patent and Copyright Paradigms’, in
‘Symposium: Toward a Third Intellectual Property Paradigm’, 94 Colum L Rev 2432
(1994).

30 Horton, ‘Protecting Biodiversity and Cultural Diversity Under Intellectual Prop-
erty Law: Toward a New International System’, 10 J Envtl L & Litig 1 (1995).

xlviii



INTRODUCTION

more homogeneous in some respects, but it also would reflect varia-
tions in cultural attitudes around the world.*

F. CONCLUSION

One can expect that international exchange and transfer of
technology and culture will continue to increase. Meanwhile,
practitioners will continue to find new ways to use intellectual prop-
erty rights to secure competitive advantages in a global economy.
Strategies for protection are required that will last and be enforceable
for decades, despite uncertainty on many issues: whether the coming
decades will bring strengthened or weakened protection for particular
types of intellectual property; whether the role of international intel-
lectual property organisations such as the WIPO and the WTO will
expand or contract in the face of greater sovereignty; whether
countries will harmonise their laws or make thera more diverse;
whether new types of rights, eg, for traditional and<idely held knowl-
edge, will be crafted and whether the innovative und creative levels
among nations will become closer or diverge.- These issues have
tremendous significance for practitioners a2no clients. They also are
important for theorists and policymakers concerned with the social
and economic aspects of intellectual proyerty protection. In that light,
a comprehensive treatise on the state of the law becomes an indis-
pensable tool to help us gain the power of what we know and the
wisdom of recognising what we ana 2ot know.

31 Gana, ‘Prospects For Develojing Countries Under The TRIPS Agreement’, 29
Vanderbilt J Transnat’l L 735 {1958).
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