
INDEX

© symbol 73–4
® symbol 10–11, 85
TM symbol 10–11, 85

absolute grounds, objection 
on 38, 41, 45, 46, 50

abusive domain name 
registration 192

advertising agencies, 
copyright ownership 
17

advertising, copyright 12
Advertising Standards 

Authority 181
Alliance Against 

Counterfeiting & 
Piracy (AACP) 121

alternative dispute 
resolution (ADR) 
159–60

mediation 159–60
mini trial 160
neutral evaluation/

appraisal 160

annual report, copyright 12
Anti Copying in Design 

(ACID) 122
anti-counterfeiting bodies 

121–2
Anti-Counterfeiting Group 

(ACG) 122
Appellant’s Notice 44
Appointed Person, appeal to 

43, 44
artistic works, copyright 

14, 17, 18, 137
assignment 102–4
audit, trade mark 87–9

bad faith
domain name registration 
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trade mark registration 

6
balance of convenience test, 

injunctions 165
Berne Convention 72
Board of Appeal 48
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branding consultants, 
copyright ownership 
17

British Music Rights (BMR) 
122

British Phonographic 
Industry (BPI) 122

British Video Association 
(BVA) 122

broadcasts, copyright 14, 16
brochures/catalogues, 

copyright 12
Business Software Alliance 

(BSA) 122

cable programme, copyright 
16, 18

cease and desist letters 
153–4

claim forms 157–8
clearance searches for trade 

marks 9
colour marks 4
common law search for 

trade marks 9
Community Trade Marks 

see trade marks, EC 
registrations

Companies House 180
company search 180
Compu-Mark 8
confi dentiality agreement, 

copyright and 15
confi dentiality clauses 

95–6
confusion log 151–2, 168
copy clearance 181

copyright 12–20
categories 13–14
international protection 

71–3
licences and assignments 

16
moral rights 19–20
ownership 15–17
period of protection 18
protecting ideas 15
restrictions on 14
rights of owner 136
in the UK 71
see also copyright 

infringement
Copyright Designs & 

Patents Act (1988) 
118

copyright infringement
civil infringement 136–9

adaptation of work 138
communicating work to 

public 138
issuing copies to the 

public 137
performing, showing, 

playing in public 138
plagiarism 136–7
renting/lending copies 

to the public 137–8
criminal offences 140–1
defences to 139–40

cost
appeals, trade mark 

registration 44
copyright 12
database right 21
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of interim injunctions 
167

see also fees
counterfeiting 119
country-code suffi xes 

(ccTLDs) 185
criminal offences

copyright infringement 
140–1

designs 148
trade mark 131–2

cross undertaking in 
damages, injunctions 
165–6

CTM Bulletin 46
cybersquatters 186, 188, 

189
Czech Arbitration Court 

190, 191

dance, works of, copyright 
14

database right 20–3
defi nition 20–1
duration 22
infringement 21–2
ownership 22–3
protection 21–2

descriptive marks 5
designs 23–33

benefi ts of registering 
device marks/logos 
as 32–3

commissioned 26
criminal offences 148
defi nition 29
duration of registration 76

employees 26
European Community, 

registered 24, 28–31, 
147–8

appeal process 78
contesting 78–9
infringement 147–8
registration procedure 

77–9
term of protection 30–1

European Community 
registration procedure 
77–9

European Community, 
unregistered 24, 
28–31, 147–8

compulsory licensing 
148

term of protection 29, 
30

individual character 25
infringement 147–8
novelty 25
objections 75–6
overlap between trade 

marks and 31–2
product, defi nition 29
registration procedure 

74–6
UK registered 24–6

defences 143–4
infringement 142
registration procedue 

74–6
term of protection 26

UK unregistered (design 
right) 24, 27–8
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compulsory licensing 
147

defences 146–7
infringement 144–6
qualifi cation 27–8
term of protection 28

disclosure 158
domain names

alternative dispute 
resolution 189–93

Czech Arbitration Court 
190–191

disputes 187–8
global suffi xes (gTLDs) 

184–5, 190
ICANN 190–3
Nominet 190–192
problems with registration 

system 185–6
registering 184–5
search 180
trade mark infringement/

passing off claim 
188–9

dramatic works, copyright 
14, 18, 137

drawings, copyright 14

Easyjet 192
eBay monitoring 124–5
employees

chain of command 
99–100

commission work/
contractors 97–8

communicating 
importance of 98–9

confi dentiality clauses 
95–6

copyright ownership and 
15

database right and 23
design right and 26, 28, 30
employment contracts 

94–5
as IP guardians 125
moral rights 19
moral rights and waiver 

96–7
employment contracts 94–5
Entertainment and Leisure 

Software Publishers 
Association (ELSPA) 
122

equitable rights 102
European Court of Justice 

(ECJ) 3
Board of Appeal 48

European Economic Area 
(EEA) 133–5

goods arriving from 
outside 115–16

goods arriving from 
within 116–17

European Registry of 
Internet Domain 
Names (EURid) 190, 
191, 192

European Union 29, 49
exhaustion of rights 133

Federation Against 
Copyright Theft 
(FACT) 122
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Federation Against Software 
theft (FAST) 122

fees
appeal, OHIM, 

Community trade 
mark registrations 48

CTM applications 44–5
design

Community registration 
77

UK registration 75
EuRid 191
HM Revenue and Customs 

116, 117
ICANN 191
international trade mark 

49
Patent Offi ce handling 

fee for OHIM 
application 45

renewal, trade mark 91
trade mark registrations 

37
watching services 121

fi lms, copyright 14, 16, 18
franchising 110–11
freelance writers

copyright ownership 17
moral rights 19

freezing injunctions 167

Gazette of International 
Marks 50

generic descriptions, trade 
mark restrictions 5

global suffi xes (gTLDs 
184–5, 190

goodwill 9, 82, 109, 173
guarantees, order for 

lodging of 168

HM Revenue and Customs 
(R&C) 115–17

ICANN 190–3
illustrations, copyright 14
infringement of intellectual 

property rights
detecting 114–15
governmental/public 

agencies for detecting 
115–17

private service providers 
for monitoring 
119–25

reason for monitoring 114
see also infringement of 

intellectual property 
rights, action against

infringement of intellectual 
property rights, 
action against

alternative dispute 
resolution (ADR) 
159–60

cease and desist letters 
153–4

confusion log 151–2, 168
damages/account of 

profi ts 171–4
giving up 161
interim injunction 151
litigation 157–9
mediation 159–60
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mini trial 160
neutral evaluation/

appraisal 160
reporting procedure and 

chain of command 
150

speed of action against 
151

Trading Standards and 
160

unjustifi ed threats 
154–5

website infringements 
and service providers 
155–6

see also remedies
infringement, inadvertent, 

avoiding 178–81
injunction 114

breach of 163
freezing 167
interim 163–7
mandatory 162
permanent 163
prohibitive 162
speed of action 165

integrity, right of 19
International Chamber of 

Commerce (ICC)
Counterfeiting 

Intelligence Bureau 
(CIB) 122

International Federation of 
Phonographc 
Industries (IFPI) 
122

Internet Corporation for 
Assigned Names and 
Numbers (ICANN) 
190, 191, 192

internet searching 179
IP Enforcement Directive 

171
IP Enforcement Regulations 

(April 2006) 171

jingles, copyright 12, 14

labels, copyright 12, 14
licence 102–4

exclusive/non-exclusive 
16, 104–5

registration implications 
105–6

registration by rogue 
licensees 106–7

standard protective 
licensing provisions 
107–10

enforcement method 
109

infringing activities 
108

rights of approval 108
scope 107

licence of right 147
literary works, copyright 

12, 13, 18, 137
logos

benefi ts of registering as 
designs 32–3

copyright 12, 13, 14, 17
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design right 27
registering as design 24
registering trade marks 3

Madrid Protocol 49, 51
WIPO database 8

‘me too’ look-alike products 
10

mediation 159–60
melodies, copyright 14
metatags 124
mime, copyright 14
mini trial 160
mitigation 173
moral prejudice 172, 173
moral rights

copyright 19
employees 96–7
integrity, right of 19
paternity, right of 19

morality, trade mark 
restrictions 5

mortgaging IP 112
musical works, copyright 

14, 18, 137
must fi t exclusion 26, 31
must match exclusion 26, 

31

neutral evaluation/appraisal 
160

Nice classifi cation of goods 
and services for trade 
mark registrations 
36–7, 52–71

Nominet 190, 191, 192

Norwich Pharmacal Order 
175, 186

Notice of Defence and 
Counterstatement 41

Notice of Opposition and 
Statement of 
Grounds 41, 42

Offi ce for Harmonisation in 
the Internal Market 
(OHIM) 44–8, 77, 78, 
79

online searches for trade 
marks 8

paintings, copyright 14
particulars of claim 158
passing off, law of 9–10, 11
Patent Offi ce (UK) 25, 37, 

45, 74, 75, 78, 79, 147
Mediation Service Team 

160
Patents and Designs 

Journal 76
paternity, right of 19
photographs, copyright 14, 

17
piracy 119
plays, copyright 14
police 119
pre-emptive searches

for registered design/
patent 179–80

for trade marks 6–9, 179
preliminary indication 

41–2
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private investigators 122–3
public awareness initiatives 

125
published editions, 

copyright 18

registered trade marks 
128–35

advantages 128
civil infringement 

128–30
criminal trade mark 

offences 131–2
grey market goods 

problem 132–5
use of 11

registry searches for trade 
marks 8

relative grounds, objection 
on 38, 41, 46, 50

remedies 161–75
compensation 162–3
delivery up 161, 169
destruction 161, 171
disclosure of identity 162, 

174–5
injunction 161, 162, 

163–7
interim order 161
publication of judicial 

decisions 162, 175
recall 161, 169–70
seizure 161, 170

reputation 9, 82, 173
Request to Proceed to the 

Evidential Rounds 42
royal family 6

search orders 167
self-help 123–5
service providers 155–6
shape marks 3, 5
shuttle diplomacy 159–60
slogans, copyright 12
smell marks 3, 4
sound marks 3, 4
sound recordings, copyright 

14, 16, 18
specialist searches, trade 

marks 8
speed

infringement of 
intellectual property 
rights 151

injunctions 165
interim injunctions 168
trade mark registration 2
trade mark search 7

syndication 112

test purchases 123–4
theme tunes, copyright 14
third parties

copyright and 16, 17
database right and 22–3
design right and 26, 28, 

30
Trade Descriptions Act 

(1968) 118
trade mark certifi cate 89
trade mark classes 52–71, 

88
consistency 89
territories 89

trade mark notice 10–11, 85
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trade mark portfolio, audit 
88

trade mark registration 
certifi cate 10

Trade Mark Registry (UK) 
49

trade marks 2–11
accurate and accessible 

records 89–91
audit 87–9
avoidance of generic 86–7
benefi ts of registering as 

designs 32–3
categories 3
consistency in using 

83–6
duration of protection 32
EC registrations (CTMs) 

4, 44–8
appeals 48–9
application procedure 

44–6
cooling off period 47
oppositions 47
registration 47–8
term of protection 47

international registrations 
(Madrid Protocol) 4, 
49–52

length of registration 
process 41

Nice classifi cation 
system 36–7, 52–71

non-traditional 3–4
opposition 41–2
overlap between designs 

and 31–2

portfolio 2
pre-emptive searches 6–9, 

37
® and TM symbols 10–11, 

85
registration 2–4, 42–3
registration in name of 

same proprietor 
82–3

registration period 2
renewal dates 91
restrictions on 

registration 3–5
Registry objections 38–9
UK registrations 4, 37–44

appeals 43–4
application procedure 

37–41
oppositions 40–2
registration 42–3
revocation 43
term of protection 43

Trade Marks Act (1994) 118
Trade Marks Journal 40, 41, 

50
Trade Marks Registry (UK) 

8, 37, 38, 39–44, 91
Trading Standards 118–19, 

123, 140, 160, 181
Trojan horses 23
typographical arrangements 

14, 16
TM symbol, use of 10–11

Union Jack 6
Universal Copyright 

Convention 72, 73
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unused IP, mortgaging/
selling off 111–12

verbal licences 103–4

watching services 119–21
website designers, copyright 

ownership 17

website infringements 
155–6

website monitoring 124
WHOIS search 184, 186
World Intellectual Property 

Organisation (WIPO) 
190

International Bureau 49
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