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o Symbols ®

© (copyright) symbol, 170, 212
® (registered) symbol for trademark, 262

o/ ] o

abandoned application
commercial identifier, 274, 278
patent, 61, 144-145
abstract, patent application, 56, 82, 93, 107
abstraction-filtration-comparison test for
copyright, 178
Accelerated Examination Program (AEP), 117
accreditation of IP professionals, 30
acquisition of IP rights, definition, 22
adaptation infringement of copyright, 318
Adobe Reader (on CD), 347
adorned name of firm, 223
Advisory Action by USPTO, 145
AEP (Accelerated Examination Programz), 117
Affidavit of Continued Use, 280
Affidavit of Incontestability, 220
African Regional Industrial *roperty
Organization (ARIPQ), 252
age of inventor and ac<el<cation of patent
application review, 116-117
agent, patent
cost of, 35
for foreign patent, 292, 297
limitations on, 31, 33, 38
patent application filing role, 24
registration of, 30-31
agricultural fairs’ use of copyrightable
works, 186
Amazon.com trade name, 236-237
Amendment to Allege Use for commercial
identifier, 278
amendments
commercial identifier application,
274, 275-276, 278
domestic patent application, 130, 131,
143-144, 156-157, 158-159
foreign patent application, 296

analogous field of invention, 80
annuities, patent, 39
anticipation search
by attorney, 77-79
definition, 75
do-it-yourself approach, 79-86
domestic patent, 31, 64
foreign patent, 296
AntiCybersquatting Act, 324-325
anti-piracy law, 324
anti-trust considerations in licensing IP
rights, 311-212
appeals
commer - ial identifier registration
rejcuiion, 278-279
intr ugement litigation, 322
patent application rejection, 125-126, 131
patent reexamination petition, 163
Apple Computer trademark, 236
application, patent
abandonment of, 144-145
abstract, 56, 82, 93, 107
amendments, 130, 131, 143-144, 156-157,
158-159, 296
argument for patentability, 95-96
claims. See claims, patent application
complexities of process, 329
components overview, 56, 92-93
continuation, 69, 74, 114, 120-122
continuation-in-part, 121, 146
covert, 68-69
design. See design patent
examination process. See examination,
patent
fees, 12,91, 108, 112, 115, 116, 119
filing. See filing of patent application
formal, 90-91
international. See international
considerations
introduction, 89-90
IP professional’s role, 24, 30-33, 92, 123,
148, 334
pitfalls in, 333-336
plant. See plant patent
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application, patent (continued)
process of, 90
provisional. See provisional patent
application
publication of compared to issued
patents, 85
record of invention to back up, 72-73,
104-106, 135, 149
reissue, 154-160, 161
review of completed, 106-108
search for prior. See search, patent
specification, 55-57, 94, 104, 105-106, 143,
144
timing of, 12, 61-62, 73-74, 91, 114, 120, 336
arbitrary commercial identifier, 230-231
architectural works, copyrighting,
174, 180, 201
ARIPO (African Regional Industrial
Property Organization), 292
art units in USPTO, 124-125
ASCAP (Web site), 314
assets, IP, 10-11, 22, 23
assignment of IP rights
commercial identifier, 227, 310
copyright, 183, 189, 191-194, 206, 310
definition, 16
licensing of rights, compared to. 26+, 310
patent, 13, 53, 66, 164
tax considerations, 311
association/membership mark, 222-223, 260
atlas as work made for hure, 191
attachment of IP rights, 11, 14
attorney, IP. See professional, IP
audio-visual works, copyrighting, 174, 181,
191, 201
aural impact of trade name, 240
authorizing uncontrolled use of
trademark, 281
authorship of copyrighted works,
13, 170-173, 203
availability search for trade name
analyzing results, 254-258
definition, 245
implementing search, 250-254
introduction, 245-247
need for thorough, 31-32
scope of search, 247-250

ol e

Background of the Invention, patent
application, 56, 93, 95

Baig, Edward C. (author)

Macs For Dummies, 335

basic patentability threshold, 64

Berne Convention, 198

best mode rule, patent specification, 94

BMI (Web site), 314

Board of Patent Appeals and Interferences
(BPAI), 125, 131, 148, 164

brand loyalty, 225

branding. See traderaark

broad compared ic narrow patent
claims, 57

broadening .01 claims in patent reissue,
156, 159

bundlizs oi IP rights in licensing
rreccess, 312

business name. See trade name

oo

CAFC (Court of Appeals for the Federal
Circuit), 125, 163, 279, 320
CD companion to book
installation from, 345-346
international documents, 61
IP application worksheets, 347
IP resources, 346
legislative texts, 43, 347
Manual of Patent Examining Procedure
(MPEP), 119, 124
patent documents, 12, 30, 36, 56, 57, 70,
93, 100, 119, 346
patentability test samples, 60
prosecution samples, 347
software, 347-348
specification questionnaire, 106
system requirements, 345
trademark documents, 30, 259, 346
troubleshooting usage problems, 348
Wiley Publishing, Inc. license agreement,
348-350
CD-ROM publication of copyrighted
works, 211
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cease and desist notice to infringer,
322, 325-326
certificate of correction for patent, 154, 164
certification mark, 221, 222, 260, 282
Chambers, Mark L. (author)
iMac For Dummies, 345
character on trademark, 240
charitable use of copyrightable works,
184-185, 186
choreographed works, copyrighting, 174, 201
claims, patent application
answering rejections/objections in, 143
design patent, 57, 119
detailed review of, 106-107
electing with or without traverse, 129-130
function in application, 93
grammatical rules, 102-104
in infringement analysis, 319
mechanics of, 96-98
overview, 55-57
patent agent limitations with, 31
in patent search, 82
plant patent, 57, 119
potential limits on, 102
restriction on, 128-130
scope of, 156-157, 159, 319-320
types, 98-102
classifications
copyright, 173-175, 201
patent, 81, 82, 124-125
trade marking, 248, 270-272
Coca-Cola trademark, 210
co-exclusive license, 307
co-inventors, identifying, 65
collective trademark/servicemark
compared to collective membership
mark, 264
collective work, contributions to,
copyright issues, 190
combination license, 305
combined structures patent claim, 100
commercial identifier
arbitrary, 230-231
assessing protection needs, 25
assignment of, 227, 310
automatic right based on use of, 259

components of good identifiers, 234-241
confusion, avoiding, 231-232
criminal statutes against counterfeit use
of, 324
definitions, 14, 15, 220
descriptive, 229, 242, 249, 342
distinctiveness criterion, 224, 228-231,
249, 275
generic, 229, 249, 282
infringement, 226, 247, 282, 318-319
international considerations, 243-244,
249, 253, 261, 264, 300-302
introduction, 219
IP professionals for,30-33, 246, 274
licensing of, 309
methods to avoid, 241-244
naming pitfalls; 341-343
in patent-assessment process, 71-72
penaliies ior copying, 341-342
process overview, 14-15
rcgistration of. See registration,
commercial identifier
search for availability. See availability
search for trade name
service. See service identifier;
servicemark
suggestive, 230
trade name. See trade name
trademark. See trademark
types of, 219-224
uses of, 224-227
commercial setting requirement for trade
secrets, 43
Commissioner of Patents, 125
Commissioner of Trademarks, 279
Community Design protection from EU, 299
Community Trademark (CTM) patent
application, EU, 301
company identifier. See trade name
competitive environment, IP right’s role in,
17-18, 20, 52, 224-225
compiled work, copyright rules for,
191, 207
component-listing claims, 97-98
compulsory licensing of musical works,
184, 314, 316
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computer programs, protection for
allowable copying or reuse of, 186
on CD, 347-348
contractual agreements for creators of, 26
facts compared to expressions in, 177-179
inventions, relationship to, 45, 69, 141
licensing mode of transfer to customer, 183
recent development of, 14
registering, 201
as trade secrets, 43, 210
conception phase of invention process, 148
concurrent use proceeding for commercial
identifier, 279
confidentiality agreement, 26, 46, 47, 48, 120
configuration mark, 15, 71, 220, 234, 268-269
confusion, likelihood of, as criterion
for commercial identifier, 231-232,
254-258, 275, 318-319
constitutional support for IP rights, 11, 170
contesting patent claim restrictions, 130
continuation-in-part patent application,
121, 146
continuation patent application, 69, 74,
114, 120-121, 122
contractual rights
developing procedures for, 26-27
overview, 16
as protection of IP rights, 1C
contributors to invention, identiiying,
65, 331, 335
Convention priority date, 231
copies of patent, obtaining, 153
copying infringement of copyright, 179, 318
copyright
anti-piracy law, 324
assessment of needs, 24-25
assignment of, 183, 189, 191-194, 206, 310
benefits of, 179-182
constitutional right to, 11
contractual agreements for, 26
definition, 13, 169-170
derivative work, relationship to,
180, 184, 189
expression focus of, 13, 69, 70,
176-179, 338
fair use of, 183-184, 339

frequently asked questions, 337-340
identifying copyrightable material,
173-175
infringement of, 14, 178, 179-180, 195,
197-200, 317-318, 338, 339
international considerations, 18, 193,
198, 302
introduction, 169-170
investigating status of, 94-96
IP professionals for, 30-33
licensing of, 196, 304, 305, 313-314
limitations on, 182-186, 338, 339
original work of authorship definition,
13, 170-173, 337
ownership of, 187-196, 205
patent, relaticiiship to, 45, 69-70, 141
process overview, 13-14
as proteciion of IP rights, 10
regisiration of. See registration, copyright
sconc ¢i protection, 175-179
trai.e secret protection from, 43, 46, 210
work made for hire (WMFH), 182,
190-192, 194, 203, 204-205
Copyright Act, 173-175, 182, 315, 316
copyright claimant, definition, 201
Copyright Office. See United States
Copyright Office (USCO)
corporate commercial identifier,
ownership issue, 266
costs. See also fees
commercial identifier registration, 37
copyright registration, 36
infringement litigation, 323, 326
patent, 19, 35-36, 38-39, 44, 67, 78, 108,
162, 286-287, 333
professional IP services, 35-39
trade secret, 44
counterfeiting
commercial identifier, 247, 324, 325
copyright, 200, 214
counter-terrorism-related inventions,
acceleration of patent examination
for, 117
Court of Appeals for the Federal Circuit
(CAFC), 125, 163, 279, 320
covert patent application, 68-69
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credible utility criterion for patent
examination, 133

CTM (Community Trademark) patent
application, EU, 301

customer consideration in commercial
identifier creation, 342-343

customer list, protecting as trade secret,
41-42, 44

customer number, patent application, 109

Customs service, U.S., 325

oo

daisy-chain claim dependency pattern, 101
dates. See also priority date
copyright, 205
filing of patent application, 113, 116,
126-127
trademark use, 264
declaration, patent application, 110, 159
declaratory relief action, 325-326
defective patent, handling, 154-155
Delphion database (Web site), 83
demo version of software (on CD), 348
dependencies in patent claims, 100-102, 107
derivative work and copyright, 180, 134, 189
Description of the Preferred Embadiinent
of the Invention, patent apphcation,
56, 94, 96
descriptive commercial icentfier, 229, 242,
249, 342
design mark, 15, 71, 220, 234, 268-269
design patent
choosing, 70
claims, 57, 119
copyright alternative, 69-70
definition, 53
do-it-yourself application, 89
filing, 119
international considerations, 299
life span of, 55
ownership limitations, 54
specification, 57
trade dress, compared to, 71
different invention defense against novelty
test rejection, 133-134
disclosure, invention
correcting, 157
enabling threshold, 94, 141-142, 335

filling out, 108, 110, 111
importance of full, 334
international considerations, 289
introduction, 73
prior art, 111
reissue of patent, 160
discovery phase of infringement
litigation, 322
distinctiveness criterion for commercial
identifier, 224, 228-232, 249, 275
distribution of copied works as copyright
infringement, 180
divisional continuation patent
application, 121
Doctrine of Equivai=nts for patent
infringemerit, 219-321
do-it-yourself.approach
anticipatic: search, 79-86
IP prcfessional, compared to, 38-39
pateii application, 89
deirn.in names on Internet as company
identifiers, 224, 261, 324-325
Jdouble-patenting rejection of patent,
142-143
dramatic works, copyrighting, 173, 201
drawing of invention in patent application,
93, 96, 107, 119, 143
duration of IP rights. See timing

oF o

EAPO (Eurasian Patent Office), 292
early return card for patent application
filing, 110-111
educational use of copyrightable works,
184-185
effective filing date of patent
application, 116
effectiveness test for patents, 60-61
e-mail communication with USPTO,
monitoring, 267
embodiment of invention, utility patent
best mode rule, 94
details of, 96
as element of application, 56, 82, 93
reduction to practice phase of invention
process, 148
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employees
confidentiality agreements with, 47
copyright issues and work made for hire,
190, 192, 194
mobility and trade secret limitations,
43-44
ownership of inventions, 65-66
enabling rule, patent specification,
94, 141-142, 335
energy conservation-related inventions,
acceleration of patent examination
for, 117
environmentally related inventions,
acceleration of patent examination
for, 117
EPO (European Patent Office) (Web site),
83, 293, 296, 297
equivalent structure, definition, 98
error of conduct in patent application,
155-156
Eurasian Patent Office (EAPO), 292
European Patent Office (EPO) (Web site),
83, 293, 296, 297
European Union (EU) system for patents,
83, 292-293, 296, 297
evaluation version of software (on CD), 348
ex parte patent reexamination
proceeding, 162
examination, patent
abandoned application, . 1'4--145
acceleration of, 117
appeals, 125-126, 131
final rejection, handling, 145-147
initial administrative hurdles, 126-128
interference, handling, 147-149
international considerations, 296-297
introduction, 123
Manual of Patent Examining Procedure
(MPEP), 119, 125, 143
office action (OA), 130-144
reexamination submission, 160-165
rejection categories, 130-144
restarting after final rejection, 146
restricting application, 128-130
SIR request, 149-150
USPTO workings, 124-126
examination, trademark registration,
248, 261, 270, 272-276

examiner, role of patent, 90, 125, 146-148
exclusive license, 21, 306-307
exclusive rights, copyright, 179
exhaustion, patent, 313
Express Mail service from USPS, 112
expression compared to idea/fact,
copyright scope, 13, 69, 70,
176-179, 338
extension of patent term, 55

ofF e

fact/expression distinction in copyright,
13, 69, 70, 176-172, 338
fair use of copyrightanle works,
183-184, 33y
family/persciial names as trade names,
229, 24z 541
federal district court, appeals to, 125, 163,
219,320
federal government. See government
“evleral Principal Register, USPTO, 261
Yederal Rules of Civil Procedure (FRCP),
125, 276
fee transmittal form, patent application,
110, 152
fees
abandonment revival for patent, 144
AEP, 117
commercial identifier registration,
264, 265, 271
copyright registration, 197
corrections for issued patent, 154
estimated nature of, 2
international registration of IP rights,
18, 38, 295
issuing of patent, 39, 152, 153, 165
part-of-the-action arrangement for
patent, 34
patent application, 12, 91, 108, 112, 115,
116, 119
fictitious business name, criteria for
commercial use of, 260
Field of the Invention, patent application, 56
field and territory of use for commercial
identifier, 248
file wrapper for patent application, 113



filing of patent application
agent’s role, 24
continuation application, 69, 74, 114,
120-122
date of, 113, 116, 126-127
design patent, 119
electronic, 110, 112
fees, 116
filing entity selection, 66
international considerations, 128, 288-292
introduction, 109
packaging, 109-112
patent-pending period, using, 120
plant patent, 119
provisional application, 92, 118-119
publication considerations, 113-115
sending to USPTO, 112
small entity status, 112
special status request to speed up
process, 116-118
timing of, 73-74, 91, 288, 289, 292, 294, 295
fines
for not depositing copyrighted works, 211
for patent application violations, 127, 128
fixed criterion for copyright protection;
171, 193
fonts, lack of copyright protection, 175
foreign countries, IP rights in. S<e
international considerations
foreign filing license, 128, 238:-289
forfeiture of IP rights, 17
Form PTO/SB/30, 146
Form PTO/SB/44, 154
Form PTO/SB/50, 160
Form PTO/SB/51, 159
Form PTO/SB/52, 159
Form PTO/SB/53, 159-160
Form PTO/SP0O8A, 108
formal patent application, 90-91, 92
franchisee, definition, 305
franchising, 17, 227, 305, 311
franchisor, definition, 305
FRCP (Federal Rules of Civil Procedure),
125, 276
freedom to operate patent search, 87
freelance operators and work made for
hire, 190
freeware program (on CD), 347-348

functional limitations in patent claims, 98
future returns, raising money for, 331

oGo

Gazette of the Patent Office, 143
generic claim in patent application, 129
generic commercial identifier, 229, 249, 282
GNU software (on CD), 348
goods or services similarity and legal
strength of trademark, 256
Google, patent search function (Web
site), 76
Gookin, Dan (author)
PCs For Dummies, 345
government. See z/so United States
Copyrighit Otfice (USCO); United States
Patent a'ir1 Trademark Office (USPTO)
Boarc ot Fatent Appeals and
Interterences (BPAI), 125, 131, 148, 164
conctitutional support for IP rights,
11,170
Copyright Act, 173-175, 182, 315, 316
Court of Appeals for the Federal Circuit
(CAFC), 125, 163, 279, 320
criminal statutes against infringement,
324
federal jurisdiction over patents and
copyrights, 170
Federal Rules of Civil Procedure (FRCP),
125, 276
franchise regulation, 305
[P law changes, 29-30
licensing of IP rights, role in, 310-312
limited disclosure of trade secrets to
regulators, 46
Patent Reform Act (2007), 73
patenting restrictions, 48
share of government project-related
inventions, 66
state-level trademark register, 253, 259,
261
Supreme Court, U.S., 125
Trademark Counterfeiting Act, 247
Trademark Trial and Appeal Board
(TTAB), 276, 279
Uniform Trade Secret Act, 43

Index 357
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government works, lack of copyright
protection, 175

grammatical rules for patent claims, 102-103

grant clause of IP licensing agreement, 307

graphic commercial identifiers, registering,
267-268, 269

graphic works, copyrighting, 172, 174,
181-182, 196, 201. See also logo

groups in USPTO, 124-125

o/ o

The Hague Agreement (International
Deposit of Industrial Designs
Agreement), 299

Hamilton, Alexander, 11

Hang Ten trademark, 235

The Harry Fox Agency, Inc. (Web site), 315

health issues and acceleration of patent
application review, 116-117

holograms of copyrighted works, 211

humor in trade name/trademark, 240

o]e

IC (international class) and commer<:izl
identifier, 248

ICANN (Internet Corporation 1ox Assigned
Names and Numbers) (*eb site), 325

idea/expression distinction i1 copyright,
13, 69, 70, 176-172 555

iMac For Dummies (Chainbers), 345

improper identifications of products/
services in trademark registration,
274-275

improvement on existing structure, patent
claim for, 99-100

In-Use application for trademark
registration, 263, 264-272, 277

indefiniteness rejection of patent, 131-132

independent compared to dependent
claims, 107

independent contractor and work made for
hire, 190

Information Disclosure Statement by
Applicant, patent application, 108, 110,
111, 160

infringement
commercial identifier, 226, 247, 282,
318-319
copyright, 14, 178, 179-180, 195, 197-199,
317-318, 338, 339
costs of litigation, 323, 326
as criminal act, 324
forfeiture of IP rights, 17
international considerations, 290, 326
introduction, 317
IP professional’s role, 326
patent, 12-13, 52, 54, 114-115, 319-321
strategies for dealing with, 321-326
trade secret, 321
trademark registration for dealing
with, 261
infringement-patent search, 87
initials as tra<e name, pitfalls of, 242
installation; software on CD, 345-346
instrucuonal text as work made for
Lire, 191
‘ncurance, litigation, 324
1ntellectual property (IP)
assets, 10-11, 22, 23
assignment of rights. See assignment of
IP rights
book overview, 1-6
commercial identifier. See commercial
identifier
competitive role of, 17-18, 20, 52, 224-225
components, 10-11
constitutional support for, 11, 170
contractual rights overview, 16
copyrights. See copyright
definition, 9-11
enforcing rights, 317-326
implementing program for, 21-27
infringement. See infringement
IP professional. See professional, IP
licensing of. See licensing of IP rights
misconceptions about rights to, 329-331
motives for protecting, 19-21
overseas protection of. See international
considerations
patents. See patent
trade secrets. See trade secrets
trademarks. See trademark



Index 359

Intent-to-Use applications for commercial
identifier registration, 252, 263,
264-272, 277-278

inter partes patent reexamination
proceeding, 162

interests in copyright, 192-194

interference, patent, 113, 120, 147-149

international class (IC) and commercial
identifier, 248

International Classification of Goods and
Services, 248, 270

international considerations

commercial identifier, 18, 243-244, 249,
253, 261, 264, 300-302

copyright, 193, 198, 302

cost of IP protection overseas, 18, 38,
39, 295

documentation on CD, 61

filing entity selection, 66

infringement, 290, 326

IP law in U.S., relationship to, 18, 29-30

[P professional’s role, 39, 289, 299

patent application, 18, 90, 92, 115, 128,
285-300

patent authorities, 291-292

patent filing timing, 288, 289, 292, 294,295

patent searching, 83

registering with Customs to siop
counterfeit imports, 325

timing of patent applicaticnin U.S,,
relationship to, 61,113

trade secret enforcement challenge, 47

International Convention for the Protection
of New Variety of Plants (UPOV), 300

International Deposit of Industrial Designs
Agreement (The Hague Agreement), 299

International Trade Commission (ITC)
(Web site), 325

Internet

commercial identifier registration on,
264-266

commercial identifier search on, 251-252

copyright registration on, 212

domain names as company identifiers,
224, 261, 324-325

filing of patent application on, 110, 112

patent search on, 76-77, 83, 84

Internet Corporation for Assigned Names
and Numbers (ICANN) (Web site), 325

invention. See also disclosure, invention;
patent
computer programs, relationship to,
45, 69, 141
contributors to, 65, 331, 335
defining in writing, 64
definition, 11
ownership of, 54, 65-66, 88
phases of process, 148-149
protection alternatives to patent, 68-72
qualifying, 64
recording process, 72-73, 104-106,
135, 149
working with invention while patent
pending, 120, 531
invention-assiguinent clauses in employee
contractz, 65
invention-deveclopment services, 37
inventcr's
changin.g names after patent issue, 164
conractual rights development with, 26
establishing identity of, 65, 155-156
patent advantages for, 52
responsibility in patent filing process, 66
issuing of patent
changing inventor or assignee names, 164
correcting errors in, 153-158
fees, 39, 152, 153, 165
introduction, 151
maintenance fees, 39, 165
marking materials with patent number,
165-166
patent strategy review, 152-153
payment for, 153
publication of application compared
to, 85
reexamination submission, 160-165
reissue application, 158-160
time from application to, 120
ITC (International Trade Commission)
(Web site), 325

° ] °

Japan Patent Office (Web site), 83
Jefferson, Thomas, 11

Jepson claim, 99-100

joint ownership of copyright, 188-189, 190
jurisdiction for commercial identifier, 248
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oK o

keyword searching, 76, 81
Korean Intellectual Property Office
(KIPO), 296

o/ o

laches, definition, 323
lawsuits. See litigation
legal issues. See government
legal name of firm, 223
legal strength of commercial identifier,
228-232, 234, 247-248, 255-256
LexisNexis database (Web site), 253
licensee, definition, 304
licensing of IP rights
assignment of rights, compared to, 304, 310
basic elements of, 306-310
commercial identifiers, 227, 304-305, 309
computer programs, 183
copyright, 196, 304, 305, 313-314
definition, 16, 304
government regulation of, 310-312
international patent considerations,
286, 287
introduction, 303
musical works, 184, 313-316
patents, 13, 52, 304, 306-310
as revenue source, 21
strategy for, 312-315
tax considerations, 311
types of licenses, 303-306
licensor, definition, 304
likelihood of confusion criterion for
commercial identifier, 231-232,
254-258, 275, 318-319
limited disclosure of trade secrets to
regulators, 46
limited liability company commercial
identifier, ownership issue, 266
limited nature of IP rights. See timing
linear claim dependency pattern, 101
literary works, copyrighting, 172, 173,
195-196, 201
litigation, 324, 330. See also infringement
logo, 15, 26, 236, 343. See also trade name
logotype, 223, 236

ol o

Macs For Dummies (Baig), 345
Madrid Agreement Concerning the
International Registration of Marks
(Madrid Protocol), 300-302
Madrid Express Database (Web site), 254
mailing of patent application, 110-111, 112
maintenance fees, patent, 39, 165
Manual of Classifications, 81
Manual of Patent Examining Procedure
(MPEP), 119, 124, 143
marketing channels and legal strength of
trademark, 257
marketing consicerations for foreign
patent filing, 290
marketing power of commercial identifier,
234-241
Markman 1earing, 319
Markush claim, 99
mast: works, copyrighting of, 174
means-plus-function claim form, 98, 320
rnechanical license for musical works,
313, 314-315
membership/association mark,
222-223, 260
merchandising of commercial identifier,
227, 305
methods, patent claim language for, 99
military applications, patents with, 128
minimum performance clause of license
agreement, 309
mixed claim dependency pattern, 101
motion picture works, copyrighting, 174,
191, 201, 211
MPEP (Manual of Patent Examining
Procedure), 119, 124, 143
Multiple Dependent Claim, 102
music publishing company, creating, 315
musical works
copyrighting, 172, 173, 174, 179, 180, 181,
196, 201
infringement of copyright, 339
licensing of, 184, 313-316
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o\ o
name-coining for commercial identifier,
237-241
narrow compared to broad patent claims, 57
narrowing of claims in patent reissue,
156-157
National Music Publisher’s Association, 315
national phase of foreign patent
application, 297
non-analogous art defense in patent
examination, 138
non-exclusive license, 21, 307
non-functional criterion for copyright,
26,172
non-functionality rule for trade dress, 71
non-obviousness test for patent, 58, 59-60,
62, 86, 137-140
nonprofit use of copyrightable works,
184-185, 186
non-provisional patent application,
90-91, 92
Non-publication Request form, patent
application, 110, 114, 115
non-registered IP attorney, 31, 33
non-statutory subject matter rejection ior
patent, 140-141
non-visual marks, copyrighting, 26
notarizing of copyright transfer
conveyance, 193
notice
copyright, 198-200, 212
patent pending, 120, 166
trademark registration, 277
notice of allowance
commercial identifier registration,
273, 277-278
patent, 130, 131, 152
notice of defective application for
patent, 127
notice of incomplete application
(patent), 127
notice of publication, commercial
identifier, 276
notice of receipt for patent application, 127
Notice to File Corrected Application
Papers, 127
novelty test for patent, 58-59, 86, 133-137

numbers
customer patent application, 109
marking materials with patent number,
165-166
serial number, patent application,
126-127, 150
NyQuil trade name, 237

o () o

OAIP (Office Africain de la Propriete
Industrielle), 292
objections, patent examination, 131
obviousness double detenting rejection, 142
office action (OA)
answering, 145-14
double patenting rejection, 142-143
enabling ais<losure, lack of, 141-142
indefiriiteness rejection, 131-132
intrpauction, 130-131
lack of-novelty rejection, 133-137
lc ck-of-utility rejection, 132-133
non-statutory subject matter rejection,
140-141
obviousness rejection, 137-140
Office Africain de la Propriete Industrielle
(OAIP), 292
Office for Harmonization in the Internal
Market (OHIM), EU, 300, 301
Office of Initial Patent Examination (OIPE),
126-127
opposition process in trademark
registration, 261, 276-277
oral agreements, pitfalls of, 331
original designs of useful articles,
copyrighting of, 174-175
original work of authorship (OWA),
defining, 13, 170-173. See also
copyright
ornamental design, copyrighting of, 172
ornamental patent. See design patent
overseas patent protection. See
international considerations
ownership
commercial identifier, 227, 266-267
copyright, 187-196, 205
invention/patent, 54, 65-66, 88
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package design, trademark registration, 269
packaging compared to design trade
dress, 71
packaging of patent application, 109-112
pantomimes, copyrighting, 174, 201
parent/child patent claim, 100-102
Paris Convention for the Protection of
Industrial Property, 61, 291-292
partnership commercial identifier,
ownership issue, 266
part-of-the-action fee arrangement, 34
patent
advantages and disadvantages, 52, 67-68
applying for. See application, patent
assignment of rights, 13, 53, 66, 164
classifications, 81, 82, 124-125
commercial identifier aspect, 71-72, 226
constitutional right to, 11, 170
copyright, relationship to, 45, 69-70, 141
cost of, 19, 35-36
design. See design patent
disclosure document program, 73
exhaustion of, 313
exploiting invention prior to patent
allowance, 120, 331
historical overview, 11
increasing difficulty in obtaining, 48
infringement of, 12-13, 52, &4, 114-115,
319-321
international considerations, 18, 83, 90,
92, 115, 128, 285-300
invention-development services, 37
issuing of. See issuing of patent
keeping secret until publication, 334
licensing of, 13, 52, 304, 306-310
life span of, 44, 55
ownership of, 54, 65-66, 88
plant. See plant patent
process overview, 11-13
as protection of IP rights, 10
public nature of, 48, 67
publication of, 61, 85, 92, 110, 113-115, 334
purpose of, 51-53
qualifying invention, 64

search process. See search, patent
testing validity of, 58-62, 64, 86
trade secrets, compared to, 23, 44-45,
68-69
types, 53, 70
utility. See utility patent
patent agent. See agent, patent
Patent and Trademark Depository Library
(PTDL) (Web site), 83
Patent and Trademark Office. See United
States Patent and Trademark Office
(USPTO)
patent attorney, 30-31. See also
professional, IP
Patent Cooperatier.1veaty (PCT),
83, 293-29¢
patent pending iiotice, 120, 166
Patent Reforox Act (2007), 73
patentabiiity search. See anticipation
searh
patetability test, 58-60
PCs ror Dummies (Gookin), 345
I’CT (Patent Cooperation Treaty),
83, 293-298
PCT Applicant’s Guide (Web site), 295
peer-to-peer music sharing, 316
performing license for musical works,
313, 314, 315
permissions, obtaining for copyrighted
works, 186, 194, 338, 339
personal use of copyrightable works, 186
personal/family names as trade names,
229, 242, 341
pharmaceuticals, effectiveness test, 61
photographs of works deposited with
USCO, 208-209
pictorial works, copyrighting, 172, 174,
181-182, 196, 201. See also logo
plagiarism of commercial identifier, 243
plant patent
definition, 53
do-it-yourself application, 89
filing, 119
international considerations, 300
life span of, 55
ownership limitations, 54
specification and claim example, 57
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Plant Variety Protection Act (PVPA), 300
Plant Variety Protection Office (PVPO), 300
platitudes, avoiding in trade names, 241
preamble, patent claim, 103
preliminary amendment to patent
application, 130
preliminary online patent search, 76-77
pre-publication copyright registration,
200, 208
prior art. See also anticipation search
defending against lack-of-novelty
rejection, 134
disclosure documentation on, 111
keeping for patent application, 86
as novelty patent test criterion, 58-59
in obviousness rejection of patent
application, 138
in reexamination of patent, 163
searching for relevant, 80-81
priority date
commercial identifier, 264, 271
Paris Convention, 291
patent claim, 55, 90, 115, 121,
148-149, 158
priority right, patent, 68, 90
Prior-Use commercial identifier
application, 263
private trademark databases, 252
private transmissions of copyrightable
works, 185, 186
procedural appeals ir pateit application
cases, 125
processes, patenting of, 53, 99
product identifier, 15, 220-221. See also
trademark
professional, IP. See also agent, patent
anticipation search role, 77-79
co-inventor identification, 65
commercial identity assistance, 30-33,
246, 259, 274
confidentiality agreement development
role, 47
contractual rights development role, 26-27
coordinating with, 40
copyright attorney, 207
cost of using, 35-39

criteria for choosing, 29-35
franchising, 311
importance of, 17
infringement litigation role, 326
international specialists, 39, 289, 299
patent application role, 24, 30-33, 92, 123,
148, 334
patent search role, 85, 87
patentability opinion, 86
proprietary name, power of, 226
Proprietary Rights Agreement, 17
prosecution of patent application, 90,
123, 134, 163-165, 347. See also
examination, patent
protest against patent application, 150
provisional patciit.application
advantages-of. 78, 91-92
definitioriard scope, 90
filing, Gz, 118-119
timing of application publication, 114
for (rade secret protection, 68, 92
P10CL (Patent and Trademark Depository
Library) (Web site), 83
public disclosure of patent information.
See disclosure, invention
public domain information, lack of
copyright protection, 175, 195
public performances of copyrighted works,
181, 313, 314, 315
publication
commercial identifier, 276
copyrightable work, 200, 205, 211
patent information, 61, 85, 92, 110,
113-115, 334
PVPA (Plant Variety Protection Act), 300
PVPO (Plant Variety Protection Office), 300
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qualifier role of trademark, dangers of
losing, 281
quality of goods
legal strength of trademark, 256
licensing responsibilities, 305, 309
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radial claim dependency pattern, 101
RCE (Request for Continued
Examination), 146
real property compared to IP rights, 20
recitations of products/services in
trademark registration, 274-275
recording industry, music, 316
recording of invention process, 72-73,
104-106, 135, 149
reduction to practice phase of invention
process, 148
reexamination submission, patent, 160-165
reference section, utility patent, 82, 93
regional patent authorities, foreign, 297
Register of Copyrights, 170
registered patent attorney or agent, 30-31,
33,35
registration, commercial identifier
advantages of, 261, 343
appealing an adverse decision, 278-279
approval, 277
cancellation problem, 279-280
classification of goods and services,
270-272
completing process, 277-278
consequences of losing, 281-282
cost of, 37
dealing with opposition, 275-277
electronic/online, 261-2656
eligibility, 262-263, 275
examination process, 261, 272-276
incontestability of, 280
Intent-to-Use application, 252, 263,
264-272, 277-278
introduction, 259-261
In-Use applications, 263, 264-272, 277
lack of requirement for, 330
licensing, relationship to, 305
marks, defining, 267-269
overview, 15
ownership definition, 266-267
renewing registration, 280
restrictions on, 262-263

searching prior to, 247, 251
symbols, 262
USPTO role, 26, 259
registration, copyright
benefits of, 24, 25
cost of, 36
depositing copies for USCO, 207-212
electronic/online, 212
introduction, 197
lack of requirement for, 329
marking copyrighted work, 212-213
overview, 14
procedure, 201-207
reasons for, 197-20C
recording copyricht-documents, 214-215
timing of, 200
USCO help resuurces, 213-214
reissue application, patent, 154-160, 161
rejecticus
comiyiescial identifier registration,
2(8-279
Latent examination, 125-126, 130-144,
145-147
religious use of copyrightable works, 185
remuneration clause of license agreement,
308-309
renewal
commercial identifier registration, 280
copyright, 182, 201
reporting clause of license agreement, 309
reproducible criterion for copyright
protection, 171
Request for Continued Examination
(RCE), 146
restriction of patent application, 128-130
revenue source, IP right as, 20-21. See also
assignment of IP rights; franchising;
licensing of IP rights
rights, IP. See intellectual property (IP)
ROMARIN trademark database, 254
royalties
from licensees, 308-309
musical works, 184, 313, 314-315
patent, 13, 286
as revenue source from IP right, 20-21
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sale of IP rights. See assignment of IP rights
same invention double patenting
rejection, 142
scents as product identifiers, 220
sculptural works, copyrighting, 174, 201
search, commercial identifier. See
availability search for trade name
search, patent
anticipation search. See anticipation
search
cost of, 35-36
electronic/online, 76-77, 83, 84
infringement type, 87
introduction, 75-76
state-of-the-art type, 87
title search type, 88
unaccredited sources for, 32
secondary factors defense in patent
examination, 140
secondary meaning in trademark
registration, 71, 267, 269, 276
secrecy order on patent application, 128
Section 8 Affidavit of Continued Use, 280
Section 15 Affidavit of Incontestability; 280
security. See also trade secrets
confidentiality agreement, 2¢, 46,
47, 48, 120
online patent searchingisste, 76, 84
selling of business, advantage of IP
protection for, 21
selling of IP rights. See assignment of
IP rights
serial number, patent application,
126-127, 150
serial works, copyrighting, 201
service identifier. See also servicemark
certification mark, 221, 222, 260, 282
definition, 15, 220
membership/association mark,
222-223, 260
overview, 221
register of, 251servicemark
collective, 264

criteria for commercial use of, 260, 262
definition, 15
licensing of, 304-305
overview, 221, 222
SESAC (Web site), 314
shareware program (on CD), 347
shop right to invention, 66
SIR (Statutory Invention Registration), 149
SM (servicemark) symbol, 262
small entity status in patent application
filing, 112
software, protection for. See computer
programs, protection for
sound recordings, copyrighting, 174, 181,
201. See also rvisical works
source designaticn 'in original work,
206, 207
special staivz request for patent
applicaton, 116-118
species compared to generic patent
<laims, 129
sp=cific utility criterion for patent
examination, 133
specification, patent, 55-57, 104, 105-106,
143, 144. See also disclosure, invention
standard character mark for trademark
registration, 269
state governments, criminal statutes
against infringement, 324
state-level trademark register, 253, 259, 261
state-of-the-art patent search, 87
status, copyright, 194-196
statute of limitations on infringement
cases, 322-323
statutory damages for copyright
infringement, 199
Statutory Invention Registration (SIR), 149
statutory subject matters in patent
examination, 140-141
substantial utility criterion for patent
examination, 132
substantive mental activity criterion for
copyright, 171
succession, right of, copyright, 189
suggestive commercial identifier, 230
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Summary of the Invention, patent
application, 93, 95, 96

summary proceeding phase of
infringement litigation, 322

Supplemental Register, USPTO, 261, 263, 276

supplementary works as work made for
hire, 191

Supreme Court, U.S., 125

surrendering original patent for reissue, 160

swearing back defense in patent
examination, 134-137

symbols, trademark, 262

synchronization license for musical works,
313, 315-316
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tax considerations of licensing and
assigning IP rights, 311
TEAS (Trademark Electronic Application
System) wizard, 265-266
TEAS Plus form, 265
television programs, compulsory licensing
of, 184
temporary relief phase of infringement
litigation, 322
territory and field of use clause cfiP
licensing agreement, 307-305
TESS (Trademark Electronic Search
System) (Web site), 252
Thomson database (Wen cite), 83, 253
tie-in obligations of liceiisees, 312
timing
commercial identifier registration, 273
copyright duration, 182-183, 339
copyright registration, 200
foreign patent filing, 288, 289, 292,
294, 295
infringement cases, 322-323
IP license duration, 308
patent application process, 12, 61-62,
73-74, 91, 114, 120, 336
patent duration, 44, 52, 55, 67, 299
statute of limitations on infringement
cases, 322-323
works made for hire, duration, 191
title search, patent, 88
TM (trademark) symbol, 262

TMEP (Trademark Manual of Examining
Procedure), 248, 270, 273
trade dress, 15, 71, 220, 234, 268-269
trade name. See also availability search for
trade name; logo
aural impact of, 240
criteria for commercial use of, 260
definition, 15, 220
distinctiveness role of, 228
family/personal name as, 229, 242, 341
naming pitfalls, 341-343
overview, 223-224
register of, 251
shortened version of official firm name,
223, 242
trade secrets
assessment-of potential for, 42-44
competitiveiisk of, 45
in cotnbuer programs, 43, 210
capyiignt tool for protecting, 43, 46, 210
ciineinal statutes against revealing, 324
Gefnition, 16, 43
economic value of, 43
infringement of, 321
international patenting consequences, 289
introduction, 41
longevity of, 44
overview, 16
patenting compared to developing,
23, 44-45, 68-69
policy development, 46-48
pre-publication copyright registration to
protect, 200
as protection of IP rights, 10
provisional patent application to
preserve, 68, 92
publication of patent application,
relationship to, 115
types of information, 42-43
trademark. See also commercial identifier
assignment of, 310
authorizing uncontrolled use, 281
classifications, 248, 270-272
collective, 264
components of good, 235-236
configuration mark, 15, 71, 220, 234,
268-269
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cost of registering, 37
as counterfeiting defense, 247, 324
criteria for commercial use of, 260, 262
date of first use, 264
definition, 15, 220
distinctiveness role of, 228
documentation on CD, 30, 259, 346
international considerations, 18, 249
IP professional’s role in registering, 259
legal strength of, 256
licensing of, 304-305, 309
overview, 220-221
ownership of, 266-267
as protection of IP rights, 10
register of, 251
secondary meaning, 71, 267, 269, 276
symbols for, 262
trade dress, 15, 71, 220, 234, 268-269
Trademark Counterfeiting Act, 247
Trademark Electronic Search System
(TESS) (Web site), 252
Trademark Gazette, 276
Trademark Manual of Examining Procedure
(TMEP), 248, 270, 273
Trademark Trial and Appeal Board (TTAR),
276, 279
trade-secret license, 304
transitory works, lack of copyrigit
protection, 175
translation of works, as wor-k made for
hire, 191
transmittal form, paten: application, 110
trial phase of infringement litigation, 322
trial version of software (on CD), 348
troubleshooting CD-ROM, 348
TTAB (Trademark Trial and Appeal Board),
276, 279
typeface designs, lack of copyright
protection, 175
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unaccredited sources for IP services, 32, 33

unavoidable abandonment petition, patent
application, 144

unfair use of commercial identifier, 281-282

Uniform Trade Secret Act, 43

unintentional abandonment petition,
patent application, 144-145

United States Copyright Office (USCO)
help resources (Web site), 213-214
official purpose of, 170
online copyright registration, 202, 212
overview, 14
as registration source, 24, 197

United States Customs service, 325

United States Patent and Trademark Office

(USPTO)

art units in, 124-125

assignment of IP rights, 310

continuation patent application
limitations, 122

customer number, accessing (Web
site), 109

depository puiic library, 83

foreign patent information and guidance,
294-262

licensing vt IP rights, 311

overview, 12

patunt application role, 102, 110, 112,
116, 145, 165

patent search role, 76-77, 84-85

trade name search, 252

trademark registration, 26, 259, 261,
263, 276

Web site, 30

workings of, 124-126

Universal Copyright Convention, 212

UPOV (International Convention for

the Protection of New Variety of
Plants), 300

Utility Model patent, 298-299

utility patent. See also application, patent
alternatives to, 333
choosing, 70
complexity of application for, 89
deciphering, 81-82
definition, 53
embodiment of invention, 56, 82, 93, 94,

96, 148

international considerations, 285-299

lack-of-utility rejection, 132-133

life span of, 55

maintenance fees for, 39, 165

ownership limitations, 54

specification and claim example, 56-57
utility test for patent, 58, 60-61
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work made for hire (WMFH), 182, 190-192,
o l/ * 194, 203, 204-205

venue, infringement litigation, 323 World Intellectual Property Organization

visual art, copyrighting, 172, 174, 181-182, WIPO)
196, 201. See also lOgO Maqud Proto?ol, 300, 301—302
vocabulary, patent claim, 103-104 Paris Convention signatories

lunt ic li ,314 (Web site), 291
volimary music icense patent application role, 294-295

patent database (Web site), 83
L w L trademark database (Web site), 254

. C . written works, copyrighting, 172, 173,
Wiley Publishing, Inc. license agreement, 195-196, 201

348-350
word mark, definition, 267-268



