Index

ABANDONMENT
Trademark infringement defense
under Lanham Act, 4:48

ACQUISITIONS
Antitrust concerns in licenses, 15:11
Due diligence checklists, 23:4

ADVERTISING

Copyright, fair use of, 9:24

Federal Trade Commission Act,
under. Advertising under
Federal Trade Commission
(FTC) Act (this index)

Publicity, right of, 18:16

Trademarks (this index)

Unfair competition, insurance for.
Unfair Competition (this
index)

ADVERTISING UNDER FEDERAL
TRADE COMMISSION (FT;
ACT
General discussion, 3:1 to 3:30
Activities of FTC, specific, 3:19 to
3:37

Administrative ericrcement, 3:5
Alcoholic beveiages, 3:37
Automotive advertising, 3:36
Ban of products, remedy of, 3:45
Business status, 3:22
Children, advertising to

General discussion, 3:13

Children’s Online Privacy Protec-
tion Act of 1998, 3:40
Comparative advertising, 3:35
Consumer intelligence standard, 3:12
Corrective advertising, remedy of,
3:43
Damages, 3:47
Deception. Unfair and deceptive
trade practices, below

Demonstrations, 3:33

ADVERTISING UNDER FEDERAL
TRADE COMMISSION (FTC)
ACT—Cont’d

Disclosure, remedy of affirmative,
3:44
Divestiture, remedy of, 3:48
Endorsements, 3:32
Enforcement authority, FTC
General discussion, 3:4
Administrative enforcement, 3:5
Judicial enforcement, 3:6
Environmentei ¢laims, 3:21
Exploitaticir.ot consumer weakness,
3:34
False aavertising
(Gencral discussion, 2:26
Unfair and deceptive trade prac-
tices, below
Gambling schemes, 3:28
Guarantees, 3:25
Guides, 3:7 to 3:9
Health claims, 3:20
Interferences, unfair, 3:27
Internet (this index)
Judicial enforcement, 3:6
Limit on business, remedy of, 3:45
Lotteries, 3:28
Meaning of advertisement, determi-
nation of, 3:15
Nutrition claims, 3:20
Origin of product, 3:26
Policy statements
General discussion, 3:7, 3:9
Unfair and deceptive trade prac-
tices, below
Price claims, 3:24
Product claims
General discussion, 3:23
Origin of product, 3:26
Public interest, issues of, 3:31
Publicity, Right of (this index)
Push money, 3:29
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ADVERTISING UNDER FEDERAL
TRADE COMMISSION (FTC)
ACT—Cont’d

Remedial powers of FTC
General discussion, 3:42
Ban of products, 3:45
Corrective advertising, 3:43
Damages, 3:47
Disclosure, affirmative, 3:44
Divestiture, 3:48
Limit on business, 3:45
Restitution, 3:47
Trademarks, 3:46
Trade regulation rules, 3:49
Restitution, remedy of, 3:47
Substantive trade regulation rules,
3:50
Surveys, 3:33
Testimonials, 3:32
Tests, 3:33
Trademarks, 3:46
Trade regulation rules
General discussion, 3:3
Remedial power of FTC, 3:49
Substantive trade regulation rules,
3:50
Trade status, 3:22
Truth of claim, determirati® of,
3:16
Unfair and deceptive irade practices
General discuszien, 3:10
Case law, 3:18
Children, advertising to, 3:13
Consumer intelligence standard,
3:12
Meaning of advertisement, deter-
mination of, 3:15
Policy statements
Deception, 3:11
Substantiation, 3:17
Unfairness, 3:14
Truth of claim, determination of,
3:16
Unsolicited merchandise, 3:30
Warranties, 3:25
Weakness, exploitation of consumer,
3:34
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AGREEMENT ON
TRADE-RELATED ASPECTS
OF INTELLECTUAL
PROPERTY
International trademarks, 21:17

ALCOHOL
Advertising, 3:37

ALTERNATIVE DISPUTE
RESOLUTION
Distribution agreements, 17:6
Interaction of patents, copyrights and
trade secrets, 12:37

ANTICYBERSQUATTING
CONSUMER PROTECTION
ACT

Cybersquatting (‘iis index)

ANTITRUST

Copyrighiz

Compaied to patents and trade
secrets, 1:19, 12:40

Aisuse, 15:14

i.icenses. Antitrust Concerns in

Licenses (this index)
Patents (this index)

Trade secrets compared to copyrights
and patents, 1:19, 12:40

ANTITRUST CONCERNS IN
LICENSES
General discussion, 15:1 to 15:32
Acquisitions, 15:11
Anticompetitive settlement of litiga-
tion, 15:31
Bad faith enforcement, 15:29
Common concerns, 15:10 to 15:24
Copyright misuse, 15:14
Cross-licensing/pooling, 15:22
Enforcement of intellectual property
rights
General discussion, 15:26 to 15:31
Anticompetitive settlement of liti-
gation, 15:31
Bad faith enforcement, 15:29
Fraud in obtaining patent, 15:27
Noerr-Pennington doctrine, 15:28
Sham litigation exception, 15:30
Walker Process claims, 15:27
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ANTITRUST CONCERNS IN

LICENSES—Cont’d
Exclusive dealing, 15:23
Field-of-use restrictions, 15:18
Fraud in obtaining patent
Generally, 15:27
Noerr-Pennington doctrine, 15:28
Walker Process claims, 15:27
Grantbacks, 15:21
Guidelines for the Licensing of Intel-
lectual Property, 1995
General discussion, 15:3
Horizontal/vertical distinction,
15:7
Markets, 15:6
Per se treatment versus rule of rea-
son, 15:8
Principles, general, 15:4
Rule of reason versus per se treat-
ment, 15:8
Safety zone, antitrust, 15:9
Situations where antitrust concerns
arise, 15:5
Vertical/horizontal distinction,
15:7
Horizontal/vertical distinction, 15:7
Joint ventures, 15:12
Markets, 15:6
Noerr-Pennington doctring; 25:28
Package licenses/tying errangements,
15:16
Patents (this indeX)
Per se treatmen..versus rule of rea-
son, 15:8
Pooling/cross-licensing, 15:22
Price restrictions, 15:19
Quantity restrictions, 15:20
Refusals to license, 15:15
Relationship between antitrust law
and intellectual property, 15:2
Reverse exclusionary payment settle-
ment, 15:25
Royalties
General discussion, 15:24
Settlement agreements, 15:25
Rule of reason versus per se treat-
ment, 15:8
Safety zone, antitrust, 15:9

ANTITRUST CONCERNS IN
LICENSES—Cont’d
Settlement agreements, royalties,
15:25
Settlement of litigation, enforcement
of rights, 15:31
Sham litigation exception, 15:30
Situations where antitrust concerns
arise, 15:5
Territorial restrictions, 15:17
Time restrictions, 15:20
Tying arrangements/package licen-
ses, 15:16
Vertical/horizontal distinction, 15:7
Walker Process claims, 15:27

APPEALS
Patents, appeal ficm denial of
application, 1:29

ARCHITEZ TYJRAL PLANS
Copyrightability of individual
suatributions to joint work, 8:23
ARCHITECTURAL WORKS
Copyright, 8:34

ASSET TRANSACTIONS
General discussion, 20:1 to 20:15
Agreement, intellectual property
rights, 20:15
Closing, developments or inventions
after, 20:14
Copyrights, 20:9
Definitions
Intellectual property, 20:4
Know-how, 20:7
Dispersion compensation modules,
20:11
Elements to cover, 20:3 to 20:9
Know-how defined, 20:7
Method of transfer, 20:5
Patents
Corning termination of some of
relevant parties, supposing,
20:13
Rights and responsibilities of par-
ties relating to, 20:6
Third-party rights, 20:10
Trademarks, 20:8
Transition services, 20:12
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ASSIGNMENT
Bankruptcy
Licensing agreements, of, 14:17
Prepetition assignment of
trademark as ineffective if

debtor continues to use mark,
14:22
Copyright, of work-related, 8:12
Licensing agreements, of, 14:17
Patents, of. Inventions, Ownership
of (this index)
Restrictive covenants, enforcement
of, 13:31
Trademarks (this index)

ATTORNEY-CLIENT PRIVILEGE

Interaction of patents, copyrights and
trade secrets, 12:39

ATTORNEYS’ FEES
Copyright infringement, 9:42
Trade dress protection, 5:27
Trademark infringement under
Lanham Act, 4:56
Trade secret protection, remedies for
misappropriation, 10:58

AUDITS
General discussion, 12:1 to 12:44
Copyrights
General discussion, 12.:2%
Interaction of patents; copyrights
and trade secrets, below
Licenses, scopz ¢f, 12:27
Multimedia 1:sues, 12:26
Registrations, 12:21
Reverse engineering, 12:29
Security interests in, 12:28
Software
General discussion, 12:23
External audits, 12:24
Internal audits, 12:25
Work-made-for-hire, 12:22
Interaction of patents, copyrights and
trade secrets
General discussion, 12:36
Administrative hassle, 12:38
Alternative dispute resolution
techniques, 12:37
Antitrust, 12:40
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AUDITS—Cont’d

Interaction of patents, copyrights and
trade secrets—Cont’d
Attorney-client privilege, 12:39
Distribution agreements, 12:41
Forms, 12:38
Imaging, 12:42
Internet and web sites
General discussion, 12:43

Content delivery to customers,
12:45
Linking, 12:44
Records retention procedures,
12:42
Patents
General discussicn, 12:3
Application, provisional, 12:6
Consultants; ang, 12:8
Developmenti records, maintenance
of;12:5
Enivleyee’s inventions, company’s
rights to, 12:7
voreign patents, 12:10
Forms, purchase and sale, 12:9
Government, 12:12
Interaction of patents, copyrights
and trade secrets, above
Licensing, 12:11
Purchase forms, 12:9
Recording of, 12:4
Records, maintenance of develop-
ment, 12:5
Registration of, 12:4
Sale forms, 12:9
Universities, 12:12
Trademarks and trade names
General discussion, 12:13
Advertising, 12:16
Enforcement of trademarks, 12:19
Foreign registrations, 12:17
Internet domain names, 12:18
Registration
Foreign registrations, 12:17
Requirements, 12:14
Use of trademarks, 12:15
Trade secrets
General discussion, 12:30
Customers, relations with, 12:34
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AUDITS—Cont’d
Trade secrets—Cont’d
Definition, 12:31
Interaction of patents, copyrights
and trade secrets, above
International operations, 12:35
Loss of, protecting against, 12:32
Other’s trade secrets, use of, 12:33
Suppliers, relations with, 12:34

AUTOMOBILES
Advertising, automotive, 3:36
Trade dress protection, 5:19

BAD FAITH
Good Faith (this index)

BANKRUPTCY
General discussion, 14:1 to 14:27
Assignment
Licensing agreements, of, 14:17
Prepetition assignment of
trademark as ineffective if

debtor continues to use mark,
14:22

Escrow accounts, source code, 14:16
Goods, reclamation of, 14:18

Intellectual Property Bankruptcy
Protection Act
General discussion, 14:1¢
Election by licensee, 14:13
Post-petition infeiesis, 14:15
Rejection of license by debtor,
14:12
Royalties, 14:14
Licenses, assumption or rejection of
General discussion, 14:8
Executory contracts, 14:9
Intellectual Property Bankruptcy
Protection Act, above
Lubrizol case, 14:10
Sale of intellectual property as not
requiring purchaser to provide
future data to licensee, 14:23
Source code escrow accounts,
14:16
Licensing agreements, assignment of,
14:17
Nondischargeable obligations, 14:26

BANKRUPTCY—Cont’d
Patent infringement
Ordinary course of business,
infringement claim arising in,
14:25
Post-discharge infringement activi-
ties, 14:24
Property of bankruptcy estate, 14:2
Reclamation of goods, 14:18
Royalties, 14:14
Sale of intellectual property as not
requiring purchaser to provide
future data to licensee, 14:23
§ 8 affidavit as not violating
automatic stay, filing, 14:21
Security interests, perfecting. Secu-
rity Interests (this index)
Software
Escrow accounts, source code,
14:16
Post-petition sale of software as
debt rather than administra-
tive explain, claim that, 14:19

Surcharge expenses to preserve intel-
lectual property, 14:20

Trademarks
General discussion, 2:33
Prepetition assignment of
trademark as ineffective if
debtor continues to use mark,
14:22

Security interests, perfecting, 14:5
Trade secrets, 14:27

BERNE CONVENTION
International copyrights, 21:2

BUILDING DESIGNS
Trade dress protection, 5:18

BUSINESS STATUS
Advertising claims, 3:22

CASE LAW
Advertising under Federal Trade
Commission (FTC) Act, 3:18
Bankruptcy, 14:10
Copyright infringement, 9:11, 9:12
Cybersquatting, 6:17, 6:19
Economic Espionage Act, 11:11
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CASE LAW—Cont’d
Federal Trademark Dilution Act,
7:25
Patents, 1:58 et seq.
Reverse Engineering, 19:4
Uniform Computer Information
Transactions Act, 19:4

CELEBRITIES
Publicity, Right of (this index)
Trademarks, protectability as, 4:14

CERTIFICATION MARKS
Trademarks, 2:37

CHILDREN
Advertising to
General discussion, 3:13

Children’s Online Privacy Protec-
tion Act of 1998, 3:40

CHINA
Copyrights, 21:9
Trademarks, 21:24

CHOICE OF LAW
License of name and likeness, 18:27

COLOR
Trademark, protectability as, 4:31

COMMUNITY TRADE MARI

Regional trademark arrar.gements,
European Union, 2i:23

COMPETITION
Antitrust conceins in licenses, 15:31

COMPUTERS
Hardware distribution agreement
sample clauses
General discussion, 17:13
Dealers, 17:14
Internet (this index)
Publicity, right of, 18:14
Software (this index)
Uniform Computer Information
Transactions Act (this index)

CONFIDENTIALITY
AGREEMENTS

Trade secrets protection, work-made-
for-hire, 10:22
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CONSPIRACY

Economic Espionage Act, under,
11:5

CONSULTANTS
Patents and, 12:8

COPYRIGHT INFRINGEMENT
General discussion, 9:1 to 9:46
Advertisements, 9:24
Attorneys’ fees, 9:42
Breach of licensing contract

compared to copyright infringe-
ment, 9:17
Civil damages and penalties
Attorneys’ fees, 9:42
Injunction, 9:43,9.44
Monetary
General discussion, 9:38
Amovnt 9:39
Preiucgement interest, 9:41
P;o0f, 9:40
Urcliminary injunction, 9:44
Settlement, 9:45
Contributory infringement
Digital Theft Deterrence and
Copyright Damages Improve-
ment Act, 8:52
Liability, 9:36
Copying
General discussion, 9:5
Access, 9:9
Actual copying, determination
whether, 9:15
Photocopying for research, defense
of, 9:22
Similarity, below
Criminal penalties, 9:46
Criticism defense, 9:21
Damages and penalties
Civil damages and penalties, above
Criminal, 9:46
Defenses
Drug labeling requirements, 9:29
Fair use, below
Independent creation, 9:28
Misuse of copyright, 9:27
Derivative works, 9:32
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COPYRIGHT INFRINGEMENT

—Cont’d
Digital Theft Deterrence and Copy-
right Damages Improvement
Act. Copyrights (this index)
Digital video recorders, 8:65
Drug labeling requirements, 9:29
Elements of copyright infringement,
general discussion, 9:5 to 9:15
Fair use defense
General discussion, 9:18 to 9:26
Advertisements, 9:24
Criticism, 9:21
News reporting, 9:20
Parody, 9:19
Photocopying for research, 9:22
Research, 9:22
Reverse engineering, 9:23
Scenes a faire, 9:26
First sale doctrine, defense, 9:30
Independent creation, defense of,
9:28
Injunctions
General discussion, 9:43
Digital Millennium Copyright Act,
8:45
Preliminary injunction, 9:44
Interest, prejudgement, 9:41
Invalidity of registration, 9:3
Jurisdiction, 9:2, 9:3
Liability
Contributory iriringement, 9:36
Personal, 9:37
Vicarious, 9:37
Misuse of copyright, defense of, 9:27
News reporting defense, 9:20
Ownership of valid copyright, 9:3,
9:6
Parody defense, 9:19
Penalties. Damages and penalties,
above
Personal liability, 9:37
Photocopying for research, defense
of, 9:22
Preemption
General discussion, 9:33
State right, equivalent, 9:34
Tangible form, work fixed in, 9:35

COPYRIGHT INFRINGEMENT

—Cont’d
Prejudgement interest, damages, 9:41
Registration, 9:2, 9:3
Research, defense of, 9:22
Reverse engineering defense, 9:23
Scenes a faire defense, 9:26
Separability requirement, useful
articles, 9:7
Similarity, substantial
General discussion, 9:10 to 9:14
Extrinsic/intrinsic test, 9:13
Ordinary observer test, 9:11, 9:12
Software cases, 9:14
Software
Modification of, $.16
Policy statement on software
piracy ul copyright infringe-
ment, sample, 22:1
Similarity: substantial, 9:14
Soveizign immunity, 9:31
State r2ght, equivalent, 9:34
Tangible form, work fixed in, 9:35
Yerritoriality, 9:4
Useful articles, separability require-
ment, 9:7

COPYRIGHTS

General discussion, 8:1 to 8:65
Ability to copyright
Individual contributions to joint
work, below
Originality, 8:4
Tangible medium, work fixed in,
8:5
Types of works entitled to protec-
tion, 8:3
Antitrust
Compared to patents and trade
secrets, 1:19
Misuse, copyright, 15:14
Architectural plans; copyrightability
of individual contributions to
joint work, 8:23
Architectural works, 8:34
Asset transactions, 20:9
Assignment of work-related copy-
right, 8:12
Audits (this index)
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COPYRIGHTS—Cont’d

Berne Convention , international
copyrights, 21:2
Books; copyrightability of individual
contributions to joint work, 8:28
China, 21:9
Copyright Office Electronic Registra-
tion, Recordation and Deposit
System (CORDS), development
of, 8:17
Cost, 1:16
Deposit; development of CORDS,
8:17
Developing world, international
copyrights, 21:8 to 21:10
Digital Millennium Copyright Act
General discussion, 8:36
Anticircumvention, 8:37
Management information, copy-
right, 8:38
Online service provider (OSP)
liability
General discussion, 8:40
Covered activities, 8:41
Educational institutions, non-
profit, 8:46
Injunctive relief, 8:45
Liability of person sending
takedown notice, .44
Monetary relief, 8:45
Notice provisions, &:42
Put back proceduies, 8:43
Relief, mor=ia1y and injunctive,
8:45
Takedown provisions and
procedures, 8:43 to 8:46
Recordings, 8:47
Sovereign immunity, 8:39
Webcasting, 8:47
Digital Theft Deterrence and Copy-
right Damages Improvement Act
General discussion, 8:49
Framing, 8:55
Infringement
Contributory, 8:52
Third-party content, preventing
infringement of, 8:58
Linking
General discussion, 8:50
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COPYRIGHTS—Cont’d

Digital Theft Deterrence and Copy-
right Damages Improvement Act
—Cont’d

Linking—Cont’d
Counseling suggestions, 8:54
Infringement, contributory, 8:52
Inline linking, 8:53
Pure linking, 8:51
Web sites
General discussion, 8:56
Ownership of, determination of,
8:57
Third-party content, preventing
infringement of, 8:58

Disclosure of discovery, 1:15

Duration of copyrigiit ownership,
8:20

Duration of pretection, 1:17

Educaticnal institutions, nonprofit;
Digital Millennium Copyright
Aot 8:46

Ercuioyees. Work-related copyrights,
below

Fair use

Defense of. Copyright Infringe-
ment (this index)
Doctrine of, 8:33

Foreign considerations.
International Considerations
(this index)

Foreign works, revival, 8:19

Framing, 8:55

Holders, rights of, 8:2, 8:3

Importation limits, 8:32

India, 21:10

Individual contributions to joint
work, copyrightability of

General discussion, 8:22
Architectural plans, 8:23
Books, 8:28

Musical recordings, 8:26
Printing, 8:24

Software, 8:25
Suggestions, 8:27

Infringement. Copyright Infringe-
ment (this index)

Injunctions

General discussion, 9:37
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COPYRIGHTS—Cont’d COPYRIGHTS—Cont’d
Injunctions—Cont’d Management information; Digital
Digital Millennium Copyright Act, Millennium Copyright Act, 8:38
8:45 Misuse, 15:14
International Considerations (this Moral rights, copyright holders, 8:2,
index) 8:3

International copyrights. MP3 technology, 8:61

International Considerations
(this index)

Internet

General discussion, 8:35

Caching, 8:60

Digital Millennium Copyright Act,
above

Digital Theft Deterrence and
Copyright Damages Improve-
ment Act, above

Domain names, international
considerations, 21:26

Licenses, 8:59

Linking. Digital Theft Deterrence
and Copyright Damages
Improvement Act, above

MP3 technology, 8:61

New technology, 8:59

No Electronic Theft Act, 8:48

Registration of online works, 8:16

Spiders, web, 8:62

Web sites, jurisdiction, 8:%4

Website scraping, 8:63

Web spiders, 8:62

Joint works

Authors, agrectreiits between joint,
8:29

Duties of joint copyright owners,
8:30

Independent contractors and
licensees, 13:41

Individual contributions,
copyrightability of, above

Requirements, 8:20

Rights of joint copyright owners,
8:30

Statute of limitations, 8:31

Work-made-for-hire doctrine,

Multimedia issues for audits, 12:26
Musical recordings
Copyrightability of individual
contributions to joint work,
8:26
MP3 technology, 8:61

No Electronic Theft Act, 8:48

North American Free Trade Agree-
ment, 21:7

Notice requiremer'ts

General discussion, 8:14
Digital Millerinium Copyright Act,
QSR liability under, 8:42
Originaitty, 8:4
Geueral discussion, 8:5

Gy nership of copyright, 8:20

Fatents (this index)

Printing; copyrightability of individ-
ual contributions to joint work,
8:24

Publicity claims, defenses to right of

First sale doctrine, 18:12
Preemption as bar to right of
publicity claim, 18:11

Recordation; development of
CORDS, 8:17

Registration requirements

General discussion, 8:12, 8:13
Audits, 12:21
CORDS, development of, 8:17
Foreign works, revival, 8:19
Online works, 8:16
Renewal terms, 8:18
Revival in foreign works, 8:19
Transfer of ownership, 8:18
Renewal terms, 8:18
Reverse engineering

13:42 Audits, 12:29
Jurisdiction, web sites, 8:64 Infringement, fair use defense to,
Licenses, 8:20, 12:27 9:23

Loss of rights, potential, 1:18 Russia, 21:8
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COPYRIGHTS—Cont’d

Security interests in
Audits, 12:28
Perfecting security interests, 14:4
Software
Audits (this index)
Individual contributions to joint
work, copyrightability of,
8:25
Infringement. Copyright Infringe-
ment (this index)
Sovereign immunity, Digital Millen-
nium Copyright Act, 8:39
Statute of limitations on joint works,
8:31
Suggestions; copyrightability of indi-
vidual contributions to joint
work, 8:27
Tangible medium, work fixed in
Ability to copyright, 8:6
Preemption, 9:35
Tax implications, 1:19
Termination of copyright ownership,
8:20
Trade secrets, patents and copyrights,
interaction of. Audits (this
index)
Transfer of copyright ownership,
8:20
Transfer of ownership, §:18
TRIPs agreement, international
copyrights, 21:2 t7 21:5
Types of works entitied to protection,
8:3
Web sites, jurisdiction, 8:64
Website scraping, 8:63
WIPO copyright treaty, 21:6
Work-related copyrights
General discussion, 8:7
Assignment of copyright, 8:12
Employee, qualification as, 8:9
Nonemployees, copyright status of,
8:11
Scope of employment, 8:10
Work-made-for-hire. Inventions,
Ownership of (this index)

COUNTERFEITING

Trademark infringement, 4:3
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CRIMES AND CRIMINAL

PENALTIES
Copyright infringement, 9:46
Trade secret theft, 10:61

CYBERSQUATTING

See also Internet (this index)

General discussion, 6:1 to 6:27

Anticybersquatting Consumer Protec-
tion Act

General discussion, 6:9
Action required, 6:11
Bad faith intent
General discussion, 6:12
Case law, 6:17
Elements of
General discussion, 6:10
Action required, 6:11
Bad faithantent, 6:12
Cage1aw, 6:17 to 6:19
Inayviduals, protection for, 6:13
in.iem actions, 6:15
_imitations on liability for domain
name registrars, 6:16
Parody defense, 6:20
Remedies, 6:14
Use in commerce
Case law, 6:18
Bad faith intent
General discussion, 6:12
Case law, 6:17
Federal Trademark Dilution Act
General discussion, 6:6, 7:27
Blurring, 6:7
Cybersquatting dilution, 6:8
Exception for noncommercial use
of mark, 7:31
Per se dilution, 6:8
Tarnishment, 6:7
Grace period, 6:29
Hijacking, 6:25
Individuals, protection for, 6:13
Infringement, trademark
General discussion, 6:21
Confusion
Initial interest, 6:23
Likelihood of, 6:22
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CYBERSQUATTING—Cont’d
Infringement, trademark—Cont’d
Goods or services, name used in
connection with, 6:24
In rem actions under Anticybersquat-
ting Consumer Protection Act,
6:15
Limitations on liability for domain
name registrars, 6:16
Noncommercial use of mark, 7:31
Parody defense, 6:20
Property, domain names as, 6:28
Remedies under Anticybersquatting
Consumer Protection Act, 6:14
Reverse domain name hijacking, 6:25
Trademark treatment of domain
names
General discussion, 6:5
Anticybersquatting Consumer
Protection Act, above
Federal Trademark Dilution Act,
above
Infringement, above
Typosquatting, 6:26
Uniform Dispute Resolution Policy,
6:27
Use in commerce, Anticybersquaiting
Consumer Protection Act
Case law, 6:18

DAMAGES

Adpvertising under:%cderal Trade
Commission Act, 3:47

Copyright Infriagement (this index)

Digital Theft Deterrence and Copy-
right Damages Improvement
Act. Copyrights (this index)

Federal Trademark Dilution Act,
under, 7:35

Patent infringement, 1:53

Publicity, right of, 18:9

Restrictive covenants in employment,
13:33

Trade Dress Protection (this index)

Trademark infringement. Lanham
Act, Trademark Infringement
under (this index)

Trade Secrets Protection (this
index)

DECEPTION

Trademark, protectability of decep-
tive matter as, 4:15

Unfair and deceptive trade practices.
Advertising under Federal
Trade Commission (FTC) Act
(this index)

DECORATIVE FEATURES
Trade dress protection
Decor, 5:16
Decorative functionality, 5:5

Trademark infringement under
Lanham Act, 4:5

DEMONSTRATIONS
Advertising, 3:33

DESIGN PATENTS
General discuision, 1:67

DEVELOP: % WORLD
International copyrights, 21:8 to
21:10
Iiternational trademarks, 21:24,
21:25

DIGITAL MILLENNIUM
COPYRIGHT ACT
Copyrights

DIGITAL VIDEO RECORDERS
Copyright infringement, 8:65

DISCLAIMERS

Trademark infringement, defense of
use of disclaimers to, 4:46

DISCLOSURE AND DISCOVERY

Advertising under Federal Trade
Commission Act; remedy of
affirmative disclosure, 3:44

Copyrights; disclosure of discovery,
1:15

Distribution agreements, confidential
information exchanges in. Dis-
tribution Agreements (this
index)

Patents; disclosure of discovery, 1:15

Restrictive Covenants in Employ-
ment (this index)

Trade Secrets Protection (this
index)
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DISTINCTIVENESS

Trade dress; inherent distinctiveness
and secondary meaning
General discussion, 5:20
Generic trade dress, 5:21
Trademarks
Fame factor, distinctiveness as, 7:9
Infringement. Lanham Act,
Trademark Infringement
under (this index)

DISTRIBUTION AGREEMENTS

General discussion, 17:1 to 17:27
Alternative dispute resolution, 17:6
Audits; interaction of patents,
copyrights and trade secrets,
12:41
Confidential information exchanges
General discussion, 17:3
Extensive confidentiality provi-
sion, 17:21
Mutual confidentiality, 17:20
““Plain English,”” 17:18
Sample clauses, 17:17 to 17:21
Specific permitted disclosures,
17:19
Escrow, technology, 17:8
Hardware distribution agreemeni
sample clauses, computer
General discussion, 17:13
Dealers, 17:14
Indemnifications, 17:5
Interaction of pafenis; copyrights and
trade secrets, 12:41
Licenses
General discussion, 17:4
Basic licenses, sample, 17:22 to
17:26
Long form license grant, 17:25
Medical products, 17:23
Software distribution, 17:24
Termination, below
““Plain English”’
Confidential information
exchanges, 17:18
Trademarks provisions, 17:10
Software
License, sample, 17:24
Trademarks clauses, sample, 17:12
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DISTRIBUTION AGREEMENTS
—Cont’d
Technology escrow, 17:8
Termination
General discussion, 17:7
Patent license, 17:26
Sample clause, 17:26
Trademark license, 17:16
Trademarks provisions
General discussion, 17:2
Classic distribution, 17:11
E-commerce, 17:15
Hardware products, computer
General discussion, 17:13
Dealer, 17:14
““Plain English,’” 17:10
Sample clauses. 17:9 to 17:16
Software licersing, 17:12
Terminaduern, 17:16
Trade secroic. Confidential informa-
tion, above

DIVESTITURE
Aavertising remedy under Federal
Trade Commission Act, 3:48

DOCTRINE OF EQUIVALENTS
Patent infringement, 1:42

DOMAIN NAMES
Cybersquatting (this index)
Internet (this index)

DOWNSTREAM CONFUSION
Lanham Act, trademark infringement
under, 4:33
DRUG LABELING
Copyright infringement defense, 9:29

DURATION
Copyright ownership, 8:20

E-COMMERCE
Distribution agreement sample
clauses as to, 17:15

ECONOMIC ESPIONAGE ACT
General discussion, 11:1 to 11:13
Case law

General discussion, 11:11
Constitutional challenges, 11:10
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ECONOMIC ESPIONAGE ACT
—Cont’d

Confidentiality, preservation of, 11:8
Conspiracy, 11:5
Constitutional challenges, 11:10
Counseling suggestions, 11:12
Defenses, 11:7
Definition of trade secret, 11:4
Elements of offense, 11:3
No private right of action, 11:9
Remedies under, 11:6
Two-pronged statute, 11:2

EDUCATIONAL INSTITUTIONS

Digital Millennium Copyright Act,
OSP liability under, 8:46
Patents and universities, 12:12

E-MAIL
Falsifying bulk e-mail, 7:28

EMPLOYMENT AGREEMENTS
Publicity, right of, 18:18
Restrictive Covenants in Employ-

ment (this index)

EMPLOYMENT
CONSIDERATIONS
Inventions, Ownership of (this
index)
Trade secrets
Duty of employees tc keep
confidences, icasonable
precautiors cieating, 10:37
Memo to all mpioyees explaining
importance of company’s
proprietary information, draft
of, 22:5
Restrictive Covenants in
Employment (this index)

ENDORSEMENTS
Adpvertising, 3:32

ENVIRONMENTAL

CONSIDERATIONS
Adpvertising claims, 3:21

ESCROW

Distribution agreements; technology
escrow, 17:8

Source code escrow accounts, 14:16

ETHICS
Policies, sample confidentiality
language in business ethics, 22:7

EUROPEAN UNION,
INTERNATIONAL
TRADEMARKS

General discussion, 21:21 to 21:23
Community trade mark, 21:23
First Trade Mark Directive, 21:22

EVIDENCE
Trade secret misappropriation, 10:53

FAIR USE
Copyrights
General discussion, 8:33
Copyright Infringement
Trademarks
Dilution. 7:22
Infringement, 4:43

FEDERAL TRADE COMMISSION
ACT
Acvertising under. Advertising

under Federal Trade Commis-
sion (FTC) Act (this index)

FEDERAL TRADEMARK
DILUTION ACT
General discussion, 7:1 to 7:40
Actual dilution, 7:21
Administrative actions, 7:36
Advertising as fame factor, 7:11
Application of, retroactive, 7:2
Blurring
General discussion, 7:23
Case law, 7:25
Cybersquatting, 6:7
Standard for, 7:23
Channels of trade, fame factor of use
and recognition within, 7:13
Commercial use
General discussion, 7:18
Web site
Owners, 7:19
Registrars, 7:20
Competing products, 7:5
Cybersquatting (this index)
Damages, monetary, 7:35
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FEDERAL TRADEMARK
DILUTION ACT—Cont’d
Distinctiveness as fame factor, 7:9
Duration of use as fame factor, 7:10
E-mail, falsifying bulk, 7:28
Exceptions
General discussion, 7:29
Fair use, 7:32
Noncommercial use of mark
Parody, 7:30
Registration of domain names,
7:31
Fair use exception, 7:32
Famous mark
Advertising, 7:11
Balancing fame factors, 7:17
Channels of trade, use and recogni-
tion within, 7:13
Defined, 7:7
Distinctiveness, 7:9
Duration of use, 7:10
Factors, fame, 7:9 to 7:17
Geographic extent of mark’s trad-
ing area, 7:12
Niche-market fame, 7:14
Registration of mark, federal, 7:16
Standards, 7:8
Third-party use of mark; 7:13
Federal Trademark Dilution Revision
Act of 2006, 7:2¢
Geographic extent o1 mark’s trading
area as famieactor, 7:12
Holder of trademark, products of, 7:4
Injunctive relief, 7:34
Internet
Commercial use of web site
Owners of web site, 7:19
Registrars of web site, 7:20
Cybersquatting (this index)
Domain names, exception where
registration of, 7:31
E-mail, falsifying bulk, 7:28
Jurisdiction, 7:38
Jury trials, 7:37
Niche-market fame, 7:14
Noncommercial use of mark
Parody, 7:30
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FEDERAL TRADEMARK
DILUTION ACT—Cont’d
Noncommercial use of mark—Cont’d
Registration of domain names,
7:31
Noncompeting products, 7:6
Parody exception, 7:30
Products
Competing, 7:5
Holder of trademark, of, 7:4
Noncompeting, 7:6
Remedies
General discussion, 7:33
Damages, monetary, 7:35
Injunctive relief, 7:34
Retroactive application of, 7:2
Tarnishment
General discussion, 7:22
Cybersquatting, 6:7
Text, App 7a
Theo:ies of dilution, 7:21 to 7:28
Third-party use of mark, 7:15
T'rade dress, 7:3

YLDERAL TRADEMARK
DILUTION REVISION ACT
OF 2006

General discussion, 7:39

FIRST AMENDMENT
Trademark defenses, 4:42

FIRST SALE DOCTRINE
Copyright infringement, 9:30
Infringement, 1:46
Publicity, right of; defense to action,

18:12
Trademark infringement defense,
4:45

FIRST TRADE MARK DIRECTIVE

Regional trademark arrangements,
European Union, 21:22

FOIA (FREEDOM OF
INFORMATION ACT)

Trade secrets protection, 10:62

FOREIGN CONSIDERATIONS

International Considerations (this
index)
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FORMS
Audits; interaction of patents,
copyrights and trade secrets,
12:38
Patents
Interaction of patents, copyrights
and trade secrets, 12:38
Purchase and sale, 12:9
Summaries of sample forms, App B

FRAGRANCE
Trademark, protectability as, 4:12

FRAUD
Patent, in obtaining, 15:27

FREEDOM OF INFORMATION
ACT (FOIA)

Trade secrets protection, 10:62

FTC

Advertising under Federal Trade
Commission (FTC) Act (this
index)

GAMBLING
Adpvertising, 3:28

GENERIC TERMS
Trade dress, generic, 5:21
Trademarks, protectability ac.
Lanham Act, Trademark
Infringement under (this
index)

GEOGRAPHIC
CONSIDERATIONS
Employment, restrictive covenants in
Customer relations and unfair
competition, 13:17
Reasonableness of restriction,
13:23
Trademarks

Federal Trademark Dilution Act,
fame factor under, 7:12

Lanham Act, protectability of
geographic marks under, 4:10

GOOD FAITH

Antitrust concerns in licenses; bad
faith enforcement of intellectual
property rights, 15:29

GOOD FAITH—Cont’d

Cybersquatting; bad faith intent
General discussion, 6:12
Case law, 6:17

Trademark infringement under

Lanham Act

Bad faith, 4:54
Good faith, 4:36

GRACE PERIOD
Cybersquatting, 6:29

GRANTBACKS
Antitrust concerns in licenses, 15:21

GUARANTEES
Advertising claims, 3:25
HEALTH
Advertising claitus, 3:20
IMAGING
Interactivn ot patents, copyrights and
ti.de secrets, 12:42

IMMORAL MATTER
‘‘rademark, protectability as, 4:15

IMPORTATION
Copyright, limits on importation,
8:32
Trade secrets protection, 10:65

INDEMNIFICATION
Distribution agreements, 17:5

INDEPENDENT CONTRACTORS
Intellectual Property Law Web Sites,
App A
Work-made-for-hire doctrine, 13:41,
13:43

INDIA
Copyrights, 21:10

INDUSTRIAL PROPERTY

Paris Convention for the Protection
of Industrial Property, 21:12

INJUNCTIONS
Copyright infringement

General discussion, 9:37

Digital Millennium Copyright Act,
8:45
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INJUNCTIONS—Cont’d

Patent infringement, 1:50, 1:52
Restrictive covenant enforcement,
13:34
Trade dress protection, 5:24
Trademarks
Dilution, 7:34
Infringement, 4:51
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INTERNATIONAL
CONSIDERATIONS—Cont’d

Foreign works, revivial of copyright,
8:19

Generic terms, protectability of
foreign, 4:9

India, copyrights, 21:10

International copyrights

Trade secrets protection, preliminary
injunctions, 10:55

INSURANCE
License of name and likeness, 18:26
Trademark Infringement, 2:34
Unfair Competition (this index)

INTERFERENCES
Adpvertising, 3:27
Patents, 1:27

INTERNATIONAL
CONSIDERATIONS
General discussion, 21:1 to 21:26
Agreement on Trade-Related Aspects
of Intellectual Property, 21:17
Berne Convention , international
copyrights, 21:2
China
Copyrights, 21:9
Trademarks, 21:24
Community trade mark, Savopean
Union, 21:23
Copyrights
Foreign works, revivial of copy-
right, 8:19
International copyrights, below
Developing world
International copyrights, 21:8 to
21:10
International trademarks, 21:24,
21:25
European Union, international
trademarks
General discussion, 21:21 to 21:23
Community trade mark, 21:23
First Trade Mark Directive, 21:22
First Trade Mark Directive, European
Union, 21:22
Foreign generic terms, protectability
of, 4:9
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General discussion, 21:1 to 21:10

Berne Convention, 21:2

China, 21:9

Developing world, 21:8 to 21:10

Foreign works, revivial of copy-
right, 8:19

India, 21:10

North American-t1ee Trade Agree-
ment, 21.7

Russia, 21:8

TRIPs Agisement, 21:3 to 21:5

WIPL copyright treaty, 21:6

Internztional trademarks

eneral discussion, 21:11 to 21:25

Agreement on Trade-Related
Aspects of Intellectual Prop-
erty, 21:17

China, 21:24

Developing world, 21:24, 21:25

European Union, regional
trademark arrangements,
21:21 to 21:23

Joint Recommendation Concerning
Provisions on the Protection
of Well-Known Marks, 21:18

Madrid Agreement, 21:13, 21:14

Madrid Protocol, 21:14

Nice Agreement Concerning the
International Classification of
Goods and Services for the
Purposes of the Registration
of Marks, 21:15

North American Free Trade Agree-
ment, 21:20

Paris Convention for the Protection
of Industrial Property, 21:12

Regional trademark arrangements,
21:19 to 21:23

Russia, 21:25

Trademark Law Treaty, 21:16
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INTERNATIONAL
CONSIDERATIONS—Cont’d
International trademarks—Cont’d
Washington General Inter-Ameri-
can Convention for Trade
Mark and Commercial Protec-
tion, 21:19
Internet domain names, 21:26
Joint Recommendation Concerning
Provisions on the Protection of
Well-Known Marks, 21:18
Madrid Agreement, 21:13, 21:14
Madrid Protocol, 21:14
Nice Agreement Concerning the
International Classification of
Goods and Services for the
Purposes of the Registration of
Marks, 21:15
North American Free Trade Agree-
ment, 21:7, 21:20
Paris Convention for the Protection
of Industrial Property, 21:12
Patents, foreign, 12:10
Regional trademark arrangements
European Union, 21:21 to 21:23
North American Free Trade Agree-
ment, 21:20
Washington General Inter-Ataeri-
can Convention for Traac
Mark and Commercial Protec-
tion, 21:19
Revivial of copyright; foreign works,
8:19
Russia
Copyrights, 21:8
Trademarks, 21:25
Trademarks
General discussion, 2:30, 2:31
Generic terms, 4:9
International trademarks, above
Registrations, foreign, 12:17
Treaties, trademark law, 21:16
Trade secrets, international opera-
tions, 12:35
Treaties, trademark law, 21:16
TRIPs agreement, international
copyrights
General discussion, 21:3 to 21:5
Enforcement, 21:5

INTERNATIONAL
CONSIDERATIONS—Cont’d
TRIPs agreement, international
copyrights—Cont’d
Interpretation, 21:5
Section 110(5) case, 21:5
Treaty provisions, 21:4
Washington General Inter-American
Convention for Trade Mark and
Commercial Protection, 21:19
WIPO copyright treaty, 21:6

INTERNATIONAL COPYRIGHTS

International Considerations (this
index)

INTERNATIONAL TRADEMARKS
International Considerations (this
index)

INTERNET
Advertising, FTC guides on
General discussion, 3:38
(Case law, generally, 3:41
2rivacy
General discussion, 3:39
Children’s Online Privacy
Protection Act of 1998,
3:40
Children’s Online Privacy Protection
Act of 1998, 3:40
Content delivery, 12:45
Copyrights (this index)
Cybersquatting (this index)
Digital Millennium Copyright Act.
Copyrights (this index)
Digital Theft Deterrence and Copy-
right Damages Improvement
Act. Copyrights (this index)
Distribution agreement sample
clauses as to e-commerce, 17:15
Domain names
Confusion, likelihood of, 4:39
Cybersquatting (this index)
Defined, 6:2
Hijacking, 6:25
International considerations, 21:26
Mechanics of, 6:3
Property, as, 6:28
Protectability of, 4:18
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INTERNET—Cont’d
Domain names—Cont’d
Registration of, 6:4
Reverse hijacking, 6:25
Trademarks, below
E-commerce, 17:15
E-mail, falsifying bulk, 7:28
Employee internet use policy,
sample, 22:6
Federal Trademark Dilution Act
(this index)
Infringement under Lanham Act,
trademark confusion as
Domain names, 4:39
Initial interest confusion, 4:38
Keywords, purchase of, 4:40
Metatags, 4:39
Search terms, purchase of, 4:40
Initial interest confusion, 4:38
Interaction of patents, copyrights and
trade secrets. Audits (this index)
Keywords, purchase of, 4:40
Linking
Digital Theft Deterrence and
Copyright Damages Improve
ment Act. Copyrights (this
index)
Interaction of patents, copyrights
and trade secrets; 12:44
Ownership of web sites, determina-
tion of, 8:57
Publicity, right e«,15:14 to 18:17
Search terms, purchase of, 4:40
Trademarks
General discussion, 2:28
Cybersquatting (this index)
Domain names
General discussion, 6:5
Audits, 12:18
Confusion, likelihood of, 4:39
Cybersquatting (this index)
Protectability of, 4:18
Domain names, international
considerations, 21:26
E-commerce, 17:15
Federal Trademark Dilution Act
(this index)
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INTERNET—Cont’d
Trademarks—Cont’d
Infringement under Lanham Act,
trademark confusion as,
above

Typosquatting, 6:26

INVENTIONS, OWNERSHIP OF
General discussion, 13:37 to 13:53

Copyright law; work-made-for-hire
doctrine

General discussion, 8:8, 13:39
Audits, 12:22
Employment status, determination
of, 13:40
Independent contractors, 13:41
Independent contiractors and
licenseet. )3:43
Joint works, 23:42
Employei/<ployee ownership, gen-
eraliy, 13:38
Exprcss contract, patent assignment
oy
General discussion, 13:48
Consideration, 13:49

Drafting assignment contract,
13:51

Inequality of bargaining power,
13:50
Patents
General discussion, 13:44
Assignment

Confidential relationship, by,
13:47

Express contract, by, above
Fiduciary relationship, by, 13:47

Implied contract of employment,
13:45

Audits; company’s rights to
employee’s inventions, 12:7

Shop rights, 13:46

State statutes, 13:52

Work-made-for-hire doctrine. Copy-
right law; work-made-for-hire
doctrine, above

JOINDER OF PARTIES
Patent infringement, 1:49
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JOINT RECOMMENDATION

CONCERNING PROVISIONS

ON THE PROTECTION OF
WELL-KNOWN MARKS
International trademarks, 21:18

JOINT VENTURES

Antitrust concerns in licenses, 15:11

JURISDICTION
Copyright, personal jurisdiction

based on website activity, 8:64

Copyright infringement, 9:2, 9:3
Federal Trademark Dilution Act,
7:38
JURY TRIAL
Federal Trademark Dilution Act,
7:37
KEYWORD ADVERTISING
Publicity, right of, 18:16

KNOW-HOW
Defined, 20:7

LACHES

Trademark infringement defense,
4:47

LANHAM ACT, TRADEMARK
INFRINGEMENT UNDEKX
General discussion, 4:1 te 2:51
Abandonment, defense ot} 4:48
Arbitrary marks, 4:29
Attorneys’ fees, 4:5¢
Bad faith, 4:54

Celebrity persona, protectability of,

4:14
Color as trademark, 4:11
Confusion, likelihood of
General discussion, 4:22
Downstream confusion, 4:33
Factors of confusion
Distinctiveness or strength of
mark, below
Downstream confusion, 4:33
Good faith, 4:36
Required application of, 4:35
Similarity of marks, 4:31
Internet (this index)
Justiciability, 4:23

LANHAM ACT, TRADEMARK
INFRINGEMENT UNDER
—Cont’d

Confusion, likelihood of—Cont’d
Passing off/reverse passing off,
4:37
Standing to sue, 4:23
Counterfeiting, trademark, 4:3
Damages
Attorneys’ fees, 4:56
Injunctive relief, 4:51
Monetary
General discussion, 4:52
Bad faith, 4:54
Proof, standard of, 4:53
Willful infringcment, 4:54
Punitive, 4:55
Deceptive matier, protectability of,
4:15
Decorative fatures, protectability of,
405
Deftiises
A bandonment, 4:48
Disclaimers, use of, 4:46
Fair use, 4:43
First Amendment, 4:42
First sale doctrine, 4:45
Innocent infringer, 4:49
Laches, 4:47
Loss of trademark rights, 4:48
Nominative fair use, 4:44
Parody, 4:42
Progressive encroachment, 4:47
Unclean hands, 4:50
Descriptive marks
Distinctiveness or strength of
mark, 4:27
Protectability of merely, 4:7
Disclaimers, defense of use of, 4:46
Distinctiveness or strength of mark
General discussion, 4:25
Arbitrary marks, 4:29
Descriptive marks, 4:27
Fanciful marks, 4:29
Generic terms, 4:26
Inherently distinctive marks, 4:29
Suggestive marks, 4:28
Third-party uses of mark, 4:30
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LANHAM ACT, TRADEMARK

INFRINGEMENT UNDER
—Cont’d
Domain names, protectability of,
4:18
Downstream confusion, 4:33
Elements of trademark infringement,
4:2
Fair use defense, 4:43
Fanciful marks, 4:29
First Amendment defenses, 4:42
First sale doctrine, 4:45
Fragrance as trademark, 4:12
Generic terms, protectability of
General discussion, 4:8
Distinctiveness or strength of
mark, 4:25
Foreign generic terms, 4:9
Geographic marks, protectability of,
4:10
Good faith
Confusion factor, 4:36
Damages where bad faith, 4:36
Higher level of protection, special
trademarks entitled to, 4:20
Immoral matter, protectability of,
4:15
Injunctive relief, 4:51
Innocent infringer defense, 4:4Y
Internet (this index)
Justiciability, 4:23
Laches, 4:47
Letters, protectubuiity of, 4:17
Loss of trademark rights, 4:48
Nominative fair use, defenses, 4:44
Numbers, protectability of, 4:17
Ornamental features, protectability
of, 4:5
Parody, 4:42
Passing off/reverse passing off, 4:37
Photographic likeness, protectability
of, 4:13
Progressive encroachment, defense
of, 4:47
Proof, standard of, 4:53
Protectability of trademark, 4:4 to
4:21
Publicity claims, right of, 18:8
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LANHAM ACT, TRADEMARK

INFRINGEMENT UNDER
—Cont’d
Relief
Damages, above
Injunctive relief, 4:51
Scandalous matter, protectability of,
4:15
Similarity of marks, 4:31
Slogans, protectability of, 4:6
Special trademarks entitled to higher
level of protection, 4:20
Standing to sue, 4:23
Strength of mark. Distinctiveness or
strength of mark, above
Suggestive marks, 4:28
Surnames, protectability of, 4:16
Telephone numvers, protectability of,
4:17
Third-partyuses of mark, 4:30
Titles. prutectability of, 4:19
Uneicau hands defense, 4:50
Uncegistered marks, protectability of,
4:21
Willful infringement, 4:54

LEASES

Disclosure of information through,
10:40

LETTERS

Trademark protectability of, 4:17

LICENSES

Antitrust Concerns in Licenses
(this index)

Assignment of licensing agreements,
14:17

Bankruptcy (this index)

Checklist, master licensing, 23:1

Copyrights, 8:20, 12:27, 13:43

Distribution Agreements (this
index)

Internet licenses, copyright
considerations where, 8:59

Likeness, of. Publicity, Right of
(this index)

Name and likeness, of. Publicity,
Right of (this index)

Patent infringement, 1:47
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LICENSES—Cont’d
Patents
General discussion, 12:11
Publicity, Right of (this index)
Trademarks
General discussion, 2:29
Software licensing; distribution
agreements, 17:12

LOST PROFITS

Trade secret protection, remedies for
misappropriation, 10:60

LOTTERIES
Advertising, 3:28

MADRID AGREEMENT

International trademarks, 21:13,
21:14

MADRID PROTOCOL
International trademarks, 21:14

MARKETING
Trade dress protection, 5:17

MEDICAL PRODUCTS
License, sample, 17:23

MERGERS
Due diligence checklists, 23:+

MORAL MATTERS
Copyright holder’s maral rights, 8:2
Trademark, procectability as, 4:15

MOTOR VEHICLES
Advertising, automotive, 3:36
Trade dress protection, 5:19

MP3 TECHNOLOGY
Copyrights, 8:61

MUSICAL RECORDINGS
Copyrightability of individual
contributions to joint work, 8:26
MP3 technology, 8:61

NAMES, PERSONAL

Trademark protectability of
surnames, 4:16

NICE AGREEMENT
CONCERNING THE
INTERNATIONAL
CLASSIFICATION OF GOODS
AND SERVICES FOR THE
PURPOSES OF THE
REGISTRATION OF MARKS

International considerations,
trademarks, 21:15

NO ELECTRONIC THEFT ACT
Copyrights and the internet, 8:48

NOERR-PENNINGTON
DOCTRINE

Antitrust, fraud in obtaining patent,
15:28

NOMINATIVE FA{R USE

Defenses, Traderiark Infringement
Under Lanham Act, 4:44

NORTH AMERICAN FREE TRADE
ACREEMENT
Invruational copyrights, 21:7
Regional trademark arrangements,

international considerations,
21:20

NOTICE
Copyrights
General discussion, 8:14
Digital Millennium Copyright Act,
OSP liability under, 8:42
NOVELTY

Patents, statutory requirements for,
1:5to 1:9

Trade Secrets Protection (this
index)

NUMBERS
Trademark protectability of, 4:17

NUTRITION
Advertising claims, 3:20

ORNAMENTAL FEATURES
Decorative Features (this index)

PARIS CONVENTION FOR THE
PROTECTION OF
INDUSTRIAL PROPERTY

International considerations, 21:12
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PARODY
Copyright infringement defense, 9:19
Cybersquatting defense, 6:20
Trademark
Defenses, 4:42
Dilution, 7:30

PATENTS
General discussion, 1:1 to 1:67
Alappat case, 1:59
Amazon.com case, 1:62
Antitrust
Audits, 12:40
Fraud in obtaining patent, 15:27
Implications, 1:19
Misuse, patent, 15:13
Appeal from denial of application,
1:29
Applications
Appeal from denial of application,
1:29
Examination of
General discussion, 1:26
Reexamination, 1:30, 1:31
Nonprovisional applications, 1:23
Provisional applications
General discussion, 1:24
Audits, 12:6
Publication of, 1:25
Who may apply, 1:22
Asset transaction:

Corning termination of some of
relevant parties, supposing,
20:13
Rights and responsibility of parties
in, 20:6
Assignment of. Inventions, Owner-
ship of (this index)
AT&T case, 1:61
Audits (this index)
Bankruptcy
Ordinary course of business,
infringement claim arising in,
14:25
Post-discharge infringement activi-
ties, 14:24
Best mode, 1:12

Index-22

INTELLECTUAL PROPERTY

PATENTS—Cont’d
Business method patents and

software patents
General discussion, 1:56
Amazon.com case, 1:62
E-Datacom case, 1:63
Historical development of software
patentability
General discussion, 1:57
Alappat case, 1:59
AT&T case, above
Diehr case, 1:58
State Street Bank case, 1:60
In re Bilski case, 1:66
Legislative response, 1:64
Patent and Trademark Office
response, 1165
State Street enk aftermath, 1:60
Civil contemot, 1:55
Construction of infringement claim,
1:42,71:41 to 1:43
Consuliants, 12:8
Ceopyrights and trade secrets
compared
General discussion, 1:13
Antitrust implications, 1:19
Cost, 1:16
Disclosure of discovery, 1:15
Duration of protection, 1:17
Interaction of patents, copyrights
and trade secrets. Audits (this
index)
Loss of rights, potential, 1:18
Subject matter, 1:14
Tax implications, 1:19
Cost, 1:16
Damages, 1:53
Derivation proceedings, 1:28
Design patents, 1:67
Development records, maintenance
of, 12:5
Diehr case, 1:58
Disclosure of discovery, 1:15
Distribution Agreements (this
index)
Doctrine of equivalents, 1:42
Drafting errors, correcting, 1:43
Duration of protection, 1:17
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PATENTS—Cont’d

E-data case, 1:63
Employee’s inventions. Inventions,
Ownership of (this index)
Exclusive rights to functional
features, 5:11
Express contract, patent assignment
by. Inventions, Ownership of
(this index)
First sale doctrine, infringement, 1:46
Foreign patents, 12:10
Forms
Interaction of patents, copyrights
and trade secrets, 12:38
Purchase and sale, 12:9
Fraud in obtaining, 15:27
Government, 12:12
Infringement
General discussion, 1:39
Bankruptcy
Ordinary course of business,
infringement claim arising
in, 14:25
Post-discharge infringement
activities, 14:24
Claim construction, 1:41
Doctrine of equivalents, 1:42
Drafting errors, correcting, 1:43
First sale doctrine, 1:46
Infringing actions, 1:44,1:45
Invalidity defense;:51
Joinder of partics, 149
Licenses, 1:46
Literal infringement, 1:41
Preliminary injunctions, 1:50
Procedural issues, 1:48 to 1:50
Product by process claims, 1:45
Remedies for infringement, 1:52 to
1:55
Unenforceable patent, 1:47
Injunctions, 1:52
In re Bilski case, 1:66
Interaction of patents, copyrights and
trade secrets. Audits (this index)
Interferences, 1:27
Inventions, Ownership of (this
index)
Joinder of parties, infringement, 1:49

PATENTS—Cont’d

Licenses, infringement, 1:46
Licensing
General discussion, 12:11
Literal infringement, 1:41
Loss of rights, potential, 1:18
Misuse of; antitrust, 15:13
Monetary damages, 1:53
Nonobviousness, 1:4
Not generally known, trade secrets
protection, 10:11
Novelty, 1:5 to 1:9
Preemption, 5:9
Preliminary injunctions, infringe-
ment, 1:50
Procedure
General discussion, 1:21 to 1:33
Appeal frora ¢enial of application,
1:22
Applicatians, above
Desivation proceedings, 1:28
Interterences, 1:27
“ost-grant review for business-
method patents, 1:32
Post-grant review to purge inequi-
table conduct, 1:33
Reexamination, 1:30
Purchase forms, 12:9
Recording of, 12:4
Records, maintenance of develop-
ment, 12:5
Registering, 12:4
Remedies for infringement
Civil contempt, 1:55
Injunctions, 1:52
Monetary damages, 1:53
Willful infringement, 1:54
Rights
General discussion, 1:34
Bayh-Dole Act, 1:36
Case and controversy, 1:37
Loss of, potential, 1:18
Standing to sue, 1:37
Transfer of patent rights, 1:35,
1:36
Sale forms, 12:9
Security interests, perfecting, 14:6
Shop rights, 13:46
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Software. Business method patents
and software patents, above
Sovereign immunity, 1:38
Standing to sue, 1:37
State Street Bank case, 1:60
Statutory requirements
General discussion, 1:2
Nonobviousness, 1:4
Novelty, 1:5 to 1:9
Subject matter, 1:3
Utility, 1:10
Subject matter
Statutory, 1:3
Trade secrets compared, 1:14
Tax implications, 1:19
Trade Dress Protection (this index)
Trade secrets compared. Copyrights
and trade secrets compared,
above
Trade secrets protection, patents not
generally known, 10:11
Universities, 12:12
Utility patents
General discussion, 1:10
Expired, 5:10
Walker Process claims, 15:27
Willful infringement, 1:54
Written description, enablement and,
1:11

PERSONA

Publicity, right s+, 16:3
Trademark protectability of celebrity
persona, 4:14

PHOTOGRAPHS

Trademark, protectability of
photographic likeness as, 4:13

PLEADINGS

Trade secret misappropriation, 10:43

PREEMPTION

Copyright Infringement
Patent and trade dress protection,
relationship between, 5:9

Publicity claim, as bar to right of,
18:11

Trade secrets protection, 10:64
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PRELIMINARY INJUNCTIONS
Patent infringement, 1:50

PRICE
Advertising claims, 3:24
Antitrust concerns in licenses, 15:19

PRINTING
Copyrightability of individual
contributions to joint work, 8:24

PRIVATE RIGHTS OF ACTION
Economic Espionage Act, no private
right of action, 11:9

PUBLIC INTEREST
Advertising of issues of, 3:31

PUBLICITY, RIGH Y OF
General discussior, 18:1 to 18:28
Claims, types o1
Generai discussion, 18:3
Comrmeon law. State statutes and
common law, below
tanham Act, claims under, 18:8
State statutes and common law,
below
Commercial purpose, 18:7
Common law. state statutes and com-
mon law, below
Computer technology, 18:14
Copyright law defenses
First sale doctrine, 18:12
Preemption as bar to right of
publicity claim, 18:11
Damages, types of, 18:9
Defenses
Copyright law
First sale doctrine, 18:12
Preemption as bar to right of
publicity claim, 18:11
First Amendment, 18:10
Employment agreements, 18:18
First Amendment defense, 18:10
Historical background, 18:2
Historical development of right of
publicity, 18:2
Internet, 18:14 to 18:17
Keyword advertising, 18:16
Lanham Act, claims under, 18:8



INDEX

PUBLICITY, RIGHT OF—Cont’d
License of name and likeness
General discussion, 18:20
Breach of, remedies for, 18:24
Checklist, 18:28
Choice of law, 18:27
Competition/exclusivity clauses,
18:23
Exclusivity/competition clauses,
18:23
Fees, 18:25
Insurance, 18:26
Real estate development project,
18:19
Remedies for breach of, 18:24
Restrictions, 18:22
Scope of license grant, 18:21
Termination provisions, 18:24
Persona, 18:5
Software, 18:14
State statutes and common law
General discussion, 18:4
Commercial purpose, 18:7
Persona, 18:5
Use without permission, 18:6
Statute of limitations defense, 18:13
Use without permission, 18:6

PUBLIC PERFORMANCES
Copyright infringement, digital video
recorders, 8:65

PUSH MONEY
Adpvertising, 3:7'9

QUANTITY RESTRICTIONS
Antitrust concerns in licenses, 15:20

REAL ESTATE DEVELOPMENT
PROJECT
License of name and likeness, 18:19

RECORDINGS
Copyright infringement, digital video
recorders, 8:65

RESTITUTION

Adpvertising remedy under Federal
Trade Commission Act, 3:47

RESTRICTIONS
Copyright, importation limits, 8:32

RESTRICTIVE COVENANTS IN
EMPLOYMENT
General discussion, 13:1 to 13:36
Assignability, 13:31
Consideration, 13:21
Customer lists
General discussion, 13:9
Found to be trade secrets
Memorized lists, 13:12
Source of list, 13:13
Specific information in lists,
13:11
Not found to be trade secrets,
13:10
Customer relations and unfair compe-
tition
General discussion, 13:16
Geographic innitations, 13:17
Near-perimanent customers, 13:19
Time ceawictions, 13:18
Damzpes, 13:33
Enforceability requirements
Seneral discussion, 13:5
Consideration, 13:21
Disclosure and protection of legiti-
mate interest, 13:20
Formation of contract, 13:6
Legitimate interest, below
Reasonableness of restriction,
below
Enforcement
General discussion, 13:27
Assignability, 13:31
Partial enforcement, below
Formation of contract, 13:6
Geography
Customer relations and unfair
competition, 13:17
Reasonableness of restriction,
13:23
Inevitable disclosure doctrine, 13:32
Injunctive relief, 13:34
Legitimate interest
General discussion, 13:7
Customer lists, above
Customer relations and unfair
competition, above
Disclosure and protection of, 13:20
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RESTRICTIVE COVENANTS IN

EMPLOYMENT—Cont’d
Legitimate interest—Cont’d

Information, 13:14

Knowledge, 13:14

Scope of interest, 13:8

Skills, 13:14, 13:15

Special skills, 13:15
Noncompetition agreements, 13:3
Nondisclosure agreements, 13:2
Partial enforcement

““All or nothing’” approach, 13:30

Blue-pencil rule, 13:28

‘‘Reasonableness’” approach,
13:29
Reasonableness of restriction
General discussion, 13:22, 13:26
Activities, restricted, 13:25
Enforcement, partial, 13:29
Geography, 13:23
Time restrictions, 13:24
Refusal to sign, employee’s, 13:35
Remedies
Damages, 13:33
Injunctive relief, 13:34
Sample covenant against disclosure
of company proprietary intorina-
tion, 22:3
State law, effect of, 13:4
Time restrictions
Customer relaticns.and unfair
competitiony 13:18
Reasonableness of restriction,
13:24
Unfair competition. Customer rela-
tions and unfair competition,
above

REVERSE ENGINEERING
Copyrights
Audits, 12:29
Infringement, fair use defense to,
9:23
Trade secret misappropriation, 10:46

Uniform Computer Information
Transactions Act

General discussion, 19:3
Case law, 19:4
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REVERSE EXCLUSIONARY
PAYMENT SETTLEMENT

Antitrust concerns in licenses, 15:25

ROYALTIES
Antitrust concerns in licenses
General discussion, 15:24
Settlement agreements, 15:25

Intellectual Property Bankruptcy
Protection Act, 14:14
Trade secret misappropriation rem-

edy of reasonable royalties,
10:56

RUSSIA
Copyrights, 21:8
Trademarks, 21:25

SCANDAL

Trademark, protectability of scandal-
ous mraticr as, 4:15

SCENES A FAIRE
Copyright infringement defense, 9:26

SECURITY INTERESTS

Copyrights, in

Audits, 12:28

Perfecting security interests, 14:4
Perfecting

General discussion, 14:3 to 14:7

Copyrights, 14:4

Patents, 14:6

Trademarks, 14:5

Trade secrets, 14:6

UCC Article 9, Revised, 14:7

SETTLEMENT
Antitrust concerns in licenses
Anticompetitive settlement of liti-
gation, 15:31
Reverse exclusionary payment
settlement, 15:25

Royalties, settlement agreements,
15:25

SLOGANS

Trademarks, protectability as, 4:6
SOFTWARE

Bankruptcy

Escrow accounts, source code,
14:16
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SOFTWARE—Cont’d

Bankruptcy—Cont’d

Post-petition sale of software as
debt rather than administra-
tive explain, claim that, 14:19
Copyrights (this index)
Distribution agreements
License, sample, 17:24
Trademark clauses, sample, 17:12

Imagery, computer-generated, 18:17

Patents (this index)

Policy statement on software piracy
or copyright infringement,
sample, 22:1

Publicity, right of, 18:14, 18:17

Trade Secrets Protection (this
index)

Uniform Computer Information
Transactions Act (this index)

SOVEREIGN IMMUNITY

Digital Millennium Copyright Act,
8:39
Patents, 1:38

STANDING TO SUE

Lanham Act, trademark infringemcnt
under, 4:23
Patents, 1:37

STATUTE OF LIMITATIONS
Copyrights of joint weorks, 8:31
Publicity, right o€ 18.13
Trade secrets, 19:24

SURVEYS
Adpvertising, 3:33

TAX CONSIDERATIONS

Patents compared to copyrights and
trade secrets, 1:19

Trademarks, 2:32

TELEPHONE NUMBERS
Trademark protectability of, 4:17

TERMINATION
Copyright ownership, 8:20

TERRITORIALITY
Copyright infringement, 9:4

TERRITORIAL RESTRICTIONS

Advertising concerns in licenses,
15:17

TESTIMONIALS
Advertising, 3:32

TESTS
Advertising, 3:33
Copyright infringement, of
substantial similarity in
Extrinsic/intrinsic test, 9:13
Ordinary observer test, 9:11, 9:12

Trade dress protection; competitive
effect test, 5:4

THIRD PARTIES
Asset transactions( third-party rights
in, 20:10
Copyright infiingement where third-
partv-concent, 8:58
Tradepaarks
Fed<ral Trademark Act, famous
mark under, 7:15
.nfringement; third-party uses of
mark, 4:30
Trade secrets, third-party liability for
misappropriation of, 10:63

TIME RESTRICTIONS
Antitrust concerns in licenses, 15:20
Employment, restrictive covenants in
Customer relations and unfair
competition, 13:18
Reasonableness of restriction,
13:24

TITLES
Trademark protectability of, 4:19

TRADE DRESS PROTECTION
General discussion, 2:25, 5:1 to 5:27
Aesthetic functionality, 5:5
Attorneys’ fees, 5:27
Automobiles, 5:19
Building designs, 5:18
Competitive effect test, 5:4
Confusion, likelihood of, 5:22

Containers. Packaging or containers,
below

Cost, 5:6
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TRADE DRESS PROTECTION
—Cont’d
Damages
General discussion, 5:23, 5:25
Attorneys’ fees, 5:27
Punitive, 5:26
Decor, 5:16
Decorative functionality, 5:5
Designs and configurations, product,
5:15
Federal Trademark Dilution Act, 7:3
Functionality doctrine
General discussion, 5:2

Exclusive rights to functional
features, 5:11
Merely functional, determination if
product is
General discussion, 5:3
Aesthetic functionality, 5:5
Competitive effect test, 5:4
Cost, 5:6
Decorative functionality, 5:5
One use, limitation of analysis
to, 5:7
Quality, 5:6
Packaging
Functional packaging, 5:13
Nonfunctional packaging; 5:14
Patents, below
Generic trade dress, £:21
Inherent distinctiveness and second-
ary meaning
General discussion, 5:20
Generic trade dress, 5:21
Injunctive relief, 5:24
Marketing techniques, 5:17
Packaging or containers
General discussion, 5:12
Functional packaging, 5:13
Nonfunctional packaging, 5:14
Patent and, relationship between
General discussion, 1:20, 5:8

Exclusive rights to functional
features, 5:11

Preemption, 5:9
Utility patents, expired, 5:10
Preemption, 5:9
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TRADE DRESS PROTECTION
—Cont’d
Product designs and configurations,
5:15
Quality, 5:6
Remedies
General discussion, 5:23
Damages, above
Injunctive relief, 5:24
Secondary meaning, inherent
distinctiveness and
General discussion, 5:20
Generic trade dress, 5:21
Types of, 5:12 to 5:19

TRADEMARKS
General discussion; 2:1 to 2:37
Advertising
Audits, 12:16
False acve tising, generally, 2:26
Fameus mark, as factor of, 7:11
Feédcral Trade Commission Act,
under. Advertising under
Federal Trade Commission
(FTC) Act (this index)
Agreement on Trade-Related Aspects
of Intellectual Property, 21:17
Asset transactions, 20:8
Assignment
General discussion, 2:29
Bankruptcy prepetition assignment
of trademark as ineffective if
debtor continues to use mark,
14:22

Clearing the mark, 2:11
Audits (this index)
Bankruptcy (this index)
Blurring. Federal Trademark Dilu-
tion Act (this index)
Cancellation proceedings, 2:13
Certification marks, 2:37
China, 21:24
Clearing the mark
General discussion, 2:4
Assignment, 2:11
Cancellation proceedings, 2:13
Concurrent use, 2:12
Confusion, likelihood of, 2:8
Consent, 2:11



INDEX

TRADEMARKS—Cont’d

Clearing the mark—Cont’d
Counseling suggestions, 2:7 to
2:13
Dilution, 2:9
Investigation, 2:10
Search
Full, 2:6
Preliminary, 2:5
Concurrent use, 2:12
Confusion, likelihood of
Clearing the mark, 2:8
Infringement
Cybersquatting, 6:22
Lanham Act, Trademark
Infringement under (this
index)
Consent, 2:11
Cybersquatting (this index)
Deceptive matter, protectability of,
4:15
Developing world, international
trademarks, 21:24, 21:25
Dilution
General discussion, 2:27
Clearing the mark, 2:9
Federal Trademark Dilution Act
(this index)
Distribution Agreements {this
index)
Domain names. Interueu (this index)
Enforcement
General discusaien, 2:35, 2:36
Advertising uader Federal Trade
Commission (FTC) Act (this
index)
Audits, 12:19
Opposing others’ applications for
federal registration, 2:36
Establishing rights
General discussion, 2:14 to 2:23
Registration, below
Trademark priority, use in com-
merce, 2:15
Use in commerce, trademark prior-
ity, 2:15
European Union, international
trademarks
General discussion, 21:21 to 21:23

TRADEMARKS—Cont’d

European Union, international
trademarks—Cont’d
Community trade mark, 21:23
First Trade Mark Directive, 21:22
Fair use
Dilution, 7:32
Infringement, 4:43

Famous marks. Federal Trademark
Dilution Act (this index)

Federal Trademark Dilution Act
(this index)

Foreign considerations.
International Considerations
(this index)

Infringement

General discvscion, 2:24

Cybersquattiug (this index)

Insurance, 2:34

Lanham Act, under. Lanham Act,
1rademark Infringement
under (this index)

(myunctive relief

Dilution, 7:34
Infringement, 4:51

International Considerations (this
index)

International trademarks.
International Considerations
(this index)

Internet (this index)

Investigation, 2:10

Joint Recommendation Concerning
Provisions on the Protection of
Well-Known Marks, 21:18

Licenses (this index)

Madrid Agreement, 21:13, 21:14

Madrid Protocol, 21:14

Nice Agreement Concerning the
International Classification of
Goods and Services for the
Purposes of the Registration of
Marks, 21:15

North American Free Trade Agree-
ment, 21:20

Paris Convention for the Protection
of Industrial Property, 21:12

Priority, use in commerce, 2:15
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TRADEMARKS—Cont’d
Regional trademark arrangements,
international trademarks, 21:19
to 21:23
Registration
General discussion, 2:16
Audits
Foreign registrations, 12:17
Requirements, 12:14
Fame factor, federal registration
as, 7:16
Foreign registrations, 12:17
International considerations, 21:15
Maintenance, 2:16, 2:23
Nice Agreement Concerning the
International Classification of
Goods and Services for the
Purposes of the Registration
of Marks, 21:15
Principal register, on
General discussion, 2:17
Intent-to-use applications, 2:21
Requirements for filing, 2:20
Types of applications, 2:18
Who may file application, 2:19
Supplemental register, on, 2:22
Web site registrars, commercial
use by, 7:20
Russia, 21:25
Search
Full, 2:6
Preliminary, 2:5
Security interes’s, perfecting, 14:5
Selection
General discussion, 2:2 to 2:13
Clearing the mark, above
Similarity of marks and likelihood of
confusion, 4:31
Tarnishment
General discussion, 7:22
Cybersquatting, 6:7
Tax considerations, 2:32
Third parties
Federal Trademark Act, famous
mark under, 7:15
Infringement; third-party uses of
mark, 4:30
Trade Dress Protection (this index)
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TRADEMARKS—Cont’d
Trademark Law Treaty, 21:16
Treaties, trademark law, 21:16
Use in commerce, trademark priority,
2:15

Use of, 12:15

Washington General Inter-American
Convention for Trade Mark and
Commercial Protection, 21:19

Web site registrars, commercial use
by, 7:20

Well known marks, international
considerations, 21:18

TRADE-RELATED ASPECTS OF
INTELLECTUAL PROPERTY,
AGREEMENT

International tradernarks, 21:17

TRADE SECRE71S PROTECTION
General dizcussion, 10:1 to 10:65
Geneielly, 10:1 to 10:65
Anritrust implications, 1:19
Atiorneys’ fees, remedies for misap-

propriation, 10:58
Audits (this index)
Bankruptcy, 14:27
Business considerations, physical
security and, 10:31
Checklists
Giving, receiving or exchanging
confidential information, 23:3
Protection of trade secrets, 23:2

Compilation, not generally known,
10:12
Confidentiality agreements, work-
made-for-hire, 10:22
Copyrights, patents and trade secrets,
interaction of. Audits (this
index)
Cost, 1:16
Covenant against disclosure of
company proprietary informa-
tion, sample, 22:3
Criminal trade secret theft, 10:61
Customers
Audit considerations, 12:34
Lists
General discussion, 10:25
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TRADE SECRETS PROTECTION
—Cont’d
Customers—Cont’d
Lists—Cont’d
Restrictive Covenants in
Employment (this index)
Service industries, customer infor-
mation in, 10:26
Damages
General discussion, 10:24
Punitive damages for misappropri-
ation, 10:57
Restrictive covenant enforcement,
13:33
Definitions of trade secrets
General discussion, 10:1 to 10:5
Audits, for, 12:31
Economic Espionage Act, under,
11:4
Restatement (First) of Torts , 10:3
Restatement (Third) of Unfair
Competition , 10:4
Uniform Trade Secrets Act, 10:5
Disclosure
Discovery, of, 1:15
Distribution agreement as to
confidential information: !is-
tribution Agreemenss (iais
index)
Effect of, 10:14
Inadvertent disclesures, 10:18
Inevitable disciosure doctrine.
Threatei.ea misappropriation
and inevitable disclosure doc-
trine, below
Lease as, 10:40
Limited disclosure to outsiders,
10:41
Nondisclosure agreements, below
Restrictive Covenants in
Employment (this index)
Sale as, 10:40
Distribution Agreements (this
index)
Duration of protection, 1:17
Economic Espionage Act (this
index)
Economic value, 10:9

TRADE SECRETS PROTECTION

—Cont’d
Efforts required to maintain secrecy,
reasonable

General discussion, 10:16

Damages, 10:24

Inadvertent disclosures, 10:18

Names not protected by agreement,
readily ascertainable, 10:23

Nondisclosure agreements, below

Some efforts, requirement for,
10:17

Statute of limitations, 10:24

Elements of trade secret, 10:7 to
10:24
Employees
Duty of employe«es to keep
confid:nccs, reasonable
precautions creating, 10:37
Memo to all employees explaining
naportance of company’s
proprietary information, draft
of, 22:5
Restrictive Covenants in
Employment

Ethics policies, sample confidentiality
language in business, 22:7

Evidence, 10:53
Exchange of confidential information.
Distribution Agreements (this
index)
Freedom of Information Act (FOIA),
trade secrets and, 10:62
General business information, 10:15
Identification of company trade
secrets, 10:1, 10:6
Importation into United States, 10:65
Inadvertent disclosures, 10:18
Information, 10:8
International operations, 12:35
Lease as disclosure, 10:40
Loss of rights, potential
General discussion, 1:18
Audits, 12:32
Lost profits, remedies for misappro-
priation, 10:60
Misappropriation of trade secrets
General discussion, 10:42
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TRADE SECRETS PROTECTION
—Cont’d
Misappropriation of trade secrets
—Cont’d
Definitions of misappropriation
General discussion, 10:44
Reverse engineering, 10:46
Willful misappropriation, 10:45
Evidence, 10:53
Pleadings, 10:43
Remedies. Remedies for misappro-
priation, below
Third-party liability, 10:52
Threatened misappropriation and
inevitable disclosure doctrine,
below
Names not protected by agreement,
readily ascertainable, 10:23
Nondisclosure agreements
General discussion, 10:19
Absence of agreement, 10:21
Inconsistent policy on signing
agreements, 10:20
Not generally known, 10:10 to 10:12
Novelty and originality
General discussion, 10:13
Disclosure, effect of, 10:14
General business informaticn,
10:15
Originality. Novelty and originality,
above
Others’ trade secress, use of, 12:33
Patents, not generally known, 10:11
Patents (this index)
Physical security and business
considerations, 10:31
Pleadings, misappropriation of trade
secrets, 10:43
Policies, sample
Covenant against disclosure of
company proprietary informa-
tion, 22:3
Ethics policies, sample
confidentiality language in
business, 22:7
Memo to all employees explaining
importance of company’s
proprietary information, draft
of, 22:5
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TRADE SECRETS PROTECTION
—Cont’d
Policies, sample—Cont’d
Privacy policy, Wilson Sporting
Goods, 22:2
Unsolicited ideas, on receiving,
22:4
Preemption, 10:64
Public availability of information,
effect of
General discussion, 10:39
Lease as disclosure, 10:40
Limited disclosure to outsiders,
10:41
Sale as disclosure, 10:40
Reasonable protections defined
General discuscion, 10:32

Efforts. Efforts required to maintain
seciccy, reasonable, above

Publi¢ a railability of information,
eitect of, above

‘“‘Reasonable precautions under the
circumstances’’

Absolute reasonable precau-
tions, lack of need for,
10:35

Duty of employees to keep
confidences, reasonable
precautions creating, 10:37

Every aspect of operation, lack
of need to cover, 10:34

Extensive reasonable precau-
tions taken, 10:33

Inadequate precautions, 10:38
Unreasonable precautions, lack
of requirement for, 10:36
Remedies for misappropriation
General discussion, 10:54
Attorneys’ fees, 10:58
Damages, punitive, 10:57
Inevitable disclosure, 10:51
Lost profits, 10:60
Preliminary injunctions, 10:55
Royalties, reasonable, 10:56
Value, establishing, 10:59
Restatement (First) of Torts , 10:3

Restatement (Third) of Unfair Com-
petition , 10:4
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TRADE SECRETS PROTECTION
—Cont’d
Restrictive Covenants in Employ-
ment

Royalties, remedy of reasonable,
10:56

Sale as disclosure, 10:40
Security interests, perfecting, 14:5
Service industries, customer informa-
tion in, 10:26
Software
General discussion, 10:27
Lack of use, effect, 10:30

Public domain, effect of some ele-
ments of program being in,
10:29

Structure, sequence and organiza-
tion of program, 10:28
Statute of limitations, 10:24
Subject matter, 1:14
Suppliers, relations with, 12:34
Tax implications, 1:19
Third-party liability, 10:52, 10:63
Threatened misappropriation and
inevitable disclosure doctrine
General discussion, 10:47, 10:43
Proof requirement, 10:49
Remedies, 10:51

Restrictive covenants.and inevita-
ble disclosurs dcctrine, 13:32

Scope of doctrine;19:50
Types of, 10:25 40 10:30
Uniform Trade Secrets Act, 10:5
Unsolicited ideas, sample policies on
receiving, 22:4
Value
Economic value, 10:9
Establishing value, remedies for
misappropriation, 10:59
Work-made-for-hire, confidentiality
agreements, 10:22

TRADE STATUS
Adpvertising claims, 3:22

TRANSFER
Copyright ownership, 8:20

TREATIES
International considerations,
trademark law treaty, 21:16

TRIPS AGREEMENT
General discussion, 21:3 to 21:5
Enforcement, 21:5
Interpretation, 21:5
Section 110(5) case, 21:5
Treaty provisions, 21:4

TYPOSQUATTING
General discussion, 6:26

UNCLEAN HANDS

Trademark infringement defense,
4:50

UNFAIR COMPEIITION
Customer relations and unfair compe-
tition. Restrictive Covenants in
Embloyment (this index)
Insurance coverage for
(vencral discussion, 16:1 to 16:7
"Advertising injury’’ defined
General discussion, 16:2
Advertising activities, arising
out of, 16:3
Enumerated offense, 16:4
Lanham Act false advertising, 16:6
Trademark infringement, 16:5

Trade secrets defined in Restatement
(Third) of Unfair Competition ,
10:4

UNIFORM COMPUTER
INFORMATION
TRANSACTIONS ACT

General discussion, 19:1 to 19:5
Current status of, 19:5
Reverse engineering
General discussion, 19:3
Case law, 19:4
Scope, 19:2

UNIFORM DISPUTE
RESOLUTION POLICY

Cybersquatting, 6:27

UNIVERSITIES
Patents, 12:12
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UNSOLICITED IDEAS
Sample policies on receiving, 22:4

UNSOLICITED MERCHANDISE
Adpvertising, 3:30

USE IN COMMERCE
Anticybersquatting Consumer Protec-
tion Act, 6:18
Trademark priority, 2:15

WALKER PROCESS CLAIMS
Antitrust, fraud in obtaining patent,
15:27

WARRANTIES
Adpvertising claims, 3:25
WASHINGTON GENERAL
INTER-AMERICAN
CONVENTION FOR TRADE
MARK AND COMMERCIAL
PROTECTION
Regional trademark arrangements,

international considerations,
21:19

Index-34

INTELLECTUAL PROPERTY

WEBSITES AND INTERNET
Internet (this index)

WIPO COPYRIGHT TREATY
International considerations, 21:6

WORK-MADE-FOR-HIRE
Copyright law, ownership of inven-
tions. Inventions, Ownership
of (this index)
Trade secrets protection,

confidentiality agreements,
10:22



