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512(f). . . . . . . . . . . . . . . . . . . . . . . . . 22:32
512(g)(1) . . . . . . . . . . . . . . . . . . . . . 22:32
512(h) . . . . . . . . . . . . . . . . . 22:19, 22:28
512(i). . . . . . . . . . . . . . . . . . . . . . . . . 22:29
512(j). . . . . . . . . . . . . . . . . . . . . . . . . 22:28
512(l). . . . . . . . . . . . . . . . . . . . . . . . . 22:28
512(m) . . . . . . . . . . . . . . . . . . . . . . . 22:29
512(n) . . . . . . . . . . . . . . . . . . . . . . . . 22:28
602(a) . . . . . . . . . . . . . . . . . . . . . . . . . 2:17
1201. . . . . . . . . . . . . . . . . . . . . . . . . . 22:44
1201(a)(2) . . . . . . . . . . . . . . . . . . . . 22:15
1201(a)(3)(A) . . . . . . . . . . . . . . . . . 22:15
1201(a)(3)(B) . . . . . . . . . . . . . . . . . 22:15
1201(f)(1) . . . . . . . . . . . . . . . . . . . . . . 22:9
1202. . . . . . . . . . . . . . . . . . . 22:17, 22:44
1202(a) . . . . . . . . . . . . . . . . . . . . . . . 22:17
1202(b) . . . . . . . . . . . . . . . . . . . . . . . 22:17
1202(c) . . . . . . . . . . . . . . . . . . . . . . . 22:17
1202(d) . . . . . . . . . . . . . . . . . . . . . . . 22:17
1202(e) . . . . . . . . . . . . . . . . . . . . . . . 22:17
1203. . . . . . . . . . . . . . . . . . . . . . . . . . 22:44
1203(c)(5)(A) . . . . . . . . . . . . . . . . . 22:44
1203(c)(5)(B) . . . . . . . . . . . . . . . . . 22:44
1204(b) . . . . . . . . . . . . . . . . . . . . . . . 22:44
Ch 12 . . . . . . . . . . . . . . . . . . . . . . . . 22:15

18 U.S.C.A. Sec. Sec.
1001 . . . . . . . . . . . . . . . . . . . . . . . . . . . 13:6
1030 . . . . . . . . . . . . . . . . . . . . . 4:21, 6:23
1030(4) . . . . . . . . . . . . . . . . . . . . . . . . 4:21
1030(a) . . . . . . . . . . . . . . . . . . . . . . . . 4:21
1030(a)(2)(C) . . . . . . . . . . . . . . . . . . 4:21
1030(a)(4) . . . . . . . . . . . . . . . . . . . . . 4:21
1037(a)(3). . . . . . . . . . . . . . . . . . . . . . . 8:2
1037(a)(4) and (5) . . . . . . . . . . . . . . 8:2
1037(b) . . . . . . . . . . . . . . . . . . . . . . . . . 8:2
1350 . . . . . . . . . . . . . . . . . . . . . . . . . . . 10:5
1512(c) . . . . . . . . . . . . . . . . . . . . . . . . 6:11
1519 . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:11
1905 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 4:9
2319(b) . . . . . . . . . . . . . . . . . . . . . . . 22:44

18 U.S.C.A. Sec. Sec.
2320 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 5:7

23 U.S.C.A. Sec. Sec.
1301 et seq. . . . . . . . . . . . . . . . . . . . 13:3

28 U.S.C.A. Sec. Sec.
1295(a)(1) . . . . . . . . . . . . . . . . . 3:4, 24:1
1338 . . . . . . . . . . . . . . . . . . . . . . . . . . . 22:7
1346(b) . . . . . . . . . . . . . . . . . . . . . . . . 8:12
1655 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 5:7
2671 et seq. . . . . . . . . . . . . . . . . . . . 8:12
2680(a) . . . . . . . . . . . . . . . . . . . . . . . . 8:12
2680(h) . . . . . . . . . . . . . . . . . . . . . . . . 8:12

35 U.S.C.A. Sec. Sec.
100 et seq. . . . . . . . . . . . . . . . . . . . . . . 3:1
100(b). . . . . . . . . . . . . . . . . . . . . . . . . . . 3:4
101. . . . . . . . . . . . . . . 3:1, 3:4, 3:5, 3:28
102 . . . . . . . . . . . . . . . . . . . . . 3:10, 22:11
102(a). . . . . . . . . . . . . . . . . . . . 3:10, 3:19
102(b). . . . . . . . . . . . . . . . . . . . 3:16, 3:19
102(g) . . . . . . . . . . . . . . . . . . . . . . . . . 3:10
103 . . . . . . . . . . . . . . . . . . . . . 3:10, 22:11
111 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 3:28
111(b) . . . . . . . . . . . . . . . . . . . . . . . . . 3:15
112 . . . . . . . . . . . . . . . . . . . 3:3, 3:6, 3:22
112(6) . . . . . . . . . . . . . . . . . . . . . . . . 24:11
118 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 3:28
122 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 4:14
122(b) . . . . . . . . . . . . . . . . . . . . . . . . . 3:22
122(b)(1)(A). . . . . . . . . . . . . . . . . . . . 3:24
132(a) . . . . . . . . . . . . . . . . . . . . . . . . . 3:22
154 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 3:3
154(a)(1) . . . . . . . . . . . . . . . . . . . . . . . . 3:1
154(d) . . . . . . . . . . . . . . . . . . . . . . . . . 3:24
154(d)(1)(B) . . . . . . . . . . . . . . . . . . . 3:24
154(d)(2). . . . . . . . . . . . . . . . . . . . . . . 3:24
154(d)(3). . . . . . . . . . . . . . . . . . . . . . . 3:24
184 to 185 . . . . . . . . . . . . . . . . . . . . . 3:21
200 to 212 . . . . . . . . . . . . . . . . . . . . . . 1:6
256 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 3:35
261 . . . . . . . . . . . . . . . . . . . . . . 3:37, 3:38
262 . . . . . . . . . . . . . . . . . . . . . . 3:29, 3:35
271(b) . . . . . . . . . . . . . . . . . . 24:5, 24:19
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UNITED STATES CODE ANNOTATED—Continued

35 U.S.C.A. Sec. Sec.
271(c). . . . . . . . . . . . . . . . . . . . . . . . . . 24:5
282 . . . . . . . . . . . . . . . . . . . . . . . . . . . 24:16
283 . . . . . . . . . . . . . . . . . . . . . 3:25, 24:19
283(1) . . . . . . . . . . . . . . . . . . . . . . . . 24:16
284 . . . . . . . . . . . . . . . . . . . . 24:15, 24:19
1 to 376 . . . . . . . . . . . . . . . . . . . . . . . 3:29

46 U.S.C.A. App. Sec.
§ 741 et seq. . . . . . . . . . . . . . . . . . . . 8:12

47 U.S.C.A. Sec. Sec.
151 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:22
154(i) . . . . . . . . . . . . . . . . . . . . . . . . . . 6:22
223(h) . . . . . . . . . . . . . . . . . . . . . . . . . 8:28
230 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 8:28
230(a) . . . . . . . . . . . . . . . . . . . . . . . . . 8:28

47 U.S.C.A. Sec. Sec.
230(b) . . . . . . . . . . . . . . . . . . . . . . . . . 8:28
230(c). . . . . . . . . . . . . . . . . . . . . . . . . . 1:10
230(c)(1) . . . . . . . 8:1, 8:28, 8:29, 8:30
230(c)(2)(A) . . . . . . . . . . . . . . . . . . . . 8:28
230(d) . . . . . . . . . . . . . . . . . . . . . . . . . 8:28
230(e)(3) . . . . . . . . . . . . . . . . . . . . . . . 1:10
230(f)(2) . . . . . . . . . . . . . . . . . . . . . . . 8:28
230(f)(3) . . . . . . . . . . . . . . . . . . . . . . . 8:28
230(f)(4) . . . . . . . . . . . . . . . . . . . . . . . 8:28
231 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 13:3

50 U.S.C.A. Sec.
1701 to 1706 . . . . . . . . . . . . . . . . . . 6:12
2401 to 2420 . . . . . . . . . . . . . . . . . . 6:12

50 App. U.S.C.A. Sec.
§ 2410 . . . . . . . . . . . . . . . . . . . . . . . . 18:11

UNITED STATES PUBLIC LAWS

Pub. L. No. Sec.
95-223 . . . . . . . . . . . . . . . . . . . . . . . . . 6:12
96-72 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:12
96-517 (Dec. 12, 1980). . . . . . . . . . 3:1
96-517 (1980) . . . . . . . . . . . . . . . . 22:36
100-568 (1988). . . . . . . . . . . . . . . . . . 2:6
103-465, § 101 (1994) . . . . . . . . . . . 3:1
104-191 . . . . . . . . . . . . . . . . . . . 6:5, 13:3
106-113 . . . . . . . . . . . . . . . . . . 3:24, 25:4
106-113 (2000) . . . . . . . . . . . . . . . . 25:4

Pub. L. No. Sec.
107-204 (2002). . . . . . . . . . . 6:10, 10:5
109-162. . . . . . . . . . . . . . . . . . . . . . . . 8:28
109-312 (Oct. 6, 2006) . . . . . . . . . . 5:7
109-455 (Dec. 22, 2006) . . . . . . . . 8:3
111-5 . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:7
111-295, § 4(a) . . . . . . . . . . . . . . . . . . 2:1
112-29 (2011) . . . . . . . . . . . . . . . . . . . 3:1
112-29, § 15. . . . . . . . . . . . . . . . . . . . . 3:7

CODE OF FEDERAL REGULATIONS

15 C.F.R. Sec. Sec.
730.5 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:13
730.6 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:12
732 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:12
732.2 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:15
732.3 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:15
732.4 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:15
732.5 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:15
734 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:12

15 C.F.R. Sec. Sec.
734.2(b)(1) . . . . . . . . . . . . . . . . . . . . . 6:13
734.2(b)(2) . . . . . . . . . . . . . . . . . . . . . 6:13
734.3 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:16
734.3(a) . . . . . . . . . . . . . . . . . . . . . . . 6:16
734.3(b) . . . . . . . . . . . . . . . . . . 6:16, 6:17
734.3(b)(2) . . . . . . . . . . . . . . . . . . . . . 6:17
734.4 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:16
734.6 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:14

Table of Laws and Rules

Tbl of L&R-7

htt
p:/

/w
ww.pb

oo
ks

ho
p.c

om



CODE OF FEDERAL REGULATIONS—Continued

15 C.F.R. Sec. Sec.
734.7 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:17
734.8 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:17
734.9 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:17
734.10 . . . . . . . . . . . . . . . . . . . . . . . . . 6:17
736.2(b)(3) . . . . . . . . . . . . . . . . . . . . . 6:16
740 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:12
740.9 . . . . . . . . . . . . . . . . . . . . . . . . . . 6:19
742 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:12
744 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:12
768-799.2 . . . . . . . . . . . . . . . . . . . . 18:11
772 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:12

16 C.F.R. Sec. Sec.
Part 312. . . . . . . . . . . . . . . . . . . . . . . 13:3
Part 313. . . . . . . . . . . . . . . . . . . . . . . 13:3
Part 314. . . . . . . . . . . . . . . . . . . . . . . 13:3
318 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:7
700.1(b) . . . . . . . . . . . . . . . . . . . . . . 18:19
701 et seq. . . . . . . . . . . . . . . . . . . . 18:19
701.3(a)(1) . . . . . . . . . . . . . . . . . . . 18:19
701.3(a)(5) . . . . . . . . . . . . . . . . . . . 18:19
701.3(a)(7) . . . . . . . . . . . . . . . . . . . 18:19
701.3(a)(8) . . . . . . . . . . . . . . . . . . . 18:19
701.3(a)(9) . . . . . . . . . . . . . . . . . . . 18:19
701.4 . . . . . . . . . . . . . . . . . . . . . . . . . 18:19
702.3(a) to (b) . . . . . . . . . . . . . . . . 18:19
702.3(a) . . . . . . . . . . . . . . . . . . . . . . 18:19
2301(1) . . . . . . . . . . . . . . . . . . . . . . . 18:19

22 C.F.R. Sec. Sec.
121 . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6:14
121-130 . . . . . . . . . . . . . . . . . . . . . . 18:11

26 C.F.R. Sec. Sec.
31.3401(c)-1(b) . . . . . . . . . . . 11:2, 12:3

37 C.F.R. Sec. Sec.
1.14 . . . . . . . . . . . . . . . . . . . . . . . . . . . 3:22
1.16(b) . . . . . . . . . . . . . . . . . . . . . . . . . 3:15
1.53(b)(2) . . . . . . . . . . . . . . . . . . . . . . 3:15
1.56 . . . . . . . . . . . . . . . . . . . . . . . . . . . 3:26
1.96(a)(2) . . . . . . . . . . . . . . . . . . . . . . 3:22
1.96(b) . . . . . . . . . . . . . . . . . . . . . . . . . 3:22
2.32(a)(5) . . . . . . . . . . . . . . . . . . . . . . 5:10

37 C.F.R. Sec. Sec.
2.34 . . . . . . . . . . . . . . . . . . . . . . . . . . . 5:10
2.56 . . . . . . . . . . . . . . . . . . . . . . . . . . . 5:14
2.71 to 2.73. . . . . . . . . . . . . . . . . . . . 5:15
2.71 . . . . . . . . . . . . . . . . . . . . . . . . . . . 5:15
2.88 . . . . . . . . . . . . . . . . . . . . . . . . . . . 5:12
2.89(c) . . . . . . . . . . . . . . . . . . . . . . . . . 5:12
2.101(b) . . . . . . . . . . . . . . . . . . . . . . . 5:16
Part 3 . . . . . . . . . . . . . . . . . . . . . . . . . 3:38
3.26 . . . . . . . . . . . . . . . . . . . . . . . . . . . 3:38
3.41 . . . . . . . . . . . . . . . . . . . . . . . . . . . 3:38
119(e) . . . . . . . . . . . . . . . . . . . . . . . . . 3:15
201.2 . . . . . . . . . . . . . . . . . . . . 2:29, 4:13
201.2(d)(2) . . . . . . . . . . . . . . . 2:29, 4:13
201.4(a)(2) . . . . . . . . . . . . . . . . . . . . . 2:37
201.4(c) . . . . . . . . . . . . . . . . . . . . . . . . 2:37
201.4(c)(1) . . . . . . . . . . . . . . . . . . . . . 2:37
201.20 . . . . . . . . . . . . . . . . . . . . . . . . . 2:10
Part 202, Appx B. . . . . . . . . . . . . . 2:28
202.3 . . . . . . . . . . . . . . . . . . . . . . . . . . 2:26
202.3(b)(4) . . . . . . . . . . . . . . . . . . . . . 2:28
202.19(c)(5) . . . . . . . . . . . . . . . . . . . . 2:28
202.19(e) . . . . . . . . . . . . . . . . . . . . . . 2:28
202.20(c) . . . . . . . . . . . . . . . . . . . . . . 2:24
202.20(c)(2)(vii) . . . . . . . . . . 2:29, 4:13
202.20(c)(2)(vii)(B) . 2:28, 2:29, 4:13
202.20(c)(2)(vii)(C)(1) . . . . . . . . . . 2:30
202.20(c)(2)(vii)(C)(2) . . . . . . . . . . 2:30
202.20(d) . . . . . . . . . . . . . . . . . . . . . . 2:24
Part 401 . . . . . . . . . . . . . . . . . . . . . . . . 1:6

45 C.F.R. Sec. Sec.
Part 64 . . . . . . . . . . . . . . . . . . . . . . . . . 6:7
Part 160 . . . . . . . . . . . . 6:6, 6:7, 13:18
Part 162 . . . . . . . . . . . . . . . . . . . . . . . . 6:6
162.900 . . . . . . . . . . . . . . . . . . . . . . . . . 6:5
Part 164 . . . . . . . . . . . . . . . . . 6:6, 13:18
164.304 . . . . . . . . . . . . . . . . . . . . . . . . . 6:7
164.408 . . . . . . . . . . . . . . . . . . . . . . . . . 6:7
164.502(a)(1) . . . . . . . . . . . . . . . . . . . 6:6
164.502(a)(2) . . . . . . . . . . . . . . . . . . . 6:6
164.514 . . . . . . . . . . . . . . . . . . . . . . 13:18
164.514(b)(2) . . . . . . . . . . . . . . . . . . . 6:7
164.514(C)(3)(ii)(c)(4) . . . . . . . . 13:18
164.524 . . . . . . . . . . . . . . . . . . . . . . 13:18
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45 C.F.R. Sec. Sec.
164.526 . . . . . . . . . . . . . . . . . . . . . . 13:18
164.528 . . . . . . . . . . . . . . . . . . . . . . 13:18
164.530(f) . . . . . . . . . . . . . . . . . . . . 13:18

48 C.F.R. Sec. Sec.
12.212 . . . . . . . . . . . . . . . . . . . . . . . . . 2:12

48 C.F.R. Sec. Sec.
27.401 et seq. . . . . . . . . . . . . . . . . . 2:12
Part 227. . . . . . . . . . . . . . . . . . . . . . . 17:6
227.401 et seq. . . . . . . . . . . . . . . . . 2:12
252.227. . . . . . . . . . . . . . . . . . . . . . . . 2:12

FEDERAL RULES OF CIVIL PROCEDURE

Rule Sec.
16 . . . . . . . . . . . . . . . . . . . . . . . . . . 9:4, 9:5
16(b) . . . . . . . . . . . . . . . . . . . . . . . . . . . . 9:5
26 . . . . . . . . . . . . . . . . . . . 9:4, 9:16, 27:3
26(b)(1) . . . . . . . . . . . . . . . . . . . . . . . . 9:13
26(b)(2)(C) . . . . . . . . . . . . . . . . . . . . . 9:10
26(b)(3) . . . . . . . . . . . . . . . . . . . . . . . . 27:9
26(b)(5)(B) . . . . . . . . . . . . . . . . . . . . . . 9:7
26(f) . . . . . . . . . . . . . . . . . . . . . . . . 9:5, 9:7

Rule Sec.
30(d)(1) . . . . . . . . . . . . . . . . . . . . . . . . 9:10
33. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 9:8
34 . . . . . . . . . . . . . . . . . . . 9:8, 9:12, 9:16
34(b)(i) . . . . . . . . . . . . . . . . . . . . . . . . 9:11
37 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 9:10
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2:15
Challenges to validity of registra-

tion, 2:31
Circular 61, copyright registration

for computer programs, App
C

Computer-based systems, case law
decisions, 2:16

Considerations in ownership.
Ownership considerations,
below

Considerations in registration

generally, 2:24
mandatory deposit for Library

of Congress collection,
2:28

noteworthy details, 2:25
single or several registrations,

2:26
version to register upon

infringement, 2:27
Copyright law, generally, 2:1-2:17
Creativity requirement of Feist

decisions, 2:14
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COPYRIGHT PROTECTION
—Cont’d

Curing no-notice publication,
notice, 2:11

Data collections, original works of
authorship, 2:4

Deposit for Library of Congress
collection, 2:28

Derivative works, 2:41
Disclaiming government works,

notice, 2:8
Duration of rights, 2:5
Early registration of copyright,

bene�ts, 2:23
Educational institutions, works

created by university
scholars, 2:35

Employers and ‘‘works for hire’’
generally, 2:33
‘‘o� duty’’ created works, 2:34
ownership considerations, 2:33-

2:36
specially commissioned works,

2:36
university scholars, works cre-

ated by, 2:35
Fair use doctrine, 2:18
Feist decision, creativity require-

ment, 2:14
First sale doctrine, 2:17
Implied licenses, 2:42
Jointly developed works, 2:39,

2:40
Litigation Issues Relating to

Software (this index)

Notice

copyright law, generally, 2:6-
2:12

curing no-notice publication,
2:11

disclaiming government works,
2:8

placement, 2:10
published programs, 2:7
special notices, 2:12

COPYRIGHT PROTECTION
—Cont’d

Notice—Cont’d
unpublished trade secret

programs, 2:9
‘‘O� duty’’ created works, 2:34
Original works of authorship

generally, 2:2
data collections, copyright in,

2:4
what constitutes authorship, 2:3

Ownership considerations

generally, 2:32-2:43
assignment of copyright, 2:37,

2:38
authorship vs. assignment of

copyright, 2:38
Circular 92, Chapter 2, App B
derivative works, 2:41
employers and ‘‘works for

hire,’’ 2:33-2:36
implied licenses, 2:42
jointly developed works, 2:39,

2:40
‘‘o� duty’’ created works, 2:34
perfecting security interest, 2:43
rights of ownership, bene�ts of

registration, 2:21
sample copyright assignment

instrument, App 2A
specially commissioned works,

2:36
university scholars, works cre-

ated by, 2:35
Perfecting security interest, 2:43
Placement of notice, 2:10
Post-Feist decisions, 2:15
Published programs, notice, 2:7
Registration

generally, 2:19-2:31
bene�ts

generally, 2:20
creativity needed to protect

new version, 2:22
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COPYRIGHT PROTECTION
—Cont’d

Registration—Cont’d
bene�ts—Cont’d

early registration of copy-
right, 2:23

ownership rights, 2:21
challenges to validity of

registration, 2:31
Circular 61, copyright registra-

tion for computer
programs, App C

considerations

generally, 2:24
mandatory deposit for

Library of Congress
collection, 2:28

noteworthy details, 2:25
single or several registrations,

2:26
version to register upon

infringement, 2:27
screen display registration, 2:30
source code with trade secrets

registration, 2:29
trade secret protection, 2:29,

4:13
Sample copyright assignment

instrument, App 2A
Screen display registration, 2:30
Security interest, perfection, 2:43
Software-related issues, jointly

developed works, 2:40
Source code with trade secrets

registration, 2:29
Specially commissioned works,

2:36
Special notices, 2:12
Subject matter and scope of copy-

right, Title 17 of U.S.C.,
Chapter 1 text, App A

Title 17 of U.S.C.

Chapter 1 text, App A
Chapter 2 text, App B

COPYRIGHT PROTECTION
—Cont’d

University scholars, works created
by, 2:35

Unpublished trade secret
programs, notice, 2:9

Validity of registration, chal-
lenges, 2:31

Works for hire. Employers and
‘‘works for hire,’’ above

CORPORATIONS
Attorney-client privilege, 27:6

CORRECTION OR CURE
Licenses (this index)

COSTS
License support provisions, 15:36

COURTS
Internet software patents, 3:5

CRIMES AND CRIMINAL ACTS
Computer Fraud and Abuse Act,

6:23

CURING NO-NOTICE
PUBLICATION

Copyright protection, 2:11

DAMAGES
Intellectual Property Overview

(this index)

Licenses, incidental and
consequential damages under
UCC, 18:6

Remedy for copyright infringe-
ment, statutory damages,
22:40

DATABASES
License support provisions, 15:32

DATA COLLECTIONS
Copyright protection, original

works of authorship, 2:4
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DATA SECURITY
PROTECTIONS

Generally, 13:1-13:23
Audit rights, contracting strate-

gies, 13:20
Conclusion, 13:23
Contracting strategies

generally, 13:17
audit rights provision, 13:20
EU privacy compliance provi-

sion, 13:19
foreign jurisdictions, 13:22
public policy issues impacting

enforcement of indemnity
provisions, 13:21

U.S. laws, 13:18
Data breach

generally, 13:11
HITECH Act breach noti�ca-

tion rule, 6:7
national data breach noti�cation

law

data breach noti�cation stat-
ute, 13:14

FTC safeguard rules and
GLBA, 13:15

status of e�orts to create,
13:13-13:16

noti�cation obligations, 13:12
European Union laws and regula-

tions

generally, 13:5
binding corporate rules excep-

tion, 13:8
contracting strategies, privacy

compliance, 13:19
model contract (data control-

lers), App 13B
model contract (processors),

App 13A
model contract clauses excep-

tion, 13:7
privacy compliance provision,

13:19

DATA SECURITY
PROTECTIONS—Cont’d

European Union laws and regula-
tions—Cont’d

unambiguous consent (deroga-
tion) exception, 13:9

U.S. Safe Harbor �ling excep-
tion, 13:6

Federal laws and regulations
contracting strategies, 13:18
data breach, 13:13-13:16
regulatory controls, 13:3

Foreign jurisdictions, contracting
strategies, 13:22

FTC safeguard rules and GLBA,
national data breach noti�ca-
tion law, 13:15

HIPAA Business Associate
Agreement, App 13C

HITECH Act breach noti�cation
rule, 6:7

Indemnity provisions, public
policy issues in enforcement,
contracting strategies, 13:21

National data breach noti�cation
law

COPPA, 13:16
data breach noti�cation statute,

13:14
FTC safeguard rules and

GLBA, 13:15
status of e�orts to create, 13:13-

13:16
Public policy issues impacting

enforcement of indemnity
provisions, contracting strate-
gies, 13:21

Regulatory controls
generally, 13:1
binding corporate rules excep-

tion, 13:8
European Union laws and

regulations, 13:5-13:9
exceptions to European Union

laws and regulations, 13:6-
13:9
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DATA SECURITY
PROTECTIONS—Cont’d

Regulatory controls—Cont’d
Federal laws and regulations,

13:3
model contract clauses excep-

tion, 13:7
other data privacy regimes,

13:10
state regulations, 13:4
unambiguous consent (deroga-

tion) exception, 13:9
United States laws and regula-

tions, 13:2-13:4
U.S. Safe Harbor �ling, 13:6

State regulations, 13:4
United States laws and regula-

tions, 13:2-13:4

DEFENSES
Allocation of risks in IT contracts,

indemnity obligations, 16:12
Information liability for tort

claims, First Amendment
defense for manufacturers
and distributors, 8:24, 8:25

Litigation Issues Relating to
Software (this index)

DEPOSITS
Copyright protection, mandatory

deposit for Library of
Congress collection, 2:28

Source code escrow, license
agreement escrow provisions,
21:4

DERIVATIVE WORKS
Copyright protection, 2:41

DESCRIPTION
License support provisions, 15:27-

15:37
Performance warranty, 15:17

DEVELOPMENT OF
SOFTWARE

Generally, 19:1

DEVELOPMENT OF
SOFTWARE—Cont’d

Acceptance, Phase IV, 19:11,
19:12

Changes to SOW, actual software
development in Phase III,
19:7

Creation of statement of work
(SOW) in Phase II, 19:3-19:5

De�ning scope of project, creation
of statement of work (SOW)
in Phase II, 19:4

Design of software and statement
of work (SOW), 19:5

License grant and additional pro-
visions, acceptance in Phase
IV, 19:12

Milestones, actual software
development in Phase III,
19:8, 19:9

Ownership rights, actual software
development in Phase III,
19:10

Payments and milestones, actual
software development in
Phase III, 19:9

Penalties and milestones, actual
software development in
Phase III, 19:8

Phase I: RFP process, 19:2
Phase II: creation of statement of

work (SOW), 19:3-19:5
Phase III: software development,

19:6-19:10
Phase IV: acceptance, 19:11,

19:12
RFP process in Phase I, 19:2
Statement of work (SOW)

changes to, Phase III, 19:7
creation in Phase II, 19:4
design of software in Phase II,

19:5

DIGITAL MILLENNIUM
COPYRIGHT ACT (DMCA)

Litigation Issues Relating to
Software (this index)
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DIRECT ESCROW
Source code escrow, 21:10

DISABLING CODE
Warranty provisions, 15:22

DISCLAIMERS
Copyright protection, notice

disclaiming government
works, 2:8

Information Liability for Tort
Claims (this index)

DISCLOSURE
Internet Patents (this index)

Trade secret protection, ‘‘public
disclosure’’ element, 4:9

DISCOVERY
E-Discovery. Electronically

Stored Information (this
index)

DISTRIBUTION AGREEMENTS
Generally, 17:1
Annotated contract provisions,

17:6
Antitrust issues, 17:4
International considerations and

modi�cations, 17:5
License issues, 17:2-17:5
Unintentional franchise, 17:3

DOMAIN NAMES
Generally, 23:1
A�rmative defenses of Policy

§ 4(c) of UDRP, 23:22
Anatomy of domain name, 23:2
Anticybersquatting Consumer

Protection Act, statutory view
of infringement actions
under, 23:9-23:13

Bad faith intent in infringement
action, 23:11-23:13

Bad faith registration

Policy § 4(a)(iii) of UDRP,
23:23

DOMAIN NAMES—Cont’d
Bad faith registration—Cont’d

remedies for bad faith intent in
infringement action, 23:12

Common law tort, contributory
infringement, 23:8

Contributory infringement, 23:8
Criticism of Uniform Domain-

Name Dispute-Resolution
Policy, 23:28

Duties of provider under UDRP,
23:16

Early legal issues, 23:3
Elements of UDRP complaint,

23:18, 23:19
ICANN's dispute-resolution

policy, action under, 23:14
Identical or confusingly similar,

Policy § 4(a)(i) of UDRP,
23:20

Infringement actions

Anticybersquatting Consumer
Protection Act, statutory
view of action under, 23:9-
23:13

bad faith intent, 23:11-23:13
common law tort, 23:8
contributory infringement, 23:8
in rem jurisdiction, bad faith

intent, 23:13
Lanham Act, 23:6, 23:7
registering infringing domain

name, 23:10
remedies for bad faith intent,

23:12
tra�cking in infringing domain

name, 23:10
using infringing domain name,

23:10
In rem jurisdiction, bad faith intent

in infringement action, 23:13
Lanham Act, infringement actions,

23:6, 23:7
Metatags, early legal issues

involving, 23:3
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DOMAIN NAMES—Cont’d
Other policies based on UDRP,

23:29
Policy § 4(a)(iii) of UDRP, 23:23
Policy § 4(a)(ii) of UDRP, 23:21
Policy § 4(a)(i) of UDRP, 23:19,

23:20
Policy § 4(b) of UDRP, 23:24
Policy § 4(c) of UDRP, 23:22
Policy § 4(k) of UDRP, 23:27
Policy § 18 of UDRP, 23:27
Registration

bad faith registration, Policy
§ 4(a)(iii) of UDRP, 23:23

infringing domain name, 23:10
mechanics of registration, 23:4

Remedies for bad faith intent in
infringement action, 23:12

Reverse domain name hijacking,
23:25

Rights to domain name, Policy
§ 4(a)(ii) of UDRP, 23:21

Rules 1, 15(e), 16(b) of UDRP,
23:25

Rules 10 and 15 of UDRP, 23:17
Tort under common law, contribu-

tory infringement, 23:8
Totality of circumstances, Policy

§ 4(b) of UDRP, 23:24
Trademark requirement, Policy

§ 4(a)(i) of UDRP, 23:19
Trademark searches in selection,

23:5
Tra�cking in infringing domain

name, 23:10
Uniform Domain-Name Dispute-

Resolution Policy

generally, 23:15
a�rmative defenses of Policy

§ 4(c), 23:22
criticism, 23:28
duties of provider, 23:16
elements of UDRP complaint,

23:18, 23:19

DOMAIN NAMES—Cont’d
Uniform Domain-Name Dispute-

Resolution Policy—Cont’d
identical or confusingly similar,

Policy § 4(a)(i), 23:20
other policies based on UDRP,

23:29
Policy § 18, 23:27
Policy § 4(a)(i), 23:19, 23:20
Policy § 4(a)(ii), 23:21
Policy § 4(a)(iii), 23:23
Policy § 4(b), 23:23
Policy § 4(c), 23:22
Policy § 4(k), 23:27
powers and duties of panel,

23:17
registration in bad faith, Policy

§ 4(a)(iii), 23:23
reverse domain name hijacking,

23:25
rights to domain name, Policy

§ 4(a)(ii), 23:21
Rules 1, 15(e), 16(b), 23:25
Rules 10 and 15, 23:17
totality of circumstances, Policy

§ 4(b), 23:24
trademark requirement, Policy

§ 4(a)(i), 23:19
types of disputes not

contemplated by policy,
23:26

Using infringing domain name,
23:10

DUE PROCESS
in rem jurisdiction, 25:5

DURATION
Copyright protection, 2:5
Length of license, 15:7
Warranty, 15:18

DUTY TO DEFEND
Information liability for tort

claims, duty to defend defec-
tive information as ‘‘prod-
uct,’’ 8:10
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ECONOMIC JUSTIFICATION
Shrinkwrap, clickwrap, and

browsewrap agreements,
18:28

ECONOMIC LOSS DOCTRINE
Statutes a�ecting licensing, 18:10

EDUCATIONAL INSTITUTIONS
Copyright protection, works cre-

ated by university scholars,
2:35

Limitations on ISP liability of
nonpro�t educational institu-
tions under DMCA, 22:34

ELECTRONICALLY STORED
INFORMATION

Generally, 9:1-9:16
Accessibility of data

changes for reasonably acces-
sible data, E-discovery
under revised FRCP Rule
26, 9:6

easily accessible vs. inacces-
sible, 9:12

Admissibility, 9:15
Changes for reasonably accessible

data, E-discovery under
revised FRCP Rule 26, 9:6

Complex litigation, production of
ESI, 9:3

Easily accessible data, 9:12
E-Discovery

generally, 9:4-9:9
revised FRCP Rules, 9:4-9:9
Rule 45, 9:9
Rule 16 and 26 preliminary

conferences, 9:5
Rule 33 and 34 speci�cation of

form, 9:8
Rule 26 changes for reasonably

accessible data, 9:6
Rule 26 post production privi-

lege assertions, 9:7
Federal Rules of Civil Procedure,

9:1-9:16

ELECTRONICALLY STORED
INFORMATION—Cont’d

Immunities, 9:7, 9:13
Imposition of sanctions, 9:14
Inaccessible data, 9:12
Obligations, 9:2
Post production privilege asser-

tions, E-discovery, 9:7
Preliminary conferences, produc-

tion of ESI, 9:5
Privilege issues, 9:7, 9:13
Production of ESI

complex litigation, 9:3
easily accessible data, 9:12
guide, 9:10
inaccessible data, 9:12
reasonably accessible data, 9:6
required form, 9:11
Rule 26 post production privi-

lege, 9:7
Reasonably accessible data,

E-discovery, 9:6
Required form of production, 9:11
Retention policies, generally,

9:17, 9:18
Revised FRCP Rule 26,

E-discovery
changes for reasonably acces-

sible data, 9:6
post production privilege, 9:7
preliminary conferences, 9:5

Revised FRCP Rule 45,
E-discovery, 9:9

Revised FRCP Rule 16 and 26
preliminary conferences,
E-discovery, 9:5

Revised FRCP Rule 33 and 34
speci�cation of form,
E-discovery, 9:8

Sanctions, 9:14
Speci�cation of form, E-discovery

under revised FRCP Rule 33
and 34, 9:8

E-MAIL
Attorney-client privilege, 27:8

Index

Index-11

htt
p:/

/w
ww.pb

oo
ks

ho
p.c

om



E-MAIL—Cont’d
In rem jurisdiction, notice, 25:7

EMPLOYMENT
Con�dentiality obligations

acknowledgment, 11:6
Contractual protections

generally, 11:4
acknowledgment of

con�dentiality obligations,
11:6

ownership of work product,
11:5

waiver of ‘‘employee’’ rights,
11:7

Copyright protection, employers
and ‘‘works for hire,’’ 2:33-
2:36

Demands for ‘‘employment
bene�ts,’’ 11:3

Employee vs. contractor

generally, 11:1
contractual protections, 11:4-

11:7
demands for ‘‘employment

bene�ts,’’ 11:3
tax considerations, 11:2

Human resource considerations,
generally, 11:1-11:7

Outsourcing considerations, sta�
augmentation, 12:3

Ownership of work product,
contractual protection, 11:5

Tax considerations, employee vs.
contractor, 11:2

Waiver of ‘‘employee’’ rights,
11:7

ENCRYPTION
Export control restrictions,

encryption software, 6:20
Source code escrow alternative,

21:14

ENCRYPTION SOFTWARE
Export control restrictions, 6:20

ENHANCEMENTS
License support provisions, 15:29

ENTERPRISE LICENSES
Types of licenses, 15:5

ESCROW AGENT
AGREEMENT

Source code escrow, 21:11, 21:12

EUROPEAN UNION
Data Security Protections (this

index)

EVIDENCE
Attorney-client privilege, applica-

tion of Federal Rules of Evi-
dence, 27:7

ESI. Electronically Stored Infor-
mation (this index)

EXAMPLE
Software license, 15:54

EXCEPTIONS
Attorney-client privilege, 27:4
Data security protections, excep-

tions to European Union laws
and regulations, 13:6-13:9

Export control restrictions, com-
puter software, 6:19

Infringement indemni�cation,
exclusions, 15:51

Litigation Issues Relating to
Software (this index)

EXPORT ADMINISTRATION
REGULATIONS

Key sections, App G

EXPORT CONTROL
RESTRICTIONS

Generally, 6:12
Administration regulations, text of

key sections, App G
Computer software exceptions,

6:19
Encryption software, export treat-

ment, 6:20

Law and Business of Computer Software
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EXPORT CONTROL
RESTRICTIONS—Cont’d

Exceptions for computer software,
6:19

Export administration, 6:16
Licensing, export controls, 18:11
Obligations of exporter, 6:18
Other applicable laws and agen-

cies, 6:14
Political changes, impact on

restrictions, 6:21
Preclusion from regulation, 6:17
Requirements for export regula-

tions, 6:15-6:21
Software

encryption software, export
treatment, 6:20

exceptions for computer
software, 6:19

What constitutes export, 6:13

EXPORT GUIDE
BIS Export Guide, App H

FAIR USE DOCTRINE
Copyright protection, 2:18

FASB EMERGING ISSUES
TASK FORCE CONSENSUS

Revenue recognition risks, 10:4

FEDERAL COMMUNICATIONS
COMMISSION (FCC)

Federal regulations, 6:22

FEDERAL REGULATIONS
Computer Fraud and Abuse Act,

6:23
Export Control Restrictions (this

index)

Federal Communications Com-
mission (FCC) regulations,
6:22

Financial Privacy Rule of GLBA,
6:3

Gramm-Leach-Bliley Act
(GLBA) (this index)

FEDERAL REGULATIONS
—Cont’d

Health Information Portability
and Accountability Act
(HIPAA) (this index)

Health Information Technology
for Economic and Clinical
Health Act (HITECH Act),
6:7

International privacy
considerations, 6:9

Privacy

generally, 6:1
Gramm-Leach-Bliley Act

(GLBA) (this index)

Health Information Technology
for Economic and Clinical
Health Act (HITECH Act),
6:7

international privacy
considerations, 6:9

Privacy Rule of HIPAA, 6:6
Safeguards Rule of GLBA, 6:4
Sarbanes-Oxley Act (this index)

Security requirements of HIPAA,
6:8

FEDERAL RULES OF CIVIL
PROCEDURE

Electronically stored information,
9:1-9:16

FEDERAL RULES OF
EVIDENCE

Attorney-client privilege, 27:7

FEIST DECISION

Copyright protection, creativity
requirement, 2:14

FIRST SALE DOCTRINE
Copyright protection, 2:17

FONOVISA
Litigation issues relating to

software, 22:26
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FOREIGN COUNTRIES
Distribution agreements,

international considerations
and modi�cations, 17:5

European Union laws and regula-
tions. Data Security Protec-
tions (this index)

Federal regulations, international
privacy considerations, 6:9

Internet patents, absence of grace
period for �ling, 3:21

Licenses, 15:45, 18:21

FRANCHISES
Distribution agreements, issue of

unintentional franchise, 17:3

FRAUD
Computer Fraud and Abuse Act,

4:21, 6:23
Trade secrets, ownership

considerations, 4:21

GENERALLY ACCEPTED
ACCOUNTING
PRINCIPLES

Revenue recognition risks, 10:2

GOOD FAITH
Domain names

bad faith intent in infringement
action, 23:11-23:13

bad faith registration, Policy
§ 4(a)(iii) of UDRP, 23:23

In rem jurisdiction, bad faith
requirement, 25:8

GRAMM-LEACH-BLILEY ACT
(GLBA)

Data security protections, FTC
safeguard rules and GLBA,
13:15

Federal privacy regulations
generally, 6:2
Financial Privacy Rule, 6:3
Safeguards Rule, 6:4

Financial Privacy Rule, 6:3
Privacy, generally, 6:2

GRAMM-LEACH-BLILEY ACT
(GLBA)—Cont’d

Safeguards Rule, 6:4
Text of Act, App D

GRANT OF LICENSE
Generally, 15:7
Length of license, 15:7
List of prohibited uses, 15:10
Other elements, 15:9
Users, 15:8

GROKSTER
Litigation issues relating to

software, 22:26

GUIDES
BIS Export Guide, App H
Production of electronically stored

information, 9:10

HEALTH INFORMATION
TECHNOLOGY FOR
ECONOMIC AND
CLINICAL HEALTH ACT
(HITECH ACT)

Breach noti�cation rule, 6:7

HEALTH INSURANCE
PORTABILITY AND
ACCOUNTABILITY ACT
(HIPAA)

Data security protections, HIPAA
Business Associate Agree-
ment, App 13C

HITECH Act and breach noti�ca-
tion rule, 6:7

Privacy Rule, 6:6
Security requirements, 6:8
Text of Act, App E

‘‘HIRED TO INVENT’’
EMPLOYEES

Internet patents, ownership of
employee's inventions, 3:30

HISTORICAL PERSPECTIVE
Allocation of risks in IT contracts,

16:1

Law and Business of Computer Software
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HISTORICAL PERSPECTIVE
—Cont’d

Shrinkwrap, clickwrap, and
browsewrap agreements,
18:22

HITECH ACT (HEALTH
INFORMATION
TECHNOLOGY FOR
ECONOMIC AND
CLINICAL HEALTH ACT)

Privacy, breach noti�cation rule,
6:7

Text of Act, App F

HOURS OF SERVICE
License support provisions, 15:30,

15:33

HUMAN RESOURCE
CONSIDERATIONS

Employment (this index)

ICANN DISPUTE-RESOLUTION
POLICY

Domain names, action under
policy, 23:14

IDENTICAL OR
CONFUSINGLY SIMILAR

Domain names, Policy § 4(a)(i) of
UDRP, 23:20

IMMUNITIES
Electronically stored information,

discovery and retention, 9:7,
9:13

IMPLIED LICENSES
Copyright protection, 2:42

INDEMNIFICATION
Allocation of Risks in IT

Contracts (this index)

Data security protections, public
policy issues in enforcing
indemnity provisions, 13:21

Licenses (this index)

System agreements, 20:6

INFORMATION LIABILITY
FOR TORT CLAIMS

Generally, 8:1-8:30
Adware

additional consumer protection,
8:3

liability for, 8:2
Co-authorship of manual, strict

liability for defective infor-
mation, 8:15, 8:16

Communications Decency Act
generally, 8:28
ISPs, immunity under CDA,

8:29
Web site operators and other,

immunity under CDA,
8:30

Defective information, strict
liability

generally, 8:7
co-authorship of manual, 8:15,

8:16
duty to warn, 8:14
exceptions under Federal Tort

Claims Act, 8:12
government origin of defective

navigational information as
immaterial, 8:9

how-to texts, little or no liability
for publishing, 8:11

inappropriate presentation of
navigational information as
defect, 8:8

insurers’ duty to defend defec-
tive information as ‘‘prod-
uct,’’ 8:10

navigational information, inap-
propriate presentation as
defect, 8:8

negligent-misrepresentation,
responsibility based on
relationship, 8:13

publisher's duty of care to read-
ers, 8:17

Winter v. G.P. Putnam Sons:
encyclopedia of
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INFORMATION LIABILITY
FOR TORT CLAIMS
—Cont’d

Defective information, strict
liability—Cont’d

mushrooms, 8:16
Disclaimers

e�ect, 8:26
possible approaches, 8:27

Duty to warn, strict liability for
defective information, 8:14

Erroneous �nancial data, First
Amendment defense for
manufacturers and distribu-
tors, 8:25

Federal Tort Claims Act excep-
tions, strict liability for defec-
tive information, 8:12

First Amendment defense for
manufacturers and distribu-
tors, 8:24, 8:25

Government origin of defective
navigational information as
immaterial, 8:9

How-to texts, little or no liability
for publishing defective
information, 8:11

Inappropriate presentation of
navigational information as
defect, 8:8

Insurers’ duty to defend defective
information as ‘‘product,’’
8:10

ISPs, immunity under Com-
munications Decency Act,
8:29

Joint liability under Restatement
(Second) of Torts § 876, 8:5

Navigational information, inap-
propriate presentation as
defect

generally, 8:8
government origin of defective

navigational information as
immaterial, 8:9

Negligence standards, 8:6

INFORMATION LIABILITY
FOR TORT CLAIMS
—Cont’d

Negligent-misrepresentation,
responsibility based on rela-
tionship, 8:13

Publisher's duty of care to readers,
strict liability for defective
information, 8:17

Resource lists and recommenda-
tions

advertising and sponsorship
‘‘recommendations,’’ 8:20

game product liability issues,
8:23

game rules and information,
8:22

‘‘industry standards’’ publica-
tions, 8:21

liability, generally, 8:18
medical information recom-

mendations, 8:19
SPAM

additional consumer protection,
8:3

liability for, 8:2
Spyware

additional consumer protection,
8:3

liability for, 8:2
Strict liability

generally, 8:4
defective information, strict

liability, above

Web site operators and other,
immunity under Communica-
tions Decency Act, 8:30

INFRINGEMENT ACTIONS
Copyright infringements, intel-

lectual property overview,
1:15-1:17

Domain Names (this index)

Licenses (this index)

Litigation Issues Relating to
Software (this index)

Law and Business of Computer Software
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INFRINGEMENT ACTIONS
—Cont’d

Patent Infringement (this index)

Trademark Protection (this
index)

IN-HOUSE COUNSEL
Attorney-client privilege, 27:5

INJUNCTIONS
Remedy for copyright infringe-

ment, 22:42

IN REM JURISDICTION
Generally, 25:1
Anticybersquatting Consumer

Protection Act (ACPA), gen-
erally, 25:4

Bad faith requirement, 25:8
Domain names, bad faith intent in

infringement action, 23:13
Due process, satisfaction, 25:5
E-mail notice, 25:7
Internet

Anticybersquatting Consumer
Protection Act (ACPA),
25:4-25:9

context, generally, 25:4
Lanham Act requirement for

personal jurisdiction, 25:3
Lanham Act requirement for

personal jurisdiction, Internet
context, 25:3

Mail notice, 25:7
Metatags, inapplicability of

ACPA, 25:9
Notice by mail, e-mail, and publi-

cation, 25:7
Publication, 25:7
Quasi in rem jurisdiction, 25:2
Situs questions, 25:6

INSURANCE
Allocation of Risks in IT

Contracts (this index)

INTELLECTUAL PROPERTY
OVERVIEW

Generally, 1:1-1:20
Damages. Intellectual property

litigation, below
Intellectual property litigation

copyright infringements, 1:15-
1:17

damages
copyright infringement, 1:16
patent infringement claims,

1:13
trademark infringements,

1:20
injunction remedies

copyright infringement, 1:17
patent infringements, 1:14

monitoring
patents for infringement, 1:12
trademarks for infringements,

1:20
patent infringements, 1:11-1:14
statutory damages

copyright infringement, 1:16
trademark infringements,

1:20
trademark infringements, 1:18-

1:20
treble damages, patent infringe-

ments, 1:13
Ownership rights, limits, and

issues

copyrights and ‘‘works for
hire,’’ 1:5

employees and patent rights/
limitations, 1:4

issues when transferring rights,
1:7

joint developers, 1:6
noncompete/con�dentiality pro-

visions, 1:3
venture capital partners/joint

developers, 1:6
Practical considerations

contractual limits, 1:9, 1:10
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INTELLECTUAL PROPERTY
OVERVIEW—Cont’d

Practical considerations—Cont’d
defamation, contractual limits,

1:10
law violations protection,

contractual issues, 1:9
refusals by vendors, provisions

a�ecting revenue recogni-
tion, 1:8

third-party claims protection,
contractual issues, 1:9

unauthorized use, contractual
limits, 1:10

INTERNET
In Rem Jurisdiction (this index)
Litigation Issues Relating to

Software (this index)
Patents. Internet Patents (this

index)
Personal Jurisdiction (this index)
Software patents, 3:5

INTERNET PATENTS
Absence of general duty to assign

invention rights to employer,
3:29

Aggressive disclosure of prior art
to patent examiner, 3:25,
3:26

Application
best-mode disclosure require-

ment, 3:7
claims rule, 3:9
combining multiple prior art

references, 3:12
enabling disclosure require-

ment, 3:6
measuring claimed subject mat-

ter against ‘‘prior art,’’
3:11

nonobviousness, importance of
circumstantial evidence,
3:13

novelty requirement, 3:10-3:13
source code disclosure, 3:8

INTERNET PATENTS—Cont’d
Assignment instruments

generally, 3:37
common law scrutiny of inven-

tion assignment agree-
ments, 3:36

recording patent assignments,
3:38

sample patent assignment, App
3A

Assignment of invention rights

common law scrutiny of inven-
tion assignment agree-
ments, 3:36

instruments. Assignment instru-
ments, above

ownership of employee's inven-
tions, 3:29-3:33

Automatic patent misconception,
3:3

Bar to ownership, 3:18, 3:19
Best-mode disclosure requirement,

applications, 3:7
Beta testing and one-year

deadline, 3:20
Claims rule, applications, 3:9
Combining multiple prior art ref-

erences, applications, 3:12
Common law scrutiny of invention

assignment agreements, 3:36
Disclosure

aggressive disclosure of prior
art to patent examiner,
3:25, 3:26

best-mode disclosure require-
ment, 3:7

‘‘material information’’
disclosure, 3:26

source code disclosure, 3:8
Employee's inventions, ownership

of

generally, 3:28
absence of general duty to

assign invention rights to
employer, 3:29

Law and Business of Computer Software
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INTERNET PATENTS—Cont’d
Employee's inventions, ownership

of—Cont’d
assignment of invention rights

to employer, generally,
3:29

‘‘hired to invent’’ employees,
3:30

o�cer/director �duciary obliga-
tion to assign, 3:32

‘‘set to experimenting’’
employees, 3:31

state statutory regulation of
employees’ duty to assign
invention rights, 3:33

Enabling disclosure requirement,
applications, 3:6

Exceptions in assignment of
invention rights to employer,
3:30-3:32

Filing deadlines, 3:16-3:21
Foreign countries, absence of

grace period for �ling, 3:21
Future provisional royalty rights,

consideration in claims draft-
ing, 3:24

General duty to assign invention
rights to employer, 3:29

‘‘Hired to invent’’ employees,
ownership of employee's
inventions, 3:30

‘‘Joint ownership’’ of inventions
codeveloped with other
companies, 3:35

Judge- and jury-friendly patent
application, 3:22

Nonobviousness

collecting ‘‘objective evidence
of nonobviousness,’’ 3:27

importance of circumstantial
evidence in application,
3:13

Novelty requirement

applications, generally, 3:10-
3:13

INTERNET PATENTS—Cont’d
Novelty requirement—Cont’d

combining multiple prior art
references, 3:12

measuring claimed subject mat-
ter against ‘‘prior art,’’
3:11

nonobviousness, importance of
circumstantial evidence,
3:13

‘‘Objective evidence of
nonobviousness,’’ 3:27

O�-duty inventions of employee,
shop rights in, 3:34

O�ers for sale, impact on �ling
deadlines, 3:17

Ownership considerations

aggressive disclosure of prior
art to patent examiner,
3:25, 3:26

assignment instruments, 3:37
bar to ownership, 3:18, 3:19
beta testing and one-year

deadline, �ling, 3:20
common law scrutiny of inven-

tion assignment agree-
ments, 3:36

employee's inventions, owner-
ship of, above

�ling deadlines, 3:16-3:21
foreign countries, absence of

grace period for �ling,
3:21

future provisional royalty rights,
consideration in claims
drafting, 3:24

‘‘joint ownership’’ of inven-
tions codeveloped with
other companies, 3:35

judge- and jury-friendly patent
application, 3:22

‘‘material information’’
disclosure, 3:26

‘‘objective evidence of
nonobviousness,’’ 3:27
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INTERNET PATENTS—Cont’d
Ownership considerations

—Cont’d
o�-duty inventions of

employee, shop rights in,
3:34

o�ers for sale, impact on �ling
deadlines, 3:17

perfection of security interests
in patents, 3:39

portfolio building, 3:14, 3:15
provable claims, 3:23
‘‘provisional’’ patent applica-

tions, 3:15
‘‘public use’’ as bar to patent,

3:18
recording patent assignments,

3:38
Patent law

generally, 3:1, 3:2
automatic patent misconception,

3:3
statutory subject matter, quali�-

cation as, 3:4
USPTO and courts, 3:5

Perfection of security interests in
patents, 3:39

Prior art

aggressive disclosure to patent
examiner, 3:25, 3:26

combining multiple prior art
references in application,
3:12

measuring claimed subject mat-
ter against ‘‘prior art’’ in
application, 3:11

‘‘Public use’’ as bar to patent,
3:18

Sample patent assignment, App
3A

Security interests in patents,
perfection, 3:39

‘‘Set to experimenting’’ employ-
ees, ownership of employee's
inventions, 3:31

INTERNET PATENTS—Cont’d
Source code disclosure, applica-

tions, 3:8
Statutory subject matter, quali�ca-

tion as, 3:4
Trade secrets, ‘‘public disclosure’’

element, 4:9
USPTO and courts allowed for

software patents, 3:5

IPSO-FACTO TERMINATION
OF LICENSE

Bankruptcy, 18:18

IRON MOUNTAIN®
THREE-PARTY ESCROW
SERVICE AGREEMENT

Source code escrow, App 21A

ISPs
Contributory infringement or

vicarious liability

copyright infringement, gener-
ally, 22:24-22:27

‘‘knowledge’’ factor, 22:25
Napster, Fonovisa, and

Grokster, 22:26
Digital Millennium Copyright Act

and copyright infringement,
limitations on ISP liability,
22:28-22:34

Information liability for tort
claims, immunity under
Communications Decency
Act, 8:29

JOINT DEVELOPMENT
Copyright protection, jointly

developed works, 2:39, 2:40
Intellectual property overview,

ownership rights, limits, and
issues, 1:6

JOINT OWNERSHIP
Internet patents, inventions

codeveloped with other
companies, 3:35

Law and Business of Computer Software
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KNOWLEDGE DATABASE
License support provisions, 15:32

LANHAM ACT
Domain names, infringement

actions, 23:6, 23:7
In rem jurisdiction, 25:3

LENGTH
License, 15:7
Warranty, 15:18

LIBRARY OF CONGRESS
Copyright protection, mandatory

deposit for Library of
Congress collection, 2:28

LICENSE AGREEMENT
ESCROW PROVISIONS

Source Code Escrow (this index)

LICENSES
Generally, 15:1, 18:1, 18:2
Acceptance provisions

generally, 15:11
basic terms, generally, 15:11-

15:15
criteria, 15:12
process, 15:13
remedies, 15:14
responsibilities resulting, 15:15
software, generally, 15:11-

15:15
Access to support provisions,

15:30
Antitrust considerations in licens-

ing, 18:12
Application of UCC to software

license agreement, 18:3
Assignment of agreement, 18:16
Automatic stay in bankruptcy,

18:14
Background, ‘‘wrap’’ agreements,

18:22
Bankruptcy

generally, 18:13-18:18
assignment of agreement, 18:16

LICENSES—Cont’d
Bankruptcy—Cont’d

automatic stay, 18:14
continued possession of ‘‘intel-

lectual property,’’ 18:17
ipso-facto termination, 18:18
rejection of license agreement,

18:15
statutes a�ecting licensing, gen-

erally, 18:13-18:18
Basic terms

generally, 15:11-15:37
software acceptance. Accep-

tance of software, above

support, below

warranties, below

Beta code, 15:23
Browsewrap. Shrinkwrap,

Clickwrap, and
Browsewrap Agreements
(this index)

Clickwrap. Shrinkwrap,
Clickwrap, and
Browsewrap Agreements
(this index)

Commencement

support provision, 15:35
warranty, 15:18

Compatibility, warranty provi-
sions, 15:24

Concurrent user licenses, 15:3
Consequential damages under

UCC, 18:6
Consumer protection, 18:19,

18:20
Continued possession of ‘‘intel-

lectual property’’ after bank-
ruptcy, 18:17

Cooperation, infringement
indemni�cation, 15:50

Copyright protection, implied
licenses, 2:42

Correction or cure, support provi-
sions, 15:28

Cost of support services, 15:36
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LICENSES—Cont’d
Coverage, infringement

indemni�cation, 15:44
Cure. Correction or cure, above

Defense duty, infringement
indemni�cation, 15:47

Defenses

patent infringement charge,
standing of licensee, 24:17

software infringement charge,
licensee's claim to be
‘‘owner,’’ 22:37

Description

performance warranty, 15:17
support provisions, 15:27-15:37

Development of software, license
grant in Phase IV, 19:12

Disabling code, warranty provi-
sions, 15:22

Distribution agreements, license
issues, 17:2-17:5

Documentation, 15:31
Dollar caps, 15:53
Due date compliance, 15:25
Duration

length of license, 15:7
warranty, 15:18

Duty to defend, infringement
indemni�cation, 15:47

Enhancements, 15:29
Enterprise licenses, 15:5
Escrow provisions in license

agreements. Source Code
Escrow (this index)

Example of software license,
15:54

Exclusions, infringement
indemni�cation, 15:51

Export controls, e�ect on licens-
ing, 18:11

Express warranties under UCC,
18:4

Extent of software supported,
15:34

LICENSES—Cont’d
Federal consumer protection law,

18:19
Foreign countries

consideration of foreign law,
18:21

infringement indemni�cation,
15:45

Grant of license
generally, 15:7
length of license, 15:7
list of prohibited uses, 15:10
other elements, 15:9
prohibited uses list, 15:10
restrictions, 15:7-15:10
users, 15:8

History of ‘‘wrap’’ agreements,
18:22

Hours of support, limits, 15:30
Identi�cation of supported

software, 15:34
Implied warranties of UCC, 18:5
Incidental damages under UCC,

18:6
Indemni�cation. Infringement

indemni�cation, below
Infringement indemni�cation

generally, 15:43
cooperation, 15:50
coverage of intellectual prop-

erty rights, 15:44
defense duty, 15:47
duty to defend, 15:47
exclusions, 15:51
foreign countries, 15:45
identi�cation of intellectual

property rights covered,
15:44

infringement claim remedies,
15:52

IP rights covered, 15:44
liability limitations, 15:53
limitations of liability, 15:53
limiting risks, generally, 15:43-

15:52

Law and Business of Computer Software
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LICENSES—Cont’d
Infringement indemni�cation

—Cont’d
noti�cation of claim, 15:48
other IP rights, 15:46
remedies, 15:52
rights covered, 15:44
settlement, 15:49
territorial extent, 15:45
United States compared to

worldwide, 15:45
U.S. vs worldwide, 15:45
who is protected, 15:44
worldwide versus U.S., 15:45

IP rights covered, 15:44
Ipso-facto termination, 18:18
Knowledge database, support pro-

visions, 15:32
Laws, warranty provisions regard-

ing compliance, 15:26
Length

generally, 15:7
warranty, 15:18

Liability limitations, infringement,
15:53

License requirement for support
provisions, 15:37

Limitation of remedies under
UCC, 18:7

Limitations of liability, 15:53
Limiting risks

dollar caps, 15:53
indemni�cation, above
source code escrow, 15:42
warranty limitations. Warran-

ties, below
List of prohibited uses, 15:10
Magnuson-Moss Act, 18:19
Media warranty, 15:19
Model software license, 15:54
Notice

infringement claim, 15:48
On-site support, 15:30
Open-source code, warranty provi-

sions, 15:23

LICENSES—Cont’d
Performance Warranty (this

index)
Prohibited uses list, 15:10
Provisions of agreement

generally, 15:6-15:53
acceptance provisions, above
escrow provisions. Source

Code Escrow (this index)
grant of license, above
infringement indemni�cation,

above
support provisions, below
warranties, below

Questions of fact, UCC as creator
of fact issues, 18:8

Rejection of license agreement,
18:15

Remedies
infringement claim, 15:52
software acceptance, 15:14
warranty limitations, 15:41

Renewal of support services,
15:35

Requirement, support provisions,
15:37

Response time, support provi-
sions, 15:33

Right to license, warranty of,
15:20

Server software licenses, 15:4
Service component, 18:2
Settlement, infringement

indemni�cation, 15:49
Severity levels, support provi-

sions, 15:33
Shrinkwrap, Clickwrap, and

Browsewrap Agreements
(this index)

Software license example, 15:54
State consumer protection laws,

18:20
Statutes a�ecting licensing

antitrust considerations, 18:12
bankruptcy, above
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LICENSES—Cont’d
Statutes a�ecting licensing

—Cont’d
compliance, warranty provi-

sions, 15:26
export controls, 18:11
foreign law considerations,

18:21
Magnuson-Moss Act, 18:19
state consumer protection laws,

18:20
tort liability and economic loss

doctrine, 18:10
Uniform Computer Information

Transactions Act
(UCITA), 18:9

Supported software, identi�cation,
15:34

Support provisions
generally, 15:27-15:37
access, limits, 15:30
basic terms, generally, 15:27-

15:37
commencement, 15:35
correction of error, 15:28
cost, 15:36
description, generally, 15:27-

15:37
documentation, 15:31
enhancements, 15:29
error correction, 15:28
extent of software supported,

15:34
hours of service, 15:30
hours of support, limits, 15:30
identi�cation of supported

software, 15:34
identifying supported software,

15:34
knowledge database, 15:32
license requirement, 15:37
limits on hours or access, 15:30
on-site support, 15:30
renewal, 15:35
requirement for license, 15:37

LICENSES—Cont’d
Support provisions—Cont’d

response time, 15:33
severity levels, 15:33
supported software identi�ca-

tion, 15:34
term of service, 15:35
updates, 15:29
user groups database, 15:32

Termination, bankruptcy, 18:18
Term of support services, 15:35
Territorial extent, infringement

indemni�cation, 15:45
Time

duration, above

support provisions, response,
15:33

warranties, 15:18, 15:25
Tort liability and economic loss

doctrine, 18:10
Types of licenses, 15:1-15:5
UCITA shrinkwrap revisions,

18:32
Uniform Commercial Code as

basic law

application to software license
agreement, 18:3

express warranties under UCC,
18:4

implied warranties of UCC,
18:5

incidental and consequential
damages, 18:6

limitation of remedies, 18:7
question of fact, UCC as creator

of fact issues, 18:8
Uniform Computer Information

Transactions Act (UCITA),
18:9

Unique type of contract, 18:1
Updates, support provisions,

15:29
U.S. vs worldwide infringement

indemni�cation, 15:45
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LICENSES—Cont’d
Users

grant of license, 15:8
support provisions, database of

user groups, 15:32
Viruses, warranty provisions,

15:21
Warranties

generally, 15:16-15:16
basic terms, generally, 15:16-

15:26
beta code, 15:23
commencement date, 15:18
compatibility, 15:24
compliance with laws, 15:26
disabling code, 15:22
due data compliance, 15:25
laws, compliance with, 15:26
length, 15:18
limitations

generally, 15:38
limiting risks, generally,

15:38-15:41
notice, 15:39
opportunity to cure, 15:40
remedies, 15:41

media warranty, 15:19
open-source code, 15:23
performance warranty, 15:17
right to license, 15:20
time, 15:18, 15:25
viruses, 15:21

LINKING TO OTHERS’ WEB
SITES

Copyright infringement and
Internet, 22:23

LITIGATION ISSUES
RELATING TO SOFTWARE

Generally, 22:1-22:43
Aftermarket or add-on software,

marketing, 22:10
Big three: Napster, Fonovisa, and

Grokster, contributory
infringement or vicarious

LITIGATION ISSUES
RELATING TO SOFTWARE
—Cont’d

liability and ISPs, 22:26
Close similarity requirement,

copying ‘‘structure, sequence
and organization,’’ 22:14

Contributory infringement and
ISPs

copyright infringement, gener-
ally, 22:24-22:27

‘‘knowledge’’ factor, 22:25
Napster, Fonovisa, and

Grokster, 22:26
vicarious copyright infringe-

ment, 22:27
Contributory liability and ‘‘knowl-

edge’’ factor, 22:25
Controlling persons’ personal

liability, remedies for
infringement, 22:41

Copying ‘‘structure, sequence and
organization’’

close similarity requirement,
22:14

copyright infringement, 22:11-
22:14

declining abstraction levels,
22:12

�ltration of unprotectable
subject matter, 22:13

six levels of declining abstrac-
tion, 22:12

Copyright infringement

generally, 22:1-22:43
aftermarket or add-on software,

marketing, 22:10
copying ‘‘structure, sequence

and organization,’’ above

defenses to copyright infringe-
ment charges, below

Digital Millennium Copyright
Act and copyright infringe-
ment, below

direct infringement, 22:2
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LITIGATION ISSUES
RELATING TO SOFTWARE
—Cont’d

Copyright infringement—Cont’d
disassembly and reverse

engineering, 22:8, 22:9
exception in DMCA, reverse

engineering, 22:9
Internet and copyright infringe-

ment, below
jointly developed works, protec-

tion, 2:40
marketing of aftermarket or

add-on software, 22:10
1998 DMCA amendment to

Section 117, use by
‘‘unauthorized’’ person,
22:6

remedies for infringement,
below

reverse engineering, 22:8, 22:9
‘‘substantial similarity,’’ 22:3
unauthorized copying or distri-

bution, 22:4
unauthorized use of software,

22:7
use by ‘‘unauthorized’’ person,

22:5, 22:6
‘‘Copyright management informa-

tion’’ removal, impact of
Digital Millennium Copy-
right Act, 22:17

Declining abstraction levels, copy-
ing ‘‘structure, sequence and
organization,’’ 22:12

Defenses to copyright infringe-
ment charges

generally, 22:35
licensee's claim to be ‘‘owner,’’

22:37
modi�cation of owned copies of

software, 22:38
partial immunity under Section

117, 22:36
Defense to patent infringement

claim, standing of licensee,
24:17

LITIGATION ISSUES
RELATING TO SOFTWARE
—Cont’d

Digital Millennium Copyright Act
and copyright infringement

‘‘copyright management infor-
mation’’ removal, 22:17

eligibility for limitations, gener-
ally, 22:29

exceptions to anti-circumven-
tion prohibition, 22:16

impact on copyright protection,
22:15-22:17

information location tools
limitation, 22:33

limitations on ISP liability,
22:28-22:34

nonpro�t educational institu-
tions liability, special
rules, 22:34

remedies, 22:44
reverse engineering exception,

22:9
system caching limitation,

22:31
systems or networks informa-

tion limitation, 22:32
transitory communications

limitation, 22:30
use by ‘‘unauthorized’’ person,

1998 DMCA amendment
to Section 117, 22:6

Direct infringement, 22:2
Disassembly and reverse engineer-

ing, 22:8, 22:9
Educational institutions, limita-

tions on ISP liability of non-
pro�t educational institutions
under DMCA, 22:34

Eligibility for limitations to ISP
liability under DMCA, 22:29

Exceptions

anti-circumvention prohibition,
Digital Millennium Copy-
right Act and copyright
infringement, 22:16
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LITIGATION ISSUES
RELATING TO SOFTWARE
—Cont’d

Exceptions—Cont’d
reverse engineering exception

in DMCA, 22:9
Filtration of unprotectable subject

matter, copying ‘‘structure,
sequence and organization,’’
22:13

Injunction, remedy for infringe-
ment, 22:42

Internet and copyright infringe-
ment

generally, 22:18-22:23
contributory liability and

‘‘knowledge’’ factor,
22:25

infringement liability for Web
sur�ng per se, 22:20

linking to others’ Web sites,
22:23

secondary liability, 22:24-22:27
sharing copyrighted �les over

Internet, 22:19
trespass liability for Web surf-

ing per se, 22:21
Web site mirroring and framing,

22:22
ISPs

contributory infringement and
ISPs, above

Digital Millennium Copyright
Act and copyright infringe-
ment, limitations on ISP
liability, 22:28-22:34

eligibility for limitations to ISP
liability under DMCA,
22:29

vicarious liability and ISPs,
below

Jointly developed works, copy-
right protection, 2:40

‘‘Knowledge’’ factor and contrib-
utory liability, 22:25

LITIGATION ISSUES
RELATING TO SOFTWARE
—Cont’d

Licensee's claim to be ‘‘owner,’’
defense to infringement
charges, 22:37

Limitations on ISP liability under
DMCA. Digital Millennium
Copyright Act and copyright
infringement, above

Linking to others’ Web sites,
22:23

Marketing of aftermarket or
add-on software, 22:10

Modi�cation of owned copies of
software, defense to infringe-
ment charge, 22:38

Napster, Fonovisa, and Grokster,
contributory infringement or
vicarious liability and ISPs,
22:26

1998 DMCA amendment to Sec-
tion 117, use by ‘‘unautho-
rized’’ person, 22:6

Nonpro�t educational institutions
liability, limitations under
DMCA, 22:34

Partial immunity under Section
117, defense to infringement
charge, 22:36

Product recall, remedy for
infringement, 22:43

Remedies for infringement
generally, 22:39
controlling persons’ personal

liability, 22:41
injunctions, 22:42
product recalls, 22:43
seizures, 22:42
statutory damages, 22:40

Secondary liability under federal
copyright law, 22:24-22:27

Seizure, remedy for infringement,
22:42

Sharing copyrighted �les over
Internet, 22:19

Index

Index-27

htt
p:/

/w
ww.pb

oo
ks

ho
p.c

om



LITIGATION ISSUES
RELATING TO SOFTWARE
—Cont’d

Six levels of declining abstraction,
copying ‘‘structure, sequence
and organization,’’ 22:12

Statutory damages as remedy for
infringement, 22:40

Structure, sequence and organiza-
tion in copyright infringe-
ment. Copying ‘‘structure,
sequence and organization,’’
above

‘‘Substantial similarity,’’ copy-
right infringement, 22:3

System caching limitation, limita-
tions on ISP liability under
DMCA, 22:31

Systems or networks information,
limitation on ISP liability
under DMCA, 22:32

Transitory communications,
limitation on ISP liability
under DMCA, 22:30

Trespass liability for Web sur�ng
per se, 22:21

Unauthorized copying or distribu-
tion, 22:4

Unauthorized use of software,
22:7

Use by ‘‘unauthorized’’ person,
22:5, 22:6

Vicarious liability and ISPs

copyright infringement, gener-
ally, 22:24-22:27

‘‘knowledge’’ factor, 22:25
Napster, Fonovisa, and

Grokster, 22:26
secondary liability, 22:27

Web site mirroring and framing,
22:22

Web sur�ng per se

infringement liability, 22:20
trespass liability, 22:21

LOCATION
In rem jurisdiction, situs ques-

tions, 25:6

‘‘LOCK-IN’’ OF CONTRACT
Shrinkwrap, clickwrap, and

browsewrap agreements,
18:25

MAGNUSON-MOSS ACT
Licenses agreements, 18:19

MAIL NOTICE
In rem jurisdiction, 25:7

MCKESSON SECURITIES CASE
Revenue recognition risks, 10:7

METATAGS
Domain names, early legal issues

involving metatags, 23:3
In rem jurisdiction, 25:9
Trademark protection, use of third

party's mark, 5:17

MODEL
Software license, 15:54

MODIFICATIONS
Defense to infringement charge,

modi�cation of owned copies
of software, 22:38

Development of software, changes
to SOW during Phase III,
19:7

Distribution agreements,
international considerations
and modi�cations, 17:5

NAMED USER LICENSES
Types of licenses, 15:2

NAPSTER
Litigation issues relating to

software, 22:26

NEGLIGENCE
Information liability for tort

claims, 8:6
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NONOBVIOUSNESS
Internet Patents (this index)

NOTICE
Breach noti�cation rule, HITECH

Act, 6:7
Claim notice. Allocation of Risks

in IT Contracts (this index)

Copyright Protection (this index)

Data security protections, data
breach noti�cation obliga-
tions, 13:12

In rem jurisdiction, notice by mail,
e-mail, and publication, 25:7

Licenses (this index)

Shrinkwrap, clickwrap, and
browsewrap agreements,
18:26

NOTICE OF CLAIM
Allocation of Risks in IT

Contracts (this index)

NOVELTY REQUIREMENT
Internet Patents (this index)

OBLIGATIONS
Electronically stored information,

9:2

‘‘OFF DUTY’’ CREATED
WORKS

Copyright protection, 2:34

OFF-DUTY INVENTIONS
Internet patents, ownership

considerations, 3:34

OFFSHORE OUTSOURCING
Outsourcing considerations, 12:5

ORIGINAL WORKS OF
AUTHORSHIP

Copyright Protection (this index)

OUTSOURCING
CONSIDERATIONS

Generally, 12:1

OUTSOURCING
CONSIDERATIONS
—Cont’d

Agreement for outsourcing,
sample layout, App 12A

Complexities of outsourcing, 12:2
Complex outsourcing, 12:4
Conclusion, 12:7
Functions or projects, outsourcing,

12:4
Models, outsourcing model

considerations, 12:2
O�shore outsourcing, 12:5
Sample layout, outsourcing agree-

ment, App 12A
Simple outsourcing for sta�

augmentation, 12:3
Speci�c legal protections, 12:6
Sta� augmentation, 12:3

OWNERSHIP
Copyright Protection (this index)
Development of software, Phase

III ownership rights, 19:10
Intellectual Property Overview

(this index)
Internet Patents (this index)
Trade Secrets (this index)

PATENT INFRINGEMENT
See also Internet Patents (this

index)
All elements rule, analysis of

infringement, 24:3
Analysis of patent infringement

generally, 24:2
all elements rule, 24:3
doctrine of equivalents, 24:4
inducement and/or contributory

infringement, 24:5
two-step approach, 24:3

Antitrust defense, 24:18
Binding nature of claim language

drafted, 24:9
Challenge to validity of infringe-

ment claim, 24:16
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PATENT INFRINGEMENT
—Cont’d

Choice of claim language, 24:10
Clear statement of department

from ordinary meaning of
claim language, 24:8

Construction of claim, 24:6
Contributory and/or induced

infringement, 24:5
Dealing with potential infringe-

ment issues, 24:15
Defenses to infringement claim

antitrust, 24:18
challenge to validity, 24:16
patent misuse, 24:18
presumption of market power,

24:18
standing of licensee, 24:17

Doctrine of equivalents

analysis of patent infringement,
24:4

expansion of patent protection,
24:12

limitations on doctrine of
equivalents, 24:13

means-plus-function claims,
24:14

Expansion of patent protection

doctrine of equivalents, 24:12
limitations on doctrine of

equivalents, 24:13
means-plus-function claims and

doctrine of equivalents,
24:14

Inducement and/or contributory
infringement, 24:5

Intellectual property litigation,
1:11-11:14, 24:1-24:19

Limitations on doctrine of
equivalents, 24:13

Means-plus-function language,
24:11

Ordinary meaning of claim
language, 24:7, 24:8

Patent misuse defense, 24:18

PATENT INFRINGEMENT
—Cont’d

Presumption of market power
defense, 24:18

Remedies, 24:19
Standing of licensee, defense to

infringement claim, 24:17
Strengthening patent protection

binding nature of claim
language drafted, 24:9

choice of claim language, 24:10
claim construction, 24:6
clear statement of department

from ordinary meaning,
24:8

means-plus-function language,
24:11

ordinary meaning of claim
language, 24:7

Two-step approach to analysis of
infringement, 24:3

PATENTS
Infringement. Patent Infringe-

ment (this index)
Internet Patents (this index)
Registration, trade secret protec-

tion, 4:14
United States Patent and

Trademark O�ce, 3:5

PAYMENTS
Development of software, Phase

III, 19:9

PENALTIES
Development of software, Phase

III, 19:8
Electronically stored information,

9:14

PERFECTING SECURITY
INTERESTS

Copyright protection, 2:43
Internet patents, 3:39

PERFORMANCE WARRANTY
Generally, 15:17
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PERFORMANCE WARRANTY
—Cont’d

System performance warranty,
20:5

PERPETUAL LICENSE
Grant of license, 15:7

PERSONAL JURISDICTION
Generally, 26:1
Active web sites, 26:4, 26:7
Basic principles, 26:2
Foreign jurisdictions in foreign

countries, Internet-based
activities, 26:8

Interactive web sites, 26:6
Internet sites

active web sites, 26:4, 26:7
foreign jurisdictions in foreign

countries, Internet-based
activities, 26:8

interactive web sites, 26:6
minimum contacts, generally,

26:4
passive web sites, 26:4, 26:5

Minimum contacts in Internet
context, generally, 26:4

Passive web sites, 26:4, 26:5

PHASE I IN SOFTWARE
DEVELOPMENT

RFP process, 19:2

PHASE II IN SOFTWARE
DEVELOPMENT

Creation of statement of work
(SOW), 19:3-19:5

PHASE III IN SOFTWARE
DEVELOPMENT

Generally, 19:6-19:10

PHASE IV IN SOFTWARE
DEVELOPMENT

Acceptance, 19:11, 19:12

PLACE OR LOCATION
Copyright protection, placement

of notice, 2:10

POLITICAL CHANGES
Impact on export control restric-

tions, 6:21

PREEMPTION
Shrinkwrap, clickwrap, and

browsewrap agreements,
18:29

PRELIMINARY
CONFERENCES

Electronically stored information,
9:5

PRICE DISCRIMINATION
Shrinkwrap, clickwrap, and

browsewrap agreements,
18:28

PRIOR ART
Internet Patents (this index)

PRIVACY
Breach noti�cation rule, HITECH

Act, 6:7
Data security protections

EU privacy compliance provi-
sion, 13:19

Health Information Technology
for Economic and Clinical
Health Act (HITECH Act),
6:7

other data privacy regimes,
13:10

Federal regulations, generally, 6:1
Financial Privacy Rule of GLBA,

6:3
Health Information Portability and

Accountability Act (HIPAA),
6:5, 6:6

Health Information Technology
for Economic and Clinical
Health Act (HITECH Act),
6:7

International privacy
considerations, federal law,
6:9
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ProCD DECISION

Shrinkwrap, Clickwrap, and
Browsewrap Agreements
(this index)

PRODUCTION OF
INFORMATION

Electronically Stored Informa-
tion (this index)

PRODUCT RECALL
Remedy for copyright infringe-

ment, 22:43

‘PROTECTED’ COMPUTERS
Computer Fraud and Abuse Act,

6:23

PUBLICATION
In rem jurisdiction, 25:7

PUBLIC USE
Internet patent, bar, 3:18

PUBLISHED PROGRAMS
Copyright protection, notice, 2:7

QUASI IN REM JURISDICTION
In rem jurisdiction, 25:2

RECOMMENDATIONS
Resource Lists and Recom-

mendations (this index)

REGISTRATION
Copyright Protection (this index)

Domain Names (this index)

Patent, 4:14
Trademark Protection (this

index)

RESOURCE LISTS AND
RECOMMENDATIONS

Clickwrap or browsewrap agree-
ments, 18:33

Information liability for tort
claims

advertising and sponsorship
‘‘recommendations,’’ 8:20

RESOURCE LISTS AND
RECOMMENDATIONS
—Cont’d

Information liability for tort
claims—Cont’d

game product liability issues,
8:23

game rules and information,
8:22

‘‘industry standards’’ publica-
tions, 8:21

liability, generally, 8:18
medical information recom-

mendations, 8:19

RETENTION
Electronically Stored Informa-

tion (this index)

REVENUE RECOGNITION
RISKS

Generally, 10:1
Audit Standard No. 2 and fraudu-

lent revenue recognition,
10:8

FASB emerging issues task force
consensus, 10:4

Fraud and Audit Standard No. 2,
10:8

GAAP principles, 10:2
McKesson securities case, 10:7
Position 97-2 Statement, 10:3
Sarbanes-Oxley Act, 10:5
Software revenue recognition

cases, 10:6-10:8
Speci�c legal protections, 10:9
Statement of Position 97-2, 10:3

REVERSE DOMAIN NAME
HIJACKING

Uniform Domain-Name Dispute
Resolution Policy Rules 1,
15(e), and 16(b ), 23:25

REVISED FEDERAL RULES OF
CIVIL PROCEDURE

Electronically Stored Informa-
tion (this index)

Law and Business of Computer Software

Index-32

htt
p:/

/w
ww.pb

oo
ks

ho
p.c

om



ROYALTY RIGHTS
Internet patents, consideration of

future provisional royalty
rights in drafting claims, 3:24

SALES
Copyright protection, �rst sale

doctrine, 2:17

SANCTIONS
Development of software, Phase

III, 19:8
Electronically stored information,

9:14

SARBANES-OXLEY ACT
Practical implications for compli-

ance, 6:11
Reason for regulation, 6:10
Revenue recognition risks, 10:5

SCREEN DISPLAY
Copyright protection, 2:30

SEARCHES
Domain name selection, trademark

searches, 23:5

SECURITY INTERESTS
Copyright protection, perfecting,

2:43
Internet patents, perfection, 3:39

SEIZURE OF PROPERTY
Remedy for copyright infringe-

ment, 22:42

SERVER SOFTWARE
LICENSES

Types of licenses, 15:4

SERVICES
Licenses (this index)

SETTLEMENT
Allocation of Risks in IT

Contracts (this index)

License infringement indemni�ca-
tion, 15:49

‘‘SET TO EXPERIMENTING’’
EMPLOYEES

Internet patents, ownership of
employee's inventions, 3:31

SHRINKWRAP, CLICKWRAP,
AND BROWSEWRAP
AGREEMENTS

Generally, 18:22-18:33
Background, 18:22
Click-through signatures, 18:27
Clickwrap or browsewrap agree-

ments, 18:33
Current ‘‘wrap’’ case law

enforceable provisions, 18:30
unenforceable agreements,

18:31
Deferring ‘‘lock-in’’ of contract,

18:25
Economic justi�cation, 18:28
Enforceable provisions

current ‘‘wrap’’ case law, 18:30
ProCD decision, 18:24-18:29

Federal preemption, 18:29
Justi�cation of enforceability,

18:28
‘‘Lock-in’’ of contract, 18:25
Notices, 18:26
Preemption, 18:29
Price discrimination as economic

justi�cation, 18:28
ProCD decision

click-through signatures, 18:27
deferring ‘‘lock-in’’ of contract,

18:25
discrimination as economic

justi�cation, 18:28
economic justi�cation, 18:28
enforceable shrink-wrap

license, 18:24-18:29
federal preemption, 18:29
justi�cation, 18:28
‘‘lock-in’’ of contract, 18:25
notices, 18:26
preemption, 18:29
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SHRINKWRAP, CLICKWRAP,
AND BROWSEWRAP
AGREEMENTS—Cont’d

ProCD decision—Cont’d
price discrimination, 18:28
restrictive view of federal

preemption, 18:29
short-form package notices,

18:26
‘‘signatures,’’ 18:27

Recommendations, 18:33
Restrictive view of federal

preemption, 18:29
Short-form package notices, 18:26
‘‘Signatures,’’ 18:27
Step-Saver decision, 18:23
UCITA shrink-wrap revisions,

18:32
Unenforceable agreements

current ‘‘wrap’’ case law, 18:31
shrink-wrap license, 18:23

SIGNATURES
Shrinkwrap, clickwrap, and

browsewrap agreements,
18:27

SOURCE CODE
Copyright protection, trade secrets

registration, 2:29
Escrow. Source Code Escrow

(this index)

Internet patent application,
disclosure, 3:8

SOURCE CODE ESCROW
Generally, 21:1
Conditions for release, license

agreement escrow provisions,
21:6

Deposits, license agreement
escrow provisions, 21:4

Direct escrow arrangements,
21:10

Encryption as alternative to
escrow, 21:14

SOURCE CODE ESCROW
—Cont’d

Escrow agent agreement, 21:11,
21:12

Iron Mountain® Three-Party
Escrow Service Agreement,
App 21A

License agreement escrow provi-
sions

generally, 21:2-21:9
additional considerations, 21:9
conditions for release, 21:6
deposits of materials, 21:4
limiting risks, 15:42
release, 21:6, 21:7
two-party vs. three-party escrow

agreements, 21:3
use rights of source code

materials, 21:8
veri�cation, 21:5

Litigation considerations for
escrow agreements, 21:13

Release, license agreement escrow
provisions, 21:6, 21:7

Sample escrow agent provisions,
21:12

Two-party vs. three-party escrow
agreements, 21:3

Use rights of source code materi-
als, 21:8

Veri�cation of license agreement
escrow provisions, 21:5

SPAM
Information liability for tort

claims, 8:2, 8:3

SPECIALLY COMMISSIONED
WORKS

Copyright protection, 2:36

SPYWARE
Information liability for tort

claims, 8:2, 8:3

STATEMENT OF WORK (SOW)
Development of Software (this

index)
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STATES
Data security protections, state

regulations, 13:4

STEP-SAVER DECISION

Shrinkwrap, clickwrap, and
browsewrap agreements,
18:23

SYSTEM ACQUISITION
AGREEMENT

System agreements, 20:9

SYSTEM AGREEMENTS
Generally, 20:1-20:9
Acceptance testing, 20:4
Annotated system agreements,

20:8, 20:9
Certain considerations, 20:3
Components of system, 20:1
Indemni�cation, 20:6
Key considerations, 20:4-20:9
Other considerations, 20:7
System acquisition agreement,

sample annotated, 20:9
Turnkey agreement, 20:2
Warranty of system performance,

20:5

TERMINATION
Licenses, bankruptcy issues, 18:18

TERM LICENSE
Grant of license, 15:7

THIRD PARTY
Trademark protection, ownership

considerations in use of third
party's mark, 5:17, 5:18

TITLE 17 OF U.S.C.
Chapter 1 text, subject matter and

scope of copyright, App A
Chapter 2 text, copyright owner-

ship and transfer, App B

TORT CLAIMS
Domain names, contributory

infringement, 23:8

TORT CLAIMS—Cont’d
Information Liability for Tort

Claims (this index)
Licensing, laws a�ecting, 18:10

TRADEMARK PROTECTION
Generally, 5:1-5:19
Amendments to applications, 5:15
Applications

amendments, 5:15
basis for �ling, 5:12
international class, 5:13
post publication opposition to

application, 5:16
requirements, 5:11
specimens, 5:14

Basis for �ling applications, 5:12
Descriptions

service mark, 5:2
trademark, 5:2

Dilution of mark, infringement of
others’ trademark rights, 5:7

Domain name selection, trademark
searches, 23:5

‘‘Famous,’’ bene�ts of branding,
5:19

Infringement
dilution of mark, infringement

of others’ trademark rights,
5:7

likelihood of confusion,
infringement of others’
trademark rights, 5:6

International class application
requirements, 5:13

Likelihood of confusion, infringe-
ment of others’ trademark
rights, 5:6

Metatags or URLs, use of third
party's mark, 5:17

Ownership considerations
branding bene�ts, 5:19
‘‘fair use’’ of third party's

mark, 5:18
metatags or URLs, use of third

party's mark, 5:17
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TRADEMARK PROTECTION
—Cont’d

Ownership considerations
—Cont’d

third party's mark, 5:17, 5:18
Post publication opposition to

application, 5:16
Priority of rights in trademarks,

5:4
Registration

generally, 5:8
applications, above
bene�ts, 5:9
considerations, 5:10

Service mark, what is, 5:2
Specimens, applications, 5:14
Third party's mark, ownership

considerations, 5:17, 5:18
Trademark law, generally, 5:1-5:7
URL, use of third party's mark,

5:17

TRADE SECRETS
Generally, 4:1
Analysis of claim, 4:12
Categories of trade secret informa-

tion, 4:5, 4:6
Claim analysis, 4:12
Computer Fraud and Abuse Act

claims, 4:21
Con�dentiality obligation provid-

ing protection, 4:16
Copyright protection of unpub-

lished trade secrets programs,
notice, 2:9

Copyright registration, protection
of trade secret, 4:13

Employee considerations, 4:17
Employer's liability, 4:18
‘‘Improper means’’ element, 4:10
International enforcement

procedures, 4:19
IP registration, e�ect on

copyright registration, 4:13
patent registration, 4:14

TRADE SECRETS—Cont’d
Misappropriation, considerations

in proving, 4:20
Ownership considerations

Computer Fraud and Abuse Act
claims, 4:21

employee considerations, 4:17
international enforcement

procedures, 4:19
liability of employers, 4:18
misappropriation,

considerations in proving,
4:20

protection measures, 4:15-4:17
protection via con�dentiality

obligation, 4:16
Patent registration, protection of

trade secret, 4:14
Preemption by federal law, 4:11
‘‘Public disclosure’’ element, 4:9
Quali�cation for protection

generally, 4:4
categories of trade secret infor-

mation, 4:5, 4:6
‘‘improper means’’ element,

4:10
‘‘public disclosure’’ element,

4:9
substantial element of secrecy,

4:7
‘‘use’’ element, 4:8

Restatements’ de�nitions, 4:2
Substantial element of secrecy,

4:7
Uniform Trade Secret Act, 4:3
‘‘Use’’ element, 4:8

TRAFFICKING IN INFRINGING
DOMAIN NAME

Action under Anticybersquatting
Consumer Protection Act,
23:10

TURNKEY AGREEMENT
System agreements, 20:2
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UCITA (UNIFORM COMPUTER
INFORMATION
TRANSACTIONS ACT)

Shrinkwrap revisions, 18:32
Statutes a�ecting licensing, 18:9

UNIFORM COMMERCIAL
CODE

Basic law in licensing agreements.
Licenses (this index)

UNIFORM COMPUTER
INFORMATION
TRANSACTIONS ACT
(UCITA)

Shrinkwrap revisions, 18:32
Statutes a�ecting licensing, 18:9

UNITED STATES PATENT AND
TRADEMARK OFFICE

Internet software patents, 3:5

UNIVERSITIES
Copyright protection, works cre-

ated by university scholars,
2:35

Limitations on ISP liability of
nonpro�t educational institu-
tions under DMCA, 22:34

URLs
Trademark protection, use of third

party's mark, 5:17

USER DATABASE
License support provisions, 15:32

VICARIOUS LIABILITY AND
ISPs

‘‘Knowledge’’ factor, 22:25
Napster, Aimster, and Grokster,

22:26

WAIVER
Employee versus contractor,

contractual protection, 11:7

WARRANTIES
Licenses (this index)
Performance Warranty (this

index)
System agreements, 20:5

WEB SITE MIRRORING AND
FRAMING

Internet and copyright infringe-
ment, 22:22

WEB SURFING PER SE
Infringement liability, 22:20
Trespass liability, 22:21

WORK PRODUCT
Attorney-client privilege, exten-

sion of protection, 27:9
Employee versus contractor,

contractual protections, 11:5

WORKS FOR HIRE
Copyright Protection (this index)
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