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1.53(@) i 3:17n2 1314 ... ... 3:30 n.9
156, .. 3:13n.1;4:40 1.315.... ... 3:30 n.12
1.56(8) e 440n.2 1316........cccciiiiiiiiininn. 3:30 n.7
1.56(b) oo 3:13n4,5 1321 ..., 3:34 n.1
1.63 ..t 39n.6,9,10 1.321(Q).....ccveurenninn... 3:24n.1, 2
1.64. .. 39n.7 1.3210) ..., 3:24n.1, 2
177 39n1 1322............... ..., 3:33 n.1, 2
198 3:183n.2 1323 ... 3:33 n.3
1102 oo 3:19n5 1.324......... .. 3:33n4,5
1104 .............. 3:19n.7;3:37n.12 1.331............. 13:26 n.3; 13:30 n.1
1.104(e). oo 3:30n.2 1.362(d) ........coiiiiiiinn.. 3:31n.1
1111, 3:26n.2,4  1.362(e).....iiiiiiiiii 3:31 n.2
1.111¢e) e 3:26n.5 1.362(g).......cciiiiiiiiin... 3:31 n.6
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1.366(a) ...oovviiiiiiii 3:31 n.5
1.366(C) . v 3:31 n.3
1.366(F) ..o 3:31 n4
1378 o 3:31 n.7
1510 ..o 3:37 n.1
1530 ..o 3:37 n.7
1535 oo 3:37 n.8
1550 ... i 3:37 n.10
220 . . 9:7;,9:19n4
221 9:13 n.1
221(a). e 9:13 n.2
221(a)B) v 9:17 n.2
2.21a)4) oo 9:15n.6
2.21(@)5) ...t 9:15 n.7; 9:20 n.1
224 9:22 n.1
232 ... 9:13 n.1, 2, 3; 9:15 n.7
2.32(8). i 9:16 n.1
2.32(a)(4)Ei1) ..oe i 9:14 n.13
2.32@)6)(V) i 9:15 n.1
2.32(0). i 9:19 n.1
2.33(a)B)A). . 9:14 n.10
2.330b) o 9:19n.2, 3
2330)L) o 9:7 n.2
234 9:16 n.2
234@) (1) ..o 9:7 .11
234(a)3) i 9:2in.1
2.34(@)8)1) e 210 n.3
2.34(a)3)({1) v ~. 910 n.2
2.34(a)(3){i1). ..o 9:10n.5, 8
2.34@)4) ... 9:9 n.7
2.34)(B) o 9:16 n.3
241(a). o i 9:33 n.8
241(0) . e 9:33 n.6
2.47(C) e 9:12 n.7
251 9:17 n.3
252 9:17 n.8
2.52(a) ..o 9:17n.5, 6
2.52(0). i 9:17 n.4
2.52(C) i 9:17 n.7
253(C) i 9:13 n4
256 9:18 n.1
2.56(a). ... 9:18 n.2
2.56(A)2) .. 9:18 n.7
2.56(d)(4) ........... 9:13 n.4; 9:18 n.6
261(0) .. 9:34 n.8
2.71(@) ..o 9:15 n.5; 9:35 n.8
2.71(C) v 9:7n.14
271(d) .o 9:14 n.6
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2.75(C) e 9:12 n.7
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2.76(a). i 9:23 n.1
2.76(0) . 9:23 n.2
280 i 9:37 n.1
2.8 9:9n.4
2.83(a) i 9:6 n.1
2.83(D) i 9:6 n.2
2.83(C) vt 9:6 n.3
2.85 i 9:5n.1, 2
287 9:23 n.6
2.88 9:17
2.88(b). ... Ve 9:23 n.5
2101602145 . oo 9:40
2.101(a) vuve 9:38 n.2
2.101(C) . o evrt e 9:38 n.3
2.102(c) 9:38n.4,5
210408 . 9:38 n.6
2. 9:38 n.15
SIS T( o) 9:38 n.16
2106(0)(1) oo 9:38 n.17
2.106(b)(2)(1) . ovvviiiin 9:38 n.18
2.106(b)(2){H1) .. vveeeeenn 9:38 n.19
2111(a) v 9:39 n.3
2112 .. 9:39 n.4
2.114M)(1) oo 9:39n.5, 6
2.1140)2)@). .o 9:39 n.7
2116(a) ..o 9:40 n.4
2.116(b) ... 9:40 n.1, 2
2.116(d) ... 9:40 n.5
2.116(e). ..o 9:40 n.3
2.127(a) oo 9:40 n.7, 8
2.127(d) oo 9:40 n.9
2127)1)...o 9:40 n.10
2128 . 9:40 n.6
2129 .. 9:40 n.6
2141 ... 9:36 n.2
2.142(a) ..o 9:36 n.4
2142(0) ... 9:36 n.5, 6
2.145(d) ... 9:40 n.14
2.146(2) oo 9:36 n.3
2173 9:35 n.3
2181(a) .o 9:41 n.1
2183 9:41 n.6
2185............. 13:27 n.2; 13:30 n.2
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3.730) oo 3:16 n.1, 2
381 .. 3:30 n.10, 11
6.1 . . 9:5 n.3
6.2 9:5n4
6.3 9:5n.5
6.4 . 9:5 n.5
TAL oo 9:11n4,5,6
TA8 . 9:11n.7, 8
T21 o 9:11 n.11
7.2500) v 9:12n.2, 3
T26 9:12n4
10, 2:2n.1
10.23(c)(A8) v v e 4:6
118 3:3
119 3:3
4131 . 3:28 n.1

FEDERAL RULES OF CIVI}): FROCEDURE

Rule Sec
Form19 ........................... 74
1210 o) I 4:6 n.4; 7:4
11 4:7; 10:8
B ) IS 4:71n.1
19, 4:5
20, e 4:5
26, 4.18; 4:20
26(a)(1). . e 10:5 n.7
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41.50(@) (1) ..o 3:28 n.2
41.50(b) ... 3:28n.5, 8
41.500b)(1)..cceii 3:28 n.6
41.50(0)(2). ..o 3:28 n.7
41.50(¢) i 3:28 n.3, 4
4152 3:28 n.8
4154 ... 3:28 n.8
41.202. ... 3:29 n.8
201.3 o 6:8n.1
2014 ... 13:25 n.3
202(1). e 5:5 n.6
202.1(C) e 5:5n.11
202.3(a)(B)E1) e 6:6 n.4
202.20(b)(2)({1). e 6:10 n.6, 7
202.20(c)(2)@). ..o lii e 6:10 n.8
211.2............ CH....... 13:25 n.7
Ruic Sec
261 4:18 n.1
26(0)B) . 4:18
26(b)(3)EM) e 4:18 n.3
26(C) et 4:19; 11:24
260)3)NC) oo 4:20 n.1
B4 4:20
42(0). o 4:21
5 4:20
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LIBRARY OF CONGRESS)

Sec Sec
621.01 ... 6:3 n.4
621.02 ... .. 6:3 n.2
621.07 ...t 6:3 n.3
630.01(a) ... 6:21 n.3
904 ... 6:3 n.1

Sec Sec
905.01 ... 6:3 n.5
905.03 ... 6:2 n.3
906 ..o 6:2n.4
910 .o 6:4 n.1
91001 ... 6:5n.2
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104 .. 9:34 n.5
604 ... 9:22 n.2
70201 .. ... 9:34 n.2
702.02. ... 9:34 n.3
704.01 ... 9:34 n.4,7
05 o 9:34 n.6
803.01.........ccvinn... 9:14n.2, 3,5
803.02......c. i 9:14 n.7
803.03 ..ot 9:14n.8, 9
803.04............... 9:14 n.10, 11, 12
803.05. ...t 9:14 n.14
803.06........ ot 9:14 n.6
804.01......0vviiiii. 9:19n.1
804.02......0viiii 9:14 n4
805 .t 9:15 n.2
806 ..o 9:16 n.1, 2
806.01(b) ....oovviii 9:14 n4
806.02(a) ... v 9:16 n.3
807 oo 9:17 n.8
807.03 ... 9:17n.5,6
807.04. ..., 9:17 n4
807.05 .. ..o viiiia 9:17 n.7
807.010.........cccviin... 9:17 n:2
80714 .....coviiii 9:35.1.2
814 ..o 9:24n.8
818 213 n.1
901.03.........coiiii.. w97 n 17
901.04 ...t 9:7n.19
903.02 ...t . 9:7n.12, 13
903.06 .......... i 9:7 n.15, 16
904 ... 9:18n.1, 2, 3, 4
904.02. ...t 9:18 n.5
904.02(b) ...t 9:18 n.7
904.02(c)(d1). .o vv e 9:18 n.8
904.03(d) ...t 9:18 n.6
904.04b) ..ot 9:18 n.11, 13
906 ..o 9:18 n.9
906.02........ciiii. 9:18 n.10
1003 ..o 9:9n.6
100301 ....ccvviiie 9:9n.5
1003.02......oviiaea 9:9n.8
1003.05 ... ..o 99n4
1004.01(a) ...ovveinnnn... 9:10 n.5, 10
1004.01(b) . .ovvviiaen 9:10 n.9
1005 ... 9:10 n.6, 7
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1108.03. ... 9:23 n.4
1201 ... 9:12n.1
1202.15. ..o 9:18 n.6
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1212 9:33 n.2
121201 ... 9:33 n.3, 4
1212.04. ... 9:33 n.6
1212.04(d) ..o 9:33 n.7
1212.05. ..o 9:33 n.5
1212.06.....ccciii 9:33 n.8
1212.06(a) to (d).............. 9:33 n.9
1213, ... 9:35n.4,5,6
1304 ... 9:3 n.6
1401.03(0) ........... Ve 9:15 n.8
1401.04........+«oo..... 9:15 n.9, 10
1401.04M0). .o ovr 9:15 n.10
1401.07 .. oo e 9:5 n.6
1402.02 /oo 9:15 n.2
1402.047 . ... 9:15 n.4
1409055, oo 9:15 n.3
1E02.06............. 9:15 n.5; 9:35 n.8
3402.06(a) ..o 9:35 n.9
1501.02. ... 9:36 n.5
1501.02(a) ..o 9:36 n.6
1502, . . 9:37 n.1
1503.01. .. ..o 9:37 n.3
1505. .. ..o 9:35 n.10, 11
1505.01 .....oooiiiii 9:35 n.12
1604 .. ... 9:41 n.4
1604.01...........cciinia. 9:41 n.2
1609.02. ...l 9:35 n.3
1702 . 9:36 n.3
1901.. 9:11 n4, 5, 12, 13, 14; 9:12 n.5
1902.02. ...t 9:11 n.6
190203 .....cviiii 9:11n.7, 8
1902.05. .. .o 9:12 n.8
1904.01........ciiiiia, 9:12 n.3
1904.01(¢) ..o 9:12 n.8
1904.01h).......ccoviia.. 9:12 n.2
1904.02(a) ..o viii 9:12 n.6
1904.02(0) ....oviii 9:12 n.9
1904.03(a).....covvveiinnn.. 9:12 n.13
1904.05.........coen.... 9:12 n.10, 11
1904.09 ...l 9:12 n.12
1905. . .o 9:11 n.15
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31806 to 31814 ................ 3:4n.l

HOUSE REPORTS

No. Sec. No. Sec.
94-1476. ... 7:18n.7 94-1476........... ... 6:2 n.2

SENATE REPORTS

Sec. Sec. Sec. Sec.
94-473 ... 7:18 n.7,27 1979,82 Cong. ......0h....... 4:11 n.1
ALABAMA CODE
Sec. Sec. Sec. Sec.
8-12-17 ... 10:25n.2 8-15.0G)................... 10:39 n.3
8-13-1 ...t 10:41 n.3 8-27-1t0827-6............. 11:1 n.17

ALASXA STATUTES

Sec. Sec.
45.50.910 to 45.50.945 . .. ... 11:1 n.17

ARIZONA STATUTES

Sec. Sec.
44-401 to 44-407 ............ 11:1 n.17

ARKANSAS CODE ANNOTATED

Sec. Sec.
4-75-601 to 4-75-607 ........ 11:1 n.17

Thl of L&R-11



IP Law For BusiNEss LAWYERS

CALIFORNIA BUSINESS AND PROFESSIONS CODE

Sec. Sec.
14247 ..o 10:25 n.2

CALIFORNIA CIVIL CODE

Sec. Sec. Sec. Sec.
3334(a)........... 12:15 n.1; 12:16 n.1  3344(g) ..o 12:5
3344 ................ 12:4n.4;12:5n.1  3344.1.......c0iiiiiiiiiiii.. 12:11
3344(a) ..o 129 n1 3344.1(a)(1) ...evenininnnn... 12:11 n.3
3344(d) ..o 12:8n.1 34253..........ciiiiia... 12:13 n.1
3344(e) .ot 12:8 n.7 3426 to 3426.11............. 11:1 n.17

CALIFORNIA CODE OF CIVIL PROCUDURE

Sec. Sec.
2019(d) ... 11:22 n.4

CALIFORNIA LASUR CODE

Sec. Sec:
2870 oo 11:11 n 17

COLCRAVLO REVISED STATUTES

Sec. Sec.
7-74-101 to 7-74-120 ....... 11:1 n.17

CONNECTICUT GENERAL STATUTES

Sec. Sec.
35-50 t0 35-58............... 11:1 n.17

DELAWARE CODE

6 Del. Code Ann. Sec. Sec. 19 Del. Code Ann. Sec. Sec.
2001 t0 2009 ................ 11:1n.17 805......civviiiiian.. 11:11 n.17
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36-401 t0 36-410 ............ 11:1 n.17
FLORIDA STATUTES
Sec. Sec. Sec. Sec.
495.151 ... 10:25n.3 81741.......... ... ... ..... 10:41 n.2
Ch 688.001 to 688.009 ...... 11:1 n.17
GEORGIA CODE
Sec. Sec. Sec. Sec.
10-1-760 to 10-1-767 ........ 11:1n.17 16-8-13............0 .vo..... 11:35 n.2
10-1-766......cccovveveninn.. 11:21 n.3  26-2-152(b).... «cinvin.... 10:41 n.5

HAWAII REVISED STATUTES

Sec. Sec.
482B-1 to 482B-9 ........... 11:1 n.17

TOAHO CODE

Sec. Sec.
48-801 to 48-807 ....... ... 11:1 n.17

ILLINOIS COMPILED STATUTES

765 I1l. Comp. Stat. Sec. 765 Ill. Comp. Stat. Sec.
1036 cieieiiiiieiiann 10:25 n.3 1065/1 to 1065/9 ............ 11:1 n.17
1060/2 ..o 11:11 n.17

INDIANA CODE
Sec. Sec.
24-2-3-1 to 24-2-3-8 ......... 11:1 n.17
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IOWA CODE
Sec. Sec.
550.1t0550.8............... 11:1 n.17

KANSAS STATUTES

Sec. Sec. Sec. Sec.
44-130 ... 11:11 n.17 60-3320 to 60-3330.......... 11:1 n.17

KENTUCKY REVISED STATUTES

Sec. Sec.
365.880 to 365.900.......... 11:1 n.17

LOUISIANA REVISED STATUTES ANNOTATED

Sec. Sec.
51:1431 to 51:1439.......... 11:1 n.17

MAINE REVISED STATUTES ANNOTATED

10 ML.R.S.A. Sec. Sec. 10 ML.R.S.A. Sec. Sec.
1541t0 1548 ............... 1A nd7 1547, 11:21 n.4

MARYLAND CODE, COMMERCIAL LAW (I, II)

Sec. Sec.
11-1201 to 11-1209.......... 11:1 n.17

MICHIGAN COMPILED LAWS ANNOTATED

Sec. Sec.
445.1901 to 445.1910 ....... 11:1 n.17
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Sec. Sec. Sec. Sec.
181.78. . i 11:11  325C.01 to 325C.08......... 11:1 n.17
181.78(1) .o vvieein 11:11n.16  543.19(1) .........ccovvin.... 10:2 n.2

MISSISSIPPI CODE ANNOTATED

Sec. Sec.
75-26-1 to 75-26-19 ......... 11:1 n.17

MISSOURI STATUTES

Sec. Sec. Sec. Sec.
417.450 to 417.467.......... 11:1n.17 417461 .......... 0 .o...... 11:21 n.3
MONTANA CODE
Sec. Sec.
30-14-401 to 30-14-409...... 11:1 n.17

NEBRASKA REVISED STATUTES

Sec. Sec. Sec. Sec.
87-501 to 87-507 .......:0. .. 11:1n.17 87-506..........ccccvvvinnnn. 11:21 n.4

INEVADA REVISED STATUTES

Sec. Sec. Sec. Sec.
600.435 ... 10:25 n.4 600A.010 to 600A.100....... 11:1 n.17

NEW HAMPSHIRE REVISED STATUTES

Sec. Sec.
350-B:1 to 350-B:9.......... 11:1 n.17
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Sec. Sec.
57-3A-1to 57-3A-7.......... 11:1 n.17

NEW YORK CIVIL RIGHTS LAW

Sec. Sec. Sec. Sec.
B0 12:5n.7 50and b1 ... 12:5
53 12:5

NORTH CAROLINA GENERAL STATUTES

Sec. Sec. Sec. Sec.
66-57.1.. .0 11:11 n.17 66-152 to 66-157 . & ........ 11:1 n.17

NORTH DAKOTA CENTURY CODE

Sec. Sec.
47-25.1-01 to 47-25.1-08 .... 11:1 n.17

OHIO RV VISED CODE

Sec. Sec. Sec. Sec.
1333.61 to 1333.69.........: 11:1n.17 133366 ........covvvevinn.n. 11:21 n.4
OKLAHOMA STATUTES
12 Okla. Stat. Sec. Sec. 78 Okla. Stat. Sec. Sec.
1449(A) ... 10:18 85t094 ..., 11:1 n.17

OREGON REVISED STATUTES

Sec. Sec. Sec. Sec.
646.461 to 646.475.......... 11:1n.17 646.885(2)................... 10:41 n.4
646.885(1).....ccciiiiin. 10:41 n.1
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Pa. Cons. Stat. Sec. Sec.
5301 t0 5308 ................ 11:1 n.17

RHODE ISLAND GENERAL LAWS

Sec. Sec.
6-41-1to 6-41-11............ 11:1 n.17
SOUTH CAROLINA CODE
Sec. Sec.
39-8-10 to 39-8-130 ......... 11:1 n.17

SOUTH DAKOTA CODIFIED LAWS

Sec. Sec. Sec. Sec.
15-7-2(2). o 10:2n.3 37-29.17¢0 37-29-11 ......... 11:1 n.17

TENNESSEE CODE

Sec. Sec.
47-25-1701 to 47-25-1709 ... 1.1 n.17

TEXAS BUSIINESS AND COMMERCE CODE ANNOTATED

Sec. Sec.
1629 ... 10:32 n.5
UTAH CODE
Sec. Sec.
13-24-1 to 13-24-9........... 11:1 n.17
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VERMONT STATUTES

9 Vt. Stat. Sec. Sec. 12 Vt. Stat. Sec. Sec.
4601 t0 4609 ................ 11:1n.17 5230 11:1 n.17
VIRGINIA CODE
Sec. Sec.
59.1-336 to 59.1-343 ........ 11:1 n.17

VIRGIN ISLANDS CODE

11 V. I. Code Sec. Sec.
1001 to 1010 ................ 11:1 n.17

WASHINGTON REVISED CODE

Sec. Sec. Sec. Sec.

9A.56.010(6) ................ 11:35 n.2  49.44140 .................. 11:11 n.17
19.108.010 to 19.108.940.... 11:1 n.17

WEST VIRGINIA CODE
Sec. Sec.
47-22-1 to 47-22-10 .... .. .. 11:1 n.17

WISCONSIN STATUTES
Sec Sec
134.90.. ... 11:1 n.17

WYOMING STATUTES

Sec. Sec.
40-24-101 to 40-24-110...... 11:1 n.17
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Sec Sec. Sec. Sec.
ATt O o 13:24  9-203(0)(3)A) ..o 13:22 n.1
9-102..... ... 13:22 105,10 9:204(a) ....oooeeeieeeeeea 13:30
9-102(a)(42) ..o 13:22n4  9301........................ 13:23 n.1
9-102(a)(44) . ........... 13:22n.3,8,9  9.301(1)......c.coviinn... 13:23 n.1
9-102(a)(75) ... vveen. .. 13:22 n.10 9_301(2) ................... 13:28 n.1
9-103(8) ..vnvvviriiniennns 1323 0.1 9.3023).....ccceeiieie 13:23 n.2
9-104(@) ..o 132303 9307 ..o 13:23 n.1
9-105(1)(h) ..o 1322103 9310 13:92 1.2 13:23 n.1
9106 oo, 13:22 n4, 5
’ 9-3100b)(3) oo, 13:23 n.2
9109 . .. 13:23n.3 g o0 13.24 0.6
9-109(c)(1)........ 13:23 n.3; 13:24 n.6 311(' ')'('1') """"""" 1393 1.9, 13:98
9-203(1)(8) .. .rvveerinnn 13:22 0.1 TR e O LS A
UNIFORM TRADE SECRETS ACT
Sec. Sec. Sec. Sec
1, Comment... 11:3 n.2; 11:7 n.2; 11:9 2, Comment................. 11:32 n.2
n.3;11:18 n.8; 11:19 04, 5, 9(a). . o\ .0 . 11:6 n.1
1127 n.5; 1129 n.5 3 1133 n 15
L)oo 11:17n.6 o . T ' :
B(8) 11:33
12). .. 11:18 n.1; 11:29 n.9 'B) 11:33 .16
12)EDBYAL) e, 11:29 n.& i oo
. .. Do 11:34 n.1; 11:35 n.1
1(2)3) and (G1).....c.oonn.n. 11:29 n.12 5 1194 3. 4. 5 6.9
1) o, 11:83n.1; 1Ldn, 1 - 2o o1 ni 1 st
14)G) . 11:5 n.3; 11:6 n.1; 1171, 11 Ooeerreeoeeeee 21n.1, 11, 13, 17
RESTATEMENT THIRD, UNFAIR COMPETITION
Sec. Sec. Sec Sec.
17, Commentc.............. 10:81n.22 40(a) ..o.vvviiii 11:17 n.2
36t037 vt 10:15 0.1 40(b) ovvveeeeaeean 11:17 n.3
3T e 10:15 0.7 41, Commentb........... 11:20 n.1, 2
38, Commenta..... 11:1n.8 11:9n.2 49 11:20 n.2; 11:29 n.13, 14

39, Comment d.... 11:1 n.6, 7, 12, 14,
21; 11:2 n.4; 11:4 n.6; 11:7 n.3,

9, 10; 11:9 n.3, 5; 11:17 n.4;

11:23 n.4, 6; 11:26 n.1; 11:35 n.2
11:17; 11:29 n.15, 16

43, Comment c.. 11:18 n.3, 4, 5; 11:19

n.2; 11:24 n.1
44, Comment f......... 11:32 n.10, 11
44(3) oo 11:32 n.3
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Zacchini v. Scripps-Howard Broadcasting Co., 433 U.S. 562, 97 S. Ct.
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1983)—§ 10:17 n.11
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Index

ABANDONMENT
Trademark law, § 8:24, 8:25, 10:16

ABBREVIATIONS
Trademark law, § 8:19

ACCESS
Copyright law, § 7:14

ACQUIESCENCE
Trademark law, § 10:21

ACQUISITION OF RIGHTS
Trademark law, § 8:20-8:23

ACQUISITIONS
Mergers and Acquisitions, this index
Trade secrets, § 11:18, 11:31

ACTIVE INDUCEMENT OF INFRINGEMENT
Patent law, § 4:11

ACTUAL DAMAGES
Copyright law, § 7:28

ACTUAL NOTICE
Patent law, § 4:27

ADEQUACY OF DESCRIPTION
Patent law, § 4:38

ADJECTIVE
Trademark law, § 8:30

ADVERTISING
Citations to State False Advertising Acts, App S
Trademark Law, this index

ADVICE
Generally, § 15:1 et seq.
Avoiding infringement, § 15:13
Awareness of benefits, creating, § 15:8
Awareness of dangers of ignoring IP, § 15:9
Client’s property, generally, § 15:2-15:7
Competitors, identification of, § 15:5
Contact person, identifying, § 15:2
Created, identifying process, § 15:3
Due diligence considerations, § 15:14
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ADVICE—Cont’d
Educating client, § 15:8, 15:9
Enforcement of rights, § 15:12
Existing IP, identifying, § 15:10
Industry, identification of, § 15:5
Infringement, avoiding, § 15:13
Marketing, § 15:4
New IP, protection of, § 15:11
Notice and knowledge, § 15:8, 15:9
Protection, creating system of, § 15:10-15:12
Role of IP, identification of, § 15:7
Systematic protection, § 15:6
Third persons, avoiding infringement, § 15:13

AFFIRMATIVE ACTS
Trademark law, § 8:25

AFFIXING NOTICE
Copyright law, § 6:15

AGENTS
Patent law, § 2:2, 3:3

ALLEGATIONS
Trademark law, § 9:23

ALLOWANCE
Patent law, § 3:30

AMERICA INVENTS ACT
Applications—avoiding time-bais
post-AlA, § 3:6
pre-AlA, § 3:5
ANSWER
Patent law, § 4:0, App E

ANTICIPATION
Patent law, § 3:22, 4:32

APPEAL AND REVIEW
Patent law, § 3:28
Trademark law, § 9:36

APPLICATIONS
Copyright Law, this index
Patent Law, this index
Trademark Law, this index

APPROPRIATION
Publicity, appropriation of plaintift’s identity, name or likeness, § 12:7

ARBITRARY MARKS
Trademark law, distinctiveness of marks, § 8:7
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ARBITRATION
Assignment, § 13:6
Licenses, § 13:16

ASSET PURCHASE AGREEMENT
Mergers and acquisitions, § 13:37

ASSETS
Due diligence considerations, § 15:14
Mergers and acquisitions, identifying assets, § 13:35

ASSIGNMENT
Generally, § 13:1-13:11
Arbitration, § 13:6
Breach, right to remedy, § 13:7
Choice of forum, § 13:11
Choice of law, § 13:10
Continuing waiver, no implied continuing waiver, § 13:9
Copyright law, § 5:11, App W
Forum, choice of, § 13:11
Implied continuing waiver (no implied continuing waivar), § 13:9
License, generally, § 13:1
No implied continuing waiver, § 13:9
Non-default, § 13:8
Patent assignment, App U
Patent law, applications, § 3:2, 3:14
Prohibited practices, § 13:4
Recording requirements, § 13:3
Remedy breach, right to, § 13.7
Structure, § 13:2
Termination, § 13:5
Trademark law, Apr ™~/
Waiver, no implira centinuing waiver, § 13:9

ATTORNEY-CLiENT PRIVILEGE
Patent law, litigation, § 4:17

ATTORNEYS’ FEES
Copyright law, litigation, § 7:31
Patent law, litigation, § 4:29
Publicity, § 12:16
Trade secrets, § 11:34

ATTORNEY WORK PRODUCT
Patent law, litigation, § 4:18

AUTHORITY AND AUTHORIZATION
Copyright law, registration—omission of notice, § 6:19

AUTHORS AND AUTHORSHIP
Copyright law, § 5:3
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AVOIDANCE
Adpvice, avoiding infringement, § 15:13
Patent law, applications—avoiding time bars, § 3:5, 3:6
Trademark law, avoidance of unregistrable subject matter, § 8:34

BANKRUPTCY
Security interests, § 13:33

BERNE CONVENTION
Foreign countries, copyright, § 14:15

BIFURCATION
Patent law, litigation, § 4:21

BILATERAL AGREEMENTS
Foreign countries, § 14:2

BURDEN OF PROOF
Trade secrets, misappropriation, § 11:25

BUSINESS METHOD PATENTS
Patent law, § 3:40

BUSINESS PRACTICES
Citations to State Unfair Business Practices Actz; zxpp R

CANCELLATION
Trademark law, § 9:39, App M

CELEBRITIES
Publicity, right surviving death o{ celebrity, § 12:11
Trademark law, advertising law. § 10:36

CERTIFICATES AND CEXXYIFICATION
Copyright law, registration, § 6:21
Patents, certificates ot correction, § 3:33
Security interests, vaftents and plant variety certificates, § 13:26
Trademark law, foreign registration certificate, § 9:21

CHOICE OF FORUM
Assignment, § 13:11
Licenses, § 13:21

CHOICE OF LAW
Assignment, § 13:10
Licenses, § 13:20

CITATIONS
State Deceptive Trade Practices Act, App Q
State false advertising acts, App S
State right of publicity acts, App T
State unfair business practices acts, App R

CLASSIFICATION SYSTEM
Trademark law, examination within PTO, § 9:5
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CLEARANCE SEARCH, CONDUCT OF
Trademark law, § 8:32

COLLECTIVE WORK
Copyright law, contribution to collective work, § 5:9

COMBINATION MARKS
Trademark law, § 8:13

COMMERCIAL TORTS
Trademark and advertising laws, § 10:40

COMMON LAW CLAIMS
Publicity, § 12:4

COMMON LAW RIGHTS
Trademark law, § 8:20

COMPETING GOODS
Trademark law, dilution, § 10:32

COMPETITION
Adpvice, identification of competitors, § 15:5
Trademark Law, this index

COMPLAINT DRAFTING
Copyright law, litigation, § 7:4
Patent law, litigation, § 4:5
Trademark law, litigation, § 10:5

COMPLAINTS
Copyright law, infringement coniplaint, App J
Patent law, infringement eoniplaint, App D
Trademark law, infringcmient complaint, App N

COMPLETENESS
Patent law, incempiete applications and missing parts, § 3:17

COMPUTER PROGRAMS
Copyright law, § 5:21, 7:19

COMPUTER SOFTWARE
Copyright law, infringement, § 7:16

CONFIDENTIAL INFORMATION
Patent law, litigation, § 4:19

CONFIDENTIALITY AGREEMENTS
Generally, App O
Mergers and acquisitions, § 13:34
Trade secrets, § 11:9, 11:10

CONFUSION OR CONFUSING SIMILARITY
Trademark law, § 9:25, 10:9, 10:11
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CONSENT
Publicity, evidence of infringement of right, § 12:9
Trade secrets, disclosure or use without consent, § 11:20

CONSENT JUDGMENTS
Generally, App G
Patent law, litigation, § 4:24

CONSTITUTIONAL LAW
Publicity, First Amendment defenses, § 12:17

CONTACT PERSON
Advice, § 15:2

CONTINUATION APPLICATIONS
Patent law, priority of inventions, § 2:23

CONTINUATION-IN-PART APPLICATIONS
Patent law, priority of inventions, § 2:24

CONTINUING WAIVER
Assignment, no implied continuing waiver, § 13:9

CONTRACTS AND AGREEMENTS
Confidentiality agreement, App O
Employment agreement, App P
Foreign countries, § 14:1-14:3
Mergers and acquisitions
asset purchase agreement, § 13:37
confidentiality agreement, § 13:24
stock purchase agreement, §-13:36
Trade secrets, confidentialitv agreements, § 11:9, 11:10

CONTRIBUTION
Copyright law, contribition to collective work, § 5:9

CONTRIBUTOXY iINFRINGEMENT
Copyright law, infringement, § 7:8
Patent law, litigation, § 4:12

COPYRIGHTABLE SUBJECT MATTER
Generally, § 5:2-5:5
See also. Copyright Law, this index

COPYRIGHT LAW
Generally, § 5:1 et seq.
Access, § 7:14
Actual damages and infringer’s profits, § 7:28
Affixing notice, method of, § 6:15
Application fee for registration, § 6:8
Application forms for registration, § 6:9, App H
Assignment, § 5:11, App W
Attorneys’ fees, § 7:31
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COPYRIGHT LAW—Cont’d
Authorization, notice removed without, § 6:19
Authorship, works of, § 5:3
Certificate of registration, § 6:21
Collective work, § 5:9
Complaint, § 7:4, App J
Computer programs, § 5:21, 7:19
Computer software, § 7:16
Contribution to collective work, § 5:9
Contributory infringement, § 7:8
Copyrightable subject matter
generally, § 5:2-5:4
limitation on copyrightable subject matter, below
noncopyrightable subject matter, § 5:5
Copyright office policy, § 6:3-6:5
Damages, § 7:28, 7:29
Defenses
generally, § 7:18-7:25
computer programs, fair use of, § 7:19
fair use, § 7:18, 7:19
fraud, § 7:21
laches, § 7:24
license defense, § 7:25
limitation of actions, § 7:23
misuse, § 7:22
notice, lack of, § 7:20
Definition, § 6:2
Deposit considerations, § 6:31
Deposit copies required, §4:10
Derivative works, right 1o prepare, § 5:14
Digital Millenniur~ Copyright Act of 1998, § 5:24-5:26
Direct infringenicnit; § 7:7
Display work puvlicly, right to, § 5:17
Distribute copies of work, right to, § 5:15
Drafting complaint, § 7:4
Duration of registration
works created before January 1, 1978, § 6:13
works created on or after January 1, 1978, § 6:12
Evidence, § 7:17
Exclusive rights
generally, § 5:13-5:17
derivative works, right to prepare, § 5:14
display work publicly, right to, § 5:17
distribute copies of work, right to, § 5:15
infringement, § 7:12
perform work publicly, right to, § 5:16
reproduce copies of work, right to, § 5:13
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COPYRIGHT LAW—Cont’d

Expert witnesses, role of, § 7:17

Fair use, § 5:22, 5:23, 7:18, 7:19

Fees, § 6:8, 7:31

First publication, § 6:4, 6:5

Fixation, § 5:4

Foreign Countries, this index

Forms
notice, § 6:14
registration application forms, § 6:9, App H

Fraud, § 7:21

Idea-expression dichotomy, § 5:18

Impoundment, § 7:27

Inducement of infringement, § 7:9

Infringement
access, § 7:14
actual damages and infringer’s profits, § 7:28
computer software, § 7:16
contributory infringement, § 7:8
direct infringement, § 7:7
establishing, generally, § 7:12-7:17
exclusive rights of owner, § 7:12
expert witnesses, role of, § 7:17
inducement of infringement, § 7:9
liability, generally, § 7:7-7:11
limitations and restrictions, § 5:26
litigation, § 7:28, 7:30
online infringement liability. § 5:26
ownership, § 7:13
states, liability of, & 7:11
substantial simifaiity, § 7:15
vicarious liabiivy, § 7:10
willful infringement, § 7:30

Infringement complaint, App J

Initial ownership, § 5:6

Injunctions, § 7:26

Joint ownership, § 5:8

Jurisdiction, § 7:1, 7:2

Jury, right to, § 7:6

Laches, § 7:24

License defense, § 7:25

Licenses, § 5:12, App Z

Limitation of actions, § 7:23

Limitation on copyrightable subject matter
generally, § 5:18-5:21
computer programs, § 5:21
idea-expression dichotomy, § 5:18
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COPYRIGHT LAW—Cont’d
Limitation on copyrightable subject matter—Cont’d
transfer of material objects, § 5:20
utilitarian works, § 5:19
Limitations and restrictions
generally, § 5:26
statute of limitations, § 7:23
subject matter. Limitation on copyrightable subject matter, above
Litigation
generally, § 7:1 et seq.
actual damages and infringer’s profits, § 7:28
attorneys’ fees, § 7:31
complaint drafting, § 7:4
defenses, above
impoundment, § 7:27
infringement, above
injunctions, § 7:26
jury, right to, § 7:6
personal jurisdiction, § 7:2
pre-emption of state law claims, § 7:5
pre-filing matters, generally, § 7:1-7:6
remedies, generally, § 7:26-7:31
statutory damages, § 7:29
subject matter jurisdiction, § 7:1
venue, § 7:3
willful infringement, § 7:30
Mandatory licenses, § 5:12
Material objects, § 5:10,5:26
Misuse, § 7:22
Moral rights, § 5:27
Nation of first publication, § 6:5
Noncopyrightabie subject matter, § 5:5
Notice and knowledge
defenses, lack of notice, § 7:20
registration, below
Omission of notice. Registration, below
Online infringement liability, § 5:26
Originality, § 5:2
Origins, generally, § 1:1
Ownership. Title and ownership, below
Perform work publicly, right to, § 5:16
Personal jurisdiction, § 7:2
Pre-emption of state law claims, § 7:5
Profits, § 7:28
Publication. Registration, below
Publicly display, § 5:16, 5:17
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COPYRIGHT LAW—Cont’d
Registration
generally, § 6:1 et seq., App I
affixing notice, method of, § 6:15
application fee for registration, § 6:8
application forms, § 6:9
certificate of registration, § 6:21
deposit considerations, § 6:11
deposit copies required, § 6:10
duration, works created before January 1, 1978, § 6:13
duration, works created on or after January 1, 1978, § 6:12
form of notice, § 6:14
notice
generally, § 6:14, 6:15
omission of notice, below this group
omission of notice
generally, § 6:16-6:20
authorization, notice removed without, § 6:19
January 1, 1978, and March 1, 1989, works first ruvlished between, § 6:17
January 1, 1978, works published before, § 6:16
March 1, 1989, works first published after, § 9:i8
unpublished works, notice on, § 6:20
preparing, generally, § 6:7-6:12
publication
generally, § 6:2-6:5
Copyright office policy, § 6:3-6:5
date of first publication, § 4.4
definition, § 6:2
nation of first publication, § 6:5
registrant, generally, § 6:6
requirements, generzlly, § 6:7
Removal, § 6:19
Reproduce copies of work, right to, § 5:13
Security interests, § 13:25
Similarity, § 7:15
State laws, § 7:5
States, liability of, § 7:11
Statutes, § 5:24-5:26
Statutory damages, § 7:29
Subject matter, copyrightable, § 5:2-5:5
Subject matter jurisdiction, § 7:1
Substantial similarity, § 7:15
Time and date, § 6:4, 6:12, 6:13
Title and ownership
generally, § 5:6-5:12
assignment, § 5:11
contribution to collective work, § 5:9
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COPYRIGHT LAW—Cont’d
Title and ownership—Cont’d
exclusive rights of owner, § 7:12
infringement, § 7:12, 7:13
initial ownership, § 5:6
joint ownership, § 5:8
mandatory licenses, § 5:12
material object, distinction, § 5:10
ownership, § 7:13
works made for hire, § 5:7
Trade secrets, disclosure in, § 11:15
Transfer of material objects, § 5:20
Unpublished works, notice on, § 6:20
Use, § 5:22, 5:23, 7:18, 7:19, 7:22
Utilitarian works, § 5:19
Venue, § 7:3
Vicarious liability, § 7:10
Willful infringement, § 7:30
WIPO provisions of Digital Millennium Copyright A<t.cf 1998, implementation
of, § 5:25
Witnesses, § 7:17
Works made for hire, § 5:7

COPYRIGHT OFFICE
Registration, publication, § 6:3-6:5

CORRECTIONS
Patent Law, this index

COUNTERCLAIM
Patent law, App E

COVER SHEET
Patent law, utility patent, § 2:7, 2:11

CREDIT
Trademark law, § 10:37

CRIMINAL LAW
Trade secrets, § 11:35

DAMAGES
Copyright law, § 7:28, 7:29
Patent law, § 4:28
Publicity, § 12:15
Trademark law, § 10:15
Trade secrets, § 11:33

DEATH
Publicity, § 12:11
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DECEPTION
Citations to State Deceptive Trade Practices Act, App Q
Trademark law, § 9:27, 9:30, 10:39

DECLARATION OR OATH
Trademark law, § 9:19

DECLARATORY JUDGMENT ACTIONS
Patent law, § 4:9

DEFAMATION
Trademark law, § 10:40

DEFENSES
Copyright Law, this index
Patent Law, this index
Publicity, § 12:17
Trademark Law, this index

DEFINITENESS
Patent law, § 3:21

DEFINITIONS
Dilution, § 10:22
Novelty, § 2:33
Publication, § 6:2
Trademark law, § 8:1
Trade secrets, § 11:2-11:4

DEPOSIT COPIES
Copyright law, § 6:10
DEPOSITS
Copyright law, § 6:11
DERIVATIVE WORI<S
Copyright law;.§ 8.14
DESCRIPTION
Patent law, § 4:38

Security interests, § 13:30
Trademark law, § 9:15, 9:30, 9:31

DESCRIPTIVE MARKS
Trademark law, § 8:9

DESCRIPTIVE USE OF MARK
Trademark law, § 10:17

DESIGNATION
Trademark law, § 8:28, 9:22

DESIGN PATENT
Generally, App B
Example of, § 2:14
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DESIGN PATENT—Cont’d
Infringement of, § 4:15

DEVIATION PROCEEDINGS
Patent law, § 3:29

DIGITAL MILLENNIUM COPYRIGHT ACT OF 1998
Generally, § 5:24-5:26

DILUTION
Trademark Law, this index

DIRECT INFRINGEMENT
Copyright law, § 7:7
Patent law, § 4:10

DISCLAIMERS
Patent law, § 3:34
Trademark law, § 10:20
DISCLOSURE
Invention, App AA

Patent law, § 3:13
Trade secrets, § 11:14-11:16, 11:20, 11:30

DISCOVERY
Patent law, E-discovery, § 4:20
Trademark law, § 10:10-10:13

DISPARAGING MATTER
Trademark law, § 9:28

DISPLAY WORK PUBLICLY, RIGHT TO
Copyright law, § 5:17

DISTINCTIVENESS OF MARKS
Trademark Law, s index

DISTINGUISHING MARK
Trademark law, § 8:29

DISTRIBUTE COPIES OF WORK, RIGHT TO
Copyright law, § 5:15

DIVISIONAL APPLICATIONS
Patent law, § 2:22

DOCTRINE OF EQUIVALENTS
Patent law, § 4:16

DOMESTIC REPRESENTATION
Trademark law, § 9:22

DOUBLE PATENTING
Examination at PTO, § 3:24
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DRAFTING
Copyright law, § 7:4
Patent law, § 4:5, 4:6
Trademark law, § 10:5

DRAWINGS
Trademark law, § 9:17

DUAL FILING
Security interests, § 13:29

DUE DILIGENCE
Advice, § 15:14

DUPLICATE CLAIMS
Patent law, § 3:24

DURATION
Copyright law, § 6:12, 6:13
Publicity, § 12:12
Trademark law, § 8:2, 9:41

EARLIER APPLICATION
Patent law, § 3:10-3:12

ECONOMIC VALUE
Trade secrets, § 11:6, 11:26

E-DISCOVERY
Patent law, § 4:20

EDUCATING CLIENT
Advice, § 15:8, 15:9

EMPLOYMENT

Employee agreements, § 11:9

Employment agraenient, App P

Trade secrets, § 11:9, 11:11, 11:13
ENFORCEMENT

Advice, § 15:12

Patent Law, this index

Publicity, § 12:4, 12:5
EQUITABLE CONDUCT

Patent law, § 4:40

EQUITABLE ESTOPPEL
Patent law, § 4:42

ESTOPPEL
Patent law, § 4:42
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EUROPEAN COMMUNITY TRADEMARK

Foreign countries, § 14:13
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EUROPEAN PATENT CONVENTION
Filing under, § 14:8

EVIDENCE
Copyright law, § 7:17
Publicity, this index
Trademark law, § 9:33, 10:10-10:13, 10:30
Trade Secrets, this index

EXAMINATION
Patent Law, this index
Trademark Law, this index
EXCLUSIONARY RIGHTS
Patent law, § 2:26

EXCLUSIVE RIGHTS
Copyright Law, this index

EXHAUSTION
Patent law, § 4:44

EX PARTE REEXAMINATION
Patent law, § 3:37

EXPERIMENTAL USE
Patent law, § 4:34

EXPERT WITNESSES
Copyright law, § 7:17
Patent law, § 4:22

EXPIRATION
Patent law, § 2:29

EXTRATERRITORMAT-APPLICATION
Infringement, § 1:4:21,.14:22

FAIR USE
Copyright law, § 5:22, 5:23, 7:18, 7:19

FALSE ADVERTISING
Citations to State False Advertising Acts, App S
Trademark law, § 10:38

FALSE ATTRIBUTION OF CREDIT
Trademark law, § 10:37

FALSE REPRESENTATIONS
Trademark law, § 10:35

FAMILY OF MARKS
Trademark law, § 8:15

FAMOUS MARKS
Trademark law, § 10:28
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FANCIFUL MARKS
Trademark law, § 8:6

FEDERAL REGISTRATION
Trademark law, § 8:21, 13:27

FEDERAL STATUTES
Trademark law, § 10:26

FEES
Attorneys’ Fees, this index
Copyright law, § 6:8, 7:31
Patent law, § 3:31, 4:29
Publicity, § 12:16
Trademark law, § 9:20
Trade secrets, § 11:34

FICTIONAL CHARACTERS
Trademark law, § 10:36

FIGURES
Patent law, § 2:8, 2:12

FILES AND FILING

Records and Recording, this index

FINAL OFFICE ACTION
Patent law, § 3:27

IP Law For BusiNEss LAwWYERS

FINANCES AND FINANCIAL REPGRTING

Due diligence considerations, § 1<:14

FIRST AMENDMENT
Publicity, § 12:17

FIRST PUBLICATION
Copyright law, § a:4, &:5

“FIRST TO INVENT”’
Patent law, § 2:30

FIXATION
Copyright law, § 5:4

FOREIGN APPLICATION
Patent law, § 3:12
Trademark law, § 9:9, 9:22

FOREIGN COUNTRIES
Generally, § 14:1 et seq.
Berne Convention, § 14:15
Bilateral agreements, § 14:2
Copyright

generally, § 14:14-14:17
Berne Convention, § 14:15
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FOREIGN COUNTRIES—Cont’d
Copyright—Cont’d
extra-territorial application of U.S. Trademark and Copyright Law, § 14:21
foreign protection, § 14:14
infringement, § 14:21
Universal Copyright Convention, § 14:17
WTO agreement, § 14:16
European Community trademark, § 14:13
European Patent Convention, § 14:8
Extraterritorial application of U.S. Patent Law, § 14:22
Extraterritorial application of U.S. Trademark and Copyright Law, § 14:21
Gray market goods, § 14:23
Infringement
generally, § 14:19-14:22
extraterritorial application of U.S. Patent Law, § 14:22
extraterritorial application of U.S. Trademark and Copyright Law, § 14:21
U.S. Customs Service, § 14:19
U.S. International Trade Commission, § 14:20
International treaties, § 14:1-14:3
Madrid protocol, § 9:11, 9:12, 14:12
Markets, § 14:23
Multilateral agreements, § 14:3
Paris Convention, § 14:5, 14:10
Patent law
generally, § 14:4-14:8
extraterritorial application of U.3. Fatent Law, § 14:22
filing under European Patent "c¢nvention, § 14:8
foreign protection, § 14:4
infringement, § 14:22
Paris Convention, forcign filing under, § 14:5
PCT filing as entry.in to foreign nations, § 14:7
WTO agreement, toreign filing under, § 14:6
PCT filing as entry in to foreign nations, § 14:7
Reciprocity, § 14:1
Records and recording
patents, § 14:5-14:8
trademarks, § 14:10-14:12
Registrations, § 14:9
Trademarks
generally, § 14:9-14:13
European Community trademark, § 14:13
extraterritorial application of U.S. Trademark and Copyright Law, § 14:21
infringement, § 14:21
Madrid system, foreign filing under, § 14:12
Paris Convention, foreign filing under, § 14:10
registrations, § 14:9
TRIPs, foreign filing under, § 14:11
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FOREIGN COUNTRIES—Cont’d
Trade secrets, § 14:18
TRIPs, § 14:11
Universal Copyright Convention, § 14:17
U.S. Customs Service, § 14:19
U.S. International Trade Commission, § 14:20
U.S. Trademark and Copyright Law, § 14:21
WTO agreement, § 14:6, 14:16

FOREIGN REGISTRATION CERTIFICATE
Trademark law, § 9:21

FOREIGN REGISTRATIONS
Trademark law, § 9:10

FOREIGN WORDS
Trademark law, § 8:19

FORMS
Copyright Law, this index

FORUM, CHOICE OF
Assignment, § 13:11
Licenses, § 13:21

FRAUD
Copyright law, § 7:21

FUNCTION
Trademark law, § 9:24

GENERICIDE
Trademark law, § 8:26

GENERIC TERMS
Trademark law, 5 8:10

GEOGRAPHICALLY DESCRIPTIVE OR MISDESCRIPTIVE MARKS
Trademark law, § 9:31

GEOGRAPHIC TERMS
Trademark law, § 8:18

GEOGRAPHY
Trademark law, § 10:19

GOODS AND SERVICES
Trademark law, § 9:15

GOODWILL
Security interests, § 13:27

GRAY MARKET GOODS
Foreign countries, § 14:23
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INDEX

GUARDIANS
Patent law, § 3:2

HISTORY
Trademark law, § 10:23, 10:24

HOSTILE TAKEOVERS
Generally, § 13:38

HOUSE MARKS
Trademark law, § 8:14

IDEA-EXPRESSION DICHOTOMY
Copyright law, § 5:18

IDENTIFICATION
Mergers and acquisitions, § 13:35
Publicity, § 12:7

IMMORAL SUBJECT MATTER
Trademark law, § 9:26

IMPLIED CONTINUING WAIVER
Assignment, § 13:9

IMPLIED DUTY OF CONFIDENTIALITY
Trade secrets, § 11:10

IMPOUNDMENT
Copyright law, § 7:27

INDISTINCT CLAIMS
Patent law, § 4:39

INDUCEMENT OF INFRINGEMENT
Copyright law, § 7:S
Patent law, § 4: 11

INDUSTRY
Adpvice, § 15:5

INEQUITABLE CONDUCT
Patent law, § 4:40

INFORMATION DISCLOSURE STATEMENTS

Patent law, § 3:13

INFRINGEMENT
Advice, § 15:13
Copyright Law, this index
Foreign Countries, this index
Patent Law, this index
Publicity, this index
Trademark Law, this index
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INITIAL EXAMINATION
Trademark law, § 9:34

INITIAL OWNERSHIP
Copyright law, § 5:6
INJUNCTIONS
Copyright law, § 7:26
Patent law, § 4:23
Publicity, § 12:14
Trademark law, § 10:14
Trade secrets, § 11:32
INTENT
Mergers and acquisitions, § 13:34

INTENT-TO-USE APPLICATIONS
Trademark law, § 9:8

INTERFERENCE
Patent law, § 3:29

INTERNATIONAL REGISTRATION
Trademark law, § 9:11, 9:12

INTERNATIONAL TREATIES
Generally, § 14:1-14:3

INTER PARTES PROCEEDINGS
Trademark law, § 9:38-9:40

INTER PARTES REVIEW
Patent law, § 3:39

INTERVIEWS
Patent law, § 3:25

INVENTION
Disclosure, App AA

ISSUANCE
Patent Law, this index

ITU
Trademark law, § 9:23

JOINT OWNERSHIP
Copyright law, § 5:8
Patent law, § 2:18

JUDGMENTS
Consent judgment, App G
Patent law, § 4:9, 4:24

JURISDICTION
Copyright law, § 7:1, 7:2
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INDEX

JURISDICTION—Cont’d
Patent law, § 4:1, 4:2
Trademark law, § 10:1, 10:2

JURY AND JURY TRIALS
Copyright law, § 7:6

KNOW-HOW
Security interests, § 13:28

LABELING
Trademark law, § 10:20

LACHES
Copyright law, § 7:24
Patent law, § 4:41
Trademark law, § 10:21

LANHAM ACT
Trademark Law, this index

LETTER OF INTENT
Mergers and acquisitions, § 13:34

LICENSE DEFENSE
Copyright law, § 7:25

LICENSES
Generally, § 13:12-13:21
Arbitration, § 13:16
Assignment, this index
Breach, right to remedy, §13.17
Choice of forum, § 13:21
Choice of law, § 13:20
Copyright law, §5:12, App Z
Forum, choice of, § 13:21
No implied continuing waiver, § 13:19
Non-default, § 13:18
Patent law, App X
Prohibited practices, § 13:14
Remedy breach, right to, § 13:17
Structure, § 13:13
Termination of agreement, § 13:15
Trademark, App Y
Types, generally, § 13:12

LICENSING RIGHTS
Generally, § 13:1 et seq.

LIKELIHOOD OF CONFUSION
Trademark law, § 10:9, 10:11
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LIKENESS
Publicity, § 12:7

LIMITATION OF ACTIONS
Copyright law, § 7:23
Patent law, § 4:4
Publicity, § 12:12, 12:13
Trademark law, § 10:4

LIMITATIONS AND RESTRICTIONS
Copyright Law, this index

LIMITED GEOGRAPHIC USE
Trademark law, § 10:19

LITERAL INFRINGEMENT
Patent law, § 4:13

LOSS OF RIGHTS
Trademark law, § 8:24-8:26
Trade secrets, § 11:14-11:16

LOST PROFITS
Patent law, § 4:25

MADRID PROTOCOL
Trademark law, § 9:11, 9:12, 14:12

MAINTENANCE FEES
Patent law, § 3:31

MANDATORY LICENSES
Copyright law, § 5:12

MARKETING
Advice, § 15:4

MARKETS
Foreign countries, § 14:23

MARKING
Patent law, § 2:28, 4:27

MASK WORKS
Security interests, § 13:25

MATERIAL OBJECTS
Copyright law, § 5:10, 5:20

MEANS PLUS FUNCTION CLAIM
Patent law, § 4:14

MERELY DESCRIPTIVE MARK
Trademark law, § 9:30
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INDEX

MERELY SURNAME
Trademark law, § 9:32

MERGERS AND ACQUISITIONS
Generally, § 13:34-13:39
After transaction, § 13:39
Asset purchase agreement, § 13:37
Assets, identifying a, § 13:35
Confidentiality agreement, § 13:34
Hostile takeovers, § 13:38
Intent, letter of, § 13:34
Letter of intent, § 13:34
Sales, § 13:37
Stock purchase agreement, § 13:36

MISAPPROPRIATION
Trade Secrets, this index

MISSING PARTS
Patent law, § 3:17

MISSPELLINGS
Trademark law, § 8:19

MISUSE
Use and Misuse, this index

MORAL RIGHTS
Copyright law, § 5:27
MULTILATERAL AGREEMYN1T'S
Foreign countries, § 14:3

MULTIPLE USERS
Trademark law, § 9:6

NAMES
Publicity, § 12:7
Trademark law, § 8:17

NATION OF FIRST PUBLICATION
Copyright law, § 6:5
NON-OBVIOUSNESS
Patent law, § 2:34

NONPROVISIONAL APPLICATION
Patent law, § 2:21, 3:9, 3:11

NON-STATUTORY SUBJECT MATTER
Patent law, § 3:20

NOTICE AND KNOWLEDGE
Advice, § 15:8, 15:9
Copyright Law, this index

Index-23



NOTICE AND KNOWLEDGE—Cont’d
Patent law, § 4:27
Security interests, § 13:28
Trademark law, App L
Trade secrets, § 11:7

NOVELTY
Patent law, § 2:32, 2:33
Trade secrets, § 11:5, 11:27

OATH
Trademark law, § 9:19

OBVIOUSNESS
Patent law, § 2:34, 3:23, 4:36

OMISSION OF NOTICE
Copyright Law, this index

ONLINE INFRINGEMENT LIABILITY
Copyright law, § 5:26

ON-SALE BAR
Patent law, § 4:33

OPINIONS
Patent law, § 2:3, 2:36

OPPOSITION
Trademark law, § 9:38, App L

ORDERS
Protective order, App F

ORIGINALITY
Copyright law, § 52

OWNERSHIP
Title and Ownership, this index

PARIS CONVENTION
Patents, § 14:5
Trademarks, § 14:10

PARODY
Trademark law, § 10:18

PARTIAL APPLICATIONS
Patent law, § 2:24

PATENTABILITY OPINIONS
Generally, § 2:3

PATENTABLE SUBJECT MATTER
Generally, § 2:4
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INDEX

PATENT AGENT
Applications, § 3:3

PATENT AND TRADEMARK OFFICE (PTO)
Patent Law, this index
Trademark Law, this index

PATENT ASSIGNMENT
Generally, App U

PATENT ATTORNEY
Patent law, § 3:3

PATENT LAW
Generally, § 2:1 et seq.
Active inducement of infringement, § 4:11
Actual notice, § 4:27
Adequacy of description, § 4:38
Agents, § 2:2, 3:3
Allowance and issuance of patent, § 3:30
America Invests Act, avoiding time bars
post-AIA applications, § 3:6
pre-AlA applications, § 3:5
Answer, § 4:6, App E
Anticipation, § 3:22, 4:32
Appeal and review, § 3:28, 3:38, 3:36
Applications
generally, § 3:2-3:17
America Invests Act, avoiding t:me bars, § 3:5, 3:6
assignment, § 3:2, 3:14
avoiding time bars, § 2.8
claiming from earlier application, § 3:10-3:12
continuation apglications, § 2:23
continuatior-in-part applications, § 2:24
divisional appiications, § 2:22
examination at PTO, below
filers, § 3:2-3:4
filing, generally, § 3:7-3:9
foreign application, § 3:12
guardians as filers, § 3:2
incomplete applications and missing parts, § 3:17
information disclosure statements, § 3:13
inventors as filers, § 3:2
non-inventor’s right to prosecute application, establishing, § 3:16
nonprovisional application, § 2:21, 3:9, 3:11
patent agent as filer, § 3:3
patent attorney as filer, § 3:3
PCT application, filing, § 3:8
post-AlA, avoiding time bars, § 3:6

Index-25



IP Law For BusiNEss LAWYERS

PATENT LAW—Cont’d
Applications—Cont’d
power of attorney, § 3:15
pre-AlA, avoiding time bars, § 3:5
priority of inventions
claiming from earlier application, § 3:10-3:12
continuation applications, § 2:23
continuation-in-part applications, § 2:24
divisional applications, § 2:22
nonprovisional applications, § 2:21
provisional applications, § 2:20
proprietary interest, party with, § 3:2
provisional applications, § 2:20, 3:10
provisional patent, § 3:7
published application, United States utility patent, App A
receipt, filing of, § 3:18
small entity status, establishing, § 3:4
United States utility patent and published application, Apys A
utility patent, § 2:10-2:13
Assignees as filers, § 3:2
Assignment, § 3:14
Attorney-client privilege, § 4:17
Attorneys’ fees, § 4:29
Attorney work product, § 4:18
Avoiding time bars, § 3:5
Bifurcation, § 4:21
Business method patents, § 3:40
Certificates of correction, § 3.33
Complaint drafting, § 4:3
Complaint of infringemecn:, App D
Completeness, § 3:17
Confidential infostoation, § 4:19
Consent judgmerits, § 4:24
Continuation applications, § 2:23
Continuation-in-part applications, § 2:24
Contributory infringement, § 4:12
Correcting issued patents
generally, § 3:32-3:39
business method patents, § 3:40
certificates of correction, § 3:33
disclaimers, § 3:34
ex parte reexamination, § 3:37
inter partes review, § 3:39
post grant review, § 3:38
reissuance, § 3:35
supplemental examination, § 3:36
Counterclaim, App E
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PATENT LAW—Cont’d
Cover sheet, utility patent, § 2:7, 2:11
Damages, § 4:28
Declaratory judgment actions, § 4:9
Defenses
generally, § 4:30-4:44
enforcement. Unenforceability defenses, below this group
exhaustion of patent, § 4:44
invalidity defenses
generally, § 4:30-4:39
adequacy of description, § 4:38
anticipation, § 4:32
enablement, lack of, § 4:37
experimental use, § 4:34
indistinct claims, § 4:39
obviousness, § 4:36
on-sale bar, § 4:33
Section 101 defenses, § 4:31
third persons, invention by, § 4:35
unenforceability defenses
generally, § 4:40-4:44
equitable estoppel, § 4:42
exhaustion of patent, § 4:44
inequitable conduct, § 4:40
laches, § 4:41
misuse of patent, § 4:43
validity. Invalidity defenses, acave this group
Definiteness, § 3:21
Definitions, § 2:33
Description adequacy, § 4:38
Design patent, § 2:14. 4:15
Deviation procecaings, § 3:29
Direct infringement, § 4:10
Disclaimers, § 3:34
Disclosure, § 3:13, App AA
Discovery. Litigation, below
Divisional applications, § 2:22
Doctrine of equivalents, infringement of, § 4:16
Double patenting, § 3:24
Drafting, § 4:5, 4:6
Duplicate claims, § 3:24
Earlier application, § 3:10-3:12
E-discovery, § 4:20
Enablement, lack of, § 4:37
Enforcement. Defenses, above
Equitable conduct, § 4:40
Equitable estoppel, § 4:42
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PATENT LAW—Cont’d
Estoppel, § 4:42
Evidence. Litigation, below
Examination at PTO
generally, § 3:19-3:28
anticipation rejections, § 3:22
appeal, § 3:28
correcting issued patents, § 3:36
duplicate claims or double patenting, § 3:24
examiner interviews, § 3:25
examiners, § 3:19
final office action, § 3:27
non-statutory subject matter, § 3:20
obviousness rejections, § 3:23
rejection, § 3:20, 3:21, 3:24
response to office action, § 3:26
supplemental examination, § 3:36
vague or indefinite specification, § 3:21
Examiner interviews, § 3:25
Examiners, § 3:19
Exclusionary rights, § 2:26
Ex parte reexamination, § 3:37
Experimental use, § 4:34
Expert witnesses, role of, § 4:22
Expiration, entering public domain a‘ter; g 2:29
Fees, § 3:31, 4:29
Figures, utility patent, § 2:8, 2:12
Filers and filing. Records and recording, below
Final office action, § 3:27
““First to invent’’ pateat system, § 2:30
Foreign applicatios, § 3:12
Foreign Countrice, this index
Guardians as filers, § 3:2
Increased damages, § 4:28
Indistinct claims, § 4:39
Inducement, § 4:11
Inequitable conduct, § 4:40
Information disclosure statements, § 3:13
Infringement
generally, § 2:27
answer and counterclaim, App E
complaint, App D
establishing, § 4:13-4:16
litigation, generally, § 4:10-4:16
validity and infringement opinions, § 2:36
Injunctions, § 4:23
Interference, § 3:29
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PATENT LAW—Cont’d

Inter partes review, § 3:39

Interviews, § 3:25

Invention disclosure, App AA

Inventors as filers, § 3:2

Issuance
allowance and issuance of patent, § 3:30
correcting issued patents, above
deviation proceedings, § 3:29
litigation, § 4:8
Office procedures involving issued patents, § 4:8

Joint ownership, § 2:18

Judgments, § 4:9, 4:24

Jurisdiction, § 4:1, 4:2

Laches, § 4:41

License, App X

Limitation of actions, § 4:4

Literal infringement, § 4:13

Litigation
generally, § 4:1 et seq.
active inducement of infringement, § 4:11
answer drafting, § 4:6
attorney-client privilege, § 4:17
attorneys’ fees, § 4:29
attorney work product, § 4:18
bifurcation, § 4:21
common discovery and evidetntiary issues, generally, § 4:17-4:22
complaint drafting, § 4:5
confidential information, § 4:19
consent judgments. § 4:24
contributory infrincement, § 4:12
damages, § 4:2%
declaratory judgment actions, § 4:9
defenses, above
design patent, infringement of, § 4:15
direct infringement, § 4:10
discovery, generally, § 4:17-4:22
doctrine of equivalents, infringement of, § 4:16
E-discovery, § 4:20
evidence, generally, § 4:17-4:22
expert witnesses, role of, § 4:22
increased damages, § 4:28
infringement, below
injunctions, § 4:23
issued patents, § 4:8
limitation of actions, § 4:4
literal infringement, § 4:13

Index-29



IP Law rFor BusiNEss LAwWYERS

PATENT LAW—Cont’d
Litigation—Cont’d
lost profits, § 4:25
marking/actual notice, § 4:27
means plus function claim, infringement of, § 4:14
personal jurisdiction, § 4:2
pre-filing matters, generally, § 4:1-4:9
reasonable royalty, § 4:26
remedies, generally, § 4:23-4:29
Rule 11 considerations, § 4:7
subject matter jurisdiction, § 4:1
venue, § 4:3
Lost profits, § 4:25
Maintenance fees, § 3:31
Marking, § 2:28, 4:27
Means plus function claim, infringement of, § 4:14
Missing parts, § 3:17
Misuse of patent, § 4:43
Nature of U.S. patent rights, generally, § 2:25-2:29
Non-obviousness, § 2:34
Nonprovisional application, § 2:21, 3:9, 3:11
Non-statutory subject matter, § 3:20
Notice, § 4:27
Novelty, patentability, § 2:32, 2:33
Obtaining patent
generally, § 3:1 et seq.
allowance and issuance of pa‘ert, § 3:30
application, above
correcting issued patenic..aoove
examination at PTC, above
interference, § 3:29
maintenance fceg; § 3:31
Obviousness, § 2:34, 3:23, 4:36
On-sale bar, § 4:33
Opinions, § 2:3, 2:36
Original ownership, § 2:16
Origins, generally, § 1:1
Ownership of U.S. patent, § 2:16-2:18
Partial applications, § 2:24
Patentability
generally, § 2:30-2:35
““first to invent”’ patent system, § 2:30
non-obviousness, § 2:34
novelty, § 2:32, 2:33
opinions, § 2:3
previous patents, § 2:35
usefulness, § 2:31
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PATENT LAW—Cont’d

Patentable subject matter, § 2:4

Patent agents, § 2:2, 3:3

Patent and Trademark Office (PTO)
examination at PTO, above
office action, § 3:26, 3:27
publications, § 2:5

Patent attorneys, § 1:3, 2:2, 3:3

PCT application, filing, § 3:8

Personal jurisdiction, § 4:2

Plant patent, example of, § 2:15

Post grant review, § 3:38

Power of attorney, § 3:15

Previous patents, § 2:35

Priority of inventions
generally, § 2:19-2:24
applications, § 3:10-3:12
claiming priority, § 2:19
continuation applications, § 2:23
continuation-in-part applications, § 2:24
divisional applications, § 2:22
nonprovisional applications, § 2:21
provisional applications, § 2:20

Privilege, § 4:17

Profits, § 4:25

Proprietary interest, party with as filer, § 3:2

Prosecution, § 3:16

Provisional and nonprovisioziat applications
nonprovisional applicetion, § 2:21, 3:9, 3:11
provisional, § 2:20.:3.19

Provisional patent;-§3:7

Publication, § 2:16-2:13

Publications, § 2.5

Public domain, § 2:29

Reasonable royalty, § 4:26

Receipt, filing of, § 3:18

Records and recording
applications, above
filers, generally, § 3:2-3:4

Reexamination, ex parte, § 3:37

Reissuance, § 3:35

Rejection
anticipation, § 3:22
duplicate claims or double patenting, § 3:24
non-statutory subject matter, § 3:20
obviousness, § 3:23
vague or indefinite specification, § 3:21
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PATENT LAW—Cont’d
Response to office action, § 3:26
Royalty, § 4:26
Rule 11 considerations, § 4:7
Sale, on-sale bar, § 4:33
Section 101 defenses, § 4:31
Security interests, § 13:26
Small entity status, establishing, § 3:4
Specification
definiteness, § 3:21
utility patent, § 2:9, 2:13
Subject matter, § 3:20
Subject matter jurisdiction, § 4:1
Supplemental examination, § 3:36
Term of patent, § 2:25
Third persons, invention by, § 4:35
Time and date, § 2:25, 2:29, 3:5
Title and ownership, § 2:16-2:18
Trade secrets, § 11:15
Transfer of ownership, § 2:17
Transitional program for business method patents. § 3:40
United States design patent, App B
United States plant patent, App C
United States utility patent and published anplication, App A
Use and misuse, § 4:34, 4:43
Usefulness, § 2:31
Utility patent
generally, § 2:6-2:9
application publication;.example of, § 2:10-2:13, App A
cover sheet, § 2:7, 2:11
examples, generally. § 2:6-2:9
figures, § 2:8.%:12
specification, $ 2:9, 2:13
United States utility patent and published application, App A
Vagueness, § 3:21
Validity
defenses, above
infringement opinions, § 2:36
Venue, § 4:3
Witnesses, § 4:22

PCT APPLICATION

Filing, § 3:8, 14:7
PERFECTING

Security Interests, this index

PERFORMANCE
Copyright law, § 5:16

Index-32



INDEX

PERSONAL JURISDICTION
Copyright law, § 7:2
Patent law, § 4:2
Trademark law, § 10:2

PETITION
Trademark law, App M

PLANT PATENT
Example of, § 2:15
United States plant patent, App C

PLANT VARIETY CERTIFICATES
Security interests, § 13:26

PLEADINGS
Trade secrets, § 11:22

POST GRANT REVIEW
Patent law, § 3:38

POWER OF ATTORNEY
Patent law, § 3:15

PREEMPTION
Copyright law, § 7:5
Security interests, § 13:24
Trade secrets, § 11:23

PRESERVATION OF RIGHTS
Trademark Law, this index

PREVIOUS PATENTS
Patentability, § 2:35

PRIMARILY MERFLY SURNAME
Trademark law; § $:32

PRINCIPAL REGISTER
Trademark law, § 9:4

PRIORITY
Patent Law, this index

Security interests, § 13:31
Trademark law, § 9:6

PRIVACY, RIGHT OF
Publicity, § 12:1

PRIVILEGE
Patent law, § 4:17

PRODUCT LIABILITY
Trademark law, § 10:41
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PROFESSIONAL ASSOCIATIONS
Practice of IP law, § 1:4

PROFITS
Copyright law, § 7:28
Patent law, § 4:25
PROPER DESIGNATION
Trademark law, § 8:28

PROSECUTION
Patent law, § 3:16

PROTECTIVE ORDER
Generally, App F
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PROVISIONAL AND NONPROVISIONAL APPLICATIONS

Patent Law, this index
PROVISIONAL PATENT
Applications, § 3:7
PTO

Patent and Trademark Office (PTO), this index

PUBLICATION
Copyright Law, this index
Patent law, § 2:5, 2:10-2:13
Trademark law, § 9:37

PUBLIC DISCLOSURE
Trade secrets, § 11:14-11:16

PUBLIC DISPLAY OF WCR
Copyright law, § 5:16, 5:17
PUBLIC DOMAIN
Patent law, § 2:22

PUBLICITY
Generally, § 12:1 et seq.

Appropriation of plaintiff’s identity, name or likeness, § 12:7

Attorneys’ fees, § 12:16

Celebrity, right surviving death of, § 12:11

Citations to State Right of Publicity Acts, App T

Commercial advantage of defendant, § 12:8

Common law claims, § 12:4
Consent of plaintiff, without, § 12:9
Constitutional law, § 12:17
Damages, § 12:15

Death, § 12:11

Defenses, § 12:17

Duration for bringing action, § 12:12
Enforcement, § 12:4, 12:5
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PUBLICITY—Cont’d

Evidence of infringement of right
generally, § 12:6-12:10
appropriation of plaintiff’s identity, name or likeness, § 12:7
commercial advantage of defendant, § 12:8
consent of plaintiff, without, § 12:9
elements of claim, § 12:6
resulting injury, § 12:10

Fees, § 12:16

First Amendment, § 12:17

Identification, § 12:7

Infringement. Evidence of infringement of right, above

Injunctions, § 12:14

Likeness, § 12:7

Limitation of actions, § 12:12

Name, § 12:7

Policy, § 12:3

Privacy, right of, § 12:1

Remedies, § 12:14-12:16

Right, generally, § 12:2

Security interests, § 13:28

State statutory claims, § 12:5

Statutes, § 12:5, 12:13

Time and date, § 12:12

Tolling of statute, § 12:13

READILY ASCERTAINABLE
Trade secrets, § 11:7

REASONABLE EFFORTS
Trade secrets, § 11:8

REASONABLE PQYALTY
Patent law, § 4:29

RECEIPTS
Patent law, § 3:18

RECIPROCITY
Foreign countries, § 14:1

RECORDS AND RECORDING
Assignment, § 13:3
Foreign Countries, this index
Patent Law, this index
Security interests, § 13:29
Trademark Law, this index

REEXAMINATION
Patent law, ex parte reexamination, § 3:37
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REGISTRATION
Copyright Law, this index
Foreign countries, § 14:9
Security interests, § 13:27
Trademark Law, this index

REISSUANCE
Patent law, § 3:35

REMOVAL
Copyright law, § 6:19

RENEWAL
Trademark law, § 9:41

REPRODUCTION
Copyright law, § 5:13

RESPONSES
Patent law, § 3:26
Trademark law, § 9:35

RESTATEMENT (FIRST) OF TORTS
Trade secrets, § 11:2

REVERSE ENGINEERING
Trade secrets, § 11:19

RISK ASSESSMENT
Due diligence considerations, § 15:14

ROYALTY
Patent law, § 4:26

RULE 11
Patent law, § 4:7
Trademark law; § 10:6

SALES
Mergers and Acquisitions, this index
Patent law, § 4:33
Trade secrets, § 11:14

SCANDALOUS SUBJECT MATTER
Trademark law, § 9:26

SEARCH
Trademark law, § 8:32

SECONDARY MEANING
Trademark law, § 8:11, 9:33, 10:10

SECRECY
Trade secrets, § 11:28
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SECRETS
Trade Secrets, this index

SECTION 43(A)
Trademark law, § 8:23

SECTION 101 DEFENSES
Patent law, § 4:31

SECURING RIGHTS
Generally, § 13:1 et seq.

SECURITY INTERESTS
Generally, § 13:22-13:33
Bankruptcy, effects of, § 13:33
Certificates, § 13:26
Copyrights, § 13:25
Creation, § 13:22
Description, § 13:30
Dual filing, § 13:29
Federally registered trademarks and goodwill, § 13:27
Goodwill, § 13:27
Know-how, § 13:28
Mask works, § 13:25
Notice and knowledge, § 13:28
Patents and plant variety certificates, § 1Z.20
Perfecting, generally, § 13:23-13:28
Plant variety certificates, § 13:26
Preemption of UCC filing, § 13.24
Priority, § 13:31
Publicity, § 13:28
Records and recording, ¢ 13:29
Registration, § 13:27
State law, § 12:2%
Trademarks, § 12:27
Trade secrets, § 13:28
UCC, § 13:23, 13:24
Use of secured property, right of debtor, § 13:32

SELECTION
Trademark law, § 8:32-8:34

SIMILARITY
Copyright law, § 7:15
Trademark law, § 9:25

SMALL ENTITY STATUS
Patent law, § 3:4

SPECIFICATION
Patent law, § 2:9, 2:13, 3:21
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SPECIMENS OF USE
Trademark law, § 9:18

STATE LAWS
Adpvertising law, § 10:39-10:41
Copyright law, § 7:5
Dilution, § 10:25
Security interests, § 13:28
State advertising law, § 10:39-10:41
State Deceptive Trade Practices Act, citations to, App Q
State False Advertising Acts, citations to, App S
State Right of Publicity Acts, citations to, App T
State Unfair Business Practices Acts, citations to, App R

STATE REGISTRATION
Trademark law, § 8:22

STATES
Copyright law, § 7:11

STATE STATUTORY CLAIMS
Publicity, § 12:5

STATUTES
Digital Millennium Copyright Act of 1998, § 1:24-5:26
Dilution, § 10:25, 10:26
Publicity, § 12:5, 12:13
Restatement (First) of Torts, definition of trade secrets, § 11:2
State Deceptive Trade Practices /¢y, citations to, App Q
State False Advertising Acts, citations to, App S
State Right of Publicity Acts; citations to, App T
State statutory claims, § 12.3
State Unfair Business Practices Acts, citations to, App R
Tolling of statute.§ 12:13
Uniform Decepitve Trade Practices Acts, § 10:39
Uniform Trade Secrets Act, definition of trade secrets, § 11:3

STATUTORY DAMAGES
Copyright law, § 7:29

STOCK PURCHASE AGREEMENT
Mergers and acquisitions, § 13:36

STRENGTH OF MARK
Trademark law, § 8:33

SUBJECT MATTER
Copyright Law, this index
Patent law, § 3:20
Trademark Law, this index

SUBJECT MATTER JURISDICTION
Copyright law, § 7:1
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SUBJECT MATTER JURISDICTION—Cont’d
Patent law, § 4:1
Trademark law, § 10:1

SUBSTANTIAL SIMILARITY
Copyright law, § 7:15

SUGGESTIVE MARKS
Trademark law, § 8:8

SUPPLEMENTAL EXAMINATION
Patent law, § 3:36

SUPPLEMENTAL REGISTER
Trademark law, § 9:4

SURNAME
Trademark law, § 8:17, 9:32

SURVEYS
Trademark law, § 10:13

TERM
Patent law, § 2:25

TERMINATION
Assignment, § 13:5
Licenses, § 13:15

TERMINATION OF EMPLOYMENT
Trade secrets, § 11:13

THIRD-PARTY USE
Trademark law, § 8:31; {v:!2

THIRD PERSONS
Adpvice, § 15:13
Patent law, § 4:25
Trademark law, § 10:33

TIME AND DATE
Copyright law, § 6:4, 6:12, 6:13
Patent law, § 2:25, 2:29, 3:5
Publicity, § 12:12
Trademark law, § 8:2, 9:41

TITLE AND OWNERSHIP
Copyright Law, this index
Patent law, § 2:16-2:18
Trademark law, § 8:25, 8:27, 9:14, 10:8
Trade secrets, § 11:11-11:13

TOLLING OF STATUTE
Publicity, § 12:13
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TORTS
Trademark law, § 10:40

TRADE DRESS
Trademark law, § 8:16

TRADEMARK LAW
Generally, § 8:1 et seq.
Abandonment, § 8:24, 8:25,10:16
Abbreviations, § 8:19
Acquiescence, § 10:21
Acquiring rights, § 8:20-8:23
Adjective, § 8:30
Adpvertising law
generally, § 10:35-10:41
celebrities, use of, § 10:36
commercial torts, § 10:40
defamation, § 10:40
false advertising, § 10:38
false attribution of credit, § 10:37
false representations, § 10:35
fictional characters, use of, § 10:36
Lanham Act, section 43(a), generally, § 10:25-10:38
product liability, § 10:41
Section 43(a) of Lanham Act, gener2ii;;-§ 10:35-10:38
state advertising law, § 10:39-10:41
Uniform Deceptive Trade Practices Acts, § 10:39
warranties, § 10:41
Affirmative acts, § 8:25
Allegations of use in ITU anplications, § 9:23
Appeal board, § 9:36
Appeal to trademark trial and appeal board, § 9:36
Applications
examination of, § 9:34-9:37
registration, below
Arbitrary marks, § 8:7
Assignment, App V
Avoid unregistrable subject matter, § 8:34
Cancellation, § 9:39, App M
Celebrities, use of, § 10:36
Certificates, § 9:21
Classification system, § 9:5
Clearance search, conduct of, § 8:32
Combination marks, § 8:13
Commercial torts, § 10:40
Common discovery and evidentiary issues, § 10:10-10:13
Common kinds of trademarks, § 8:12
Common law rights, § 8:20
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TRADEMARK LAW—Cont’d
Competing goods, § 10:32
Competition. Litigation, below
Complaint, § 10:5, App N
Confusing similarity to registered mark, § 9:25
Confusion, likelihood of, § 10:9, 10:11
Credit, false attribution of, § 10:37
Damages, § 10:15
Deceptively misdescriptive mark, § 9:30
Deceptive matter, § 9:27
Deceptive trade practices, § 10:39
Declaration or oath, § 9:19
Defamation, § 10:40
Defenses
generally, § 10:16-10:21
abandonment, § 10:16
acquiescence, § 10:21
descriptive use of mark, § 10:17
labeling and use of disclaimers, § 10:20
laches and acquiescence, § 10:21
limited geographic use, § 10:19
parody, § 10:18
Definition of dilution, § 10:22
Definitions, § 8:1, 10:22
Description of goods and services, § 9.15
Descriptive or misdescriptive mazis, § 8:9, 9:30, 9:31
Descriptive use of mark, § 15:17
Designation, § 8:28, 9:22
Dilution
generally, § 10:22:10:33, 10:22-10:33.
analyzing casc; §10:27
competing goods, § 10:32
definition, § 10:22
evidence, § 10:30
famous marks, § 10:28
federal statutes, § 10:26
history, § 10:23, 10:24
nineteenth century, § 10:23, 10:24
remedies, § 10:31
state statutes, § 10:25
statutes, § 10:25, 10:26
theories, § 10:29
third persons, § 10:33
Disclaimers, § 10:20
Discovery, § 10:10-10:13
Disparaging matter, § 9:28
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TRADEMARK LAW—Cont’d
Distinctiveness of marks
generally, § 8:5-8:10
arbitrary marks, § 8:7
continuum, § 8:5
descriptive marks, § 8:9
fanciful marks, § 8:6
generic terms, § 8:10
suggestive marks, § 8:8
Distinguishing mark, § 8:29
Domestic representation, § 9:22
Drafting complaint, § 10:5
Drawings, § 9:17
Duration, § 8:2, 9:41
Evidence, § 9:33, 10:10-10:13, 10:30
Examination within PTO
generally, § 9:2-9:6, 9:34-9:37
basic scheme, § 9:3
classification system, § 9:5
principal register, § 9:4
priority between multiple users, § 9:6
sources of law, § 9:2
supplemental register, § 9:4
False advertising, § 10:38
False attribution of credit, § 10:37
False representations, § 10:35
Family of marks, § 8:15
Famous marks, § 10:28
Fanciful marks, § 8:6
Federal registration, §8.21
Federal statutes, § 11:26
Fees, § 9:20
Fictional characters, use of, § 10:36
Filing basis, § 9:16
Foreign Countries, this index
Foreign words, § 8:19
Function as trademark, § 9:24
Genericide, § 8:26
Generic terms, § 8:10
Geographically descriptive or misdescriptive marks, § 9:31
Geographic terms, § 8:18
Geographic use, § 10:19
History, § 10:23, 10:24
House marks, § 8:14
Immoral subject matter, § 9:26
Infringement
generally, § 10:7-10:9
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TRADEMARK LAW—Cont’d
Infringement—Cont’d
complaint, App N
establishing, § 10:8, 10:9
liability, § 10:7
likelihood of confusion, § 10:9
ownership of mark, § 10:8
Initial examination and office actions, § 9:34
Injunctions, § 10:14
Intent-to-use applications, § 9:8
International registration, § 9:11, 9:12
Inter partes proceedings before TTAB, § 9:38-9:40
ITU, § 9:23
Jurisdiction, § 10:1, 10:2
Labeling and use of disclaimers, § 10:20
Laches and acquiescence, § 10:21
License, App Y
Likelihood of confusion, § 10:9, 10:11
Limitation of actions, § 10:4
Limited geographic use, § 10:19
Litigation
generally, § 10:1 et seq.
advertising law, above
common discovery and evidentiary.isci:es, § 10:10-10:13
competition as unfair, generally, § 10.1 et seq.
complaint drafting, § 10:5
damages, § 10:15
defenses, above
infringement, above
injunctions, § 10:14
Lanham Act. Advertising law, above
likelihood of canfusion, proving, § 10:11
limitation of actions, § 10:4
personal jurisdiction, § 10:2
pre-filing matters, generally, § 10:1-10:6
remedies, § 10:14, 10:15
Rule 11 considerations, § 10:6
secondary meaning, proving, § 10:10
subject matter jurisdiction, § 10:1
surveys, § 10:13
third party uses, § 10:12
unfair competition, generally, § 10:1 et seq.
venue, § 10:3
Loss of rights, § 8:24-8:26
Madrid protocol, § 9:11, 9:12
Merely descriptive or deceptively misdescriptive mark, § 9:30
Merely surname, § 9:32
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TRADEMARK LAW—Cont’d
Misspellings, § 8:19
Multiple users, § 9:6
Names, § 8:17
Notice of opposition, App L
Oath, § 9:19
Opposition, § 9:38, App L
Origins, generally, § 1:2
Parody, § 10:18
Patent and Trademark Office (PTO)
examination within PTO, above
office action, § 9:34, 9:35
Personal jurisdiction, § 10:2
Petition for cancellation, App M
Policy behind law, § 8:4
Preserving rights
generally, § 8:27-8:31
distinguishing mark, § 8:29
owner’s duty to preserve mark, § 8:27
proper designation of mark, § 8:28
third-party use, policing, § 8:31
using mark as adjective, § 8:30
Primarily merely surname, § 9:32
Principal register, § 9:4
Priority between multiple users, § 9:6
Product liability, § 10:41
Proper designation of mark, § 8:2¢
Proving secondary meaning; § 9:33
Publication, § 9:37
Purpose of trademarks, § 8:3
Rational basis for ritatection, history, § 10:24
Records and recording
applications. Kegistration, below
registration, below
Registration
generally, § 9:1 et seq., App K
appeal to trademark trial and appeal board, § 9:36
applications for registration
generally, § 9:7-9:23
allegations of use in ITU applications, § 9:23
declaration or oath, § 9:19
description of goods and services, § 9:15
designation of domestic representative by foreign applicant, § 9:22
drawings, § 9:17
examination of, § 9:34-9:37
fees, § 9:20
filing basis, § 9:16
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TRADEMARK LAW—Cont’d
Registration—Cont’d
applications for registration—Cont’d
foreign applications, applications based on, § 9:9
foreign registration certificate, § 9:21
foreign registrations, applications based on, § 9:10
information about mark and owner, § 9:14
intent-to-use applications, § 9:8
international registration under Madrid protocol, applications based on,
§9:12
Madrid protocol and international registration of marks, § 9:11
requirements, generally, § 9:13-9:23
specimens of use, § 9:18
use-based applications, § 9:7
avoid unregistrable subject matter, § 8:34
cancellations, inter partes proceedings before TTAB, § 9:39
confusing similarity to registered mark, § 9:25
deceptively misdescriptive mark, § 9:30
deceptive matter, § 9:27
descriptive or deceptively misdescriptive mark, niei=ly, § 9:30
descriptive or misdescriptive marks, geograph:caily, § 9:31
disparaging matter, § 9:28
duration, § 9:41
examination of applications, § 9:34-9:7
examination within PTO, above
federal registration, § 8:21
federal registration, generally; & $:1
function as trademark, § 9:24
geographically descriptive or misdescriptive marks, § 9:31
immoral subject matter; § 9:26
initial examinaticn and office actions, § 9:34
inter partes prooeeaings before TTAB, § 9:38-9:40
merely descriptive or deceptively misdescriptive mark, § 9:30
oppositions, inter partes proceedings before TTAB, § 9:38
primarily merely surname, § 9:32
proving secondary meaning, § 9:33
publication, § 9:37
refusal to register, generally, § 9:24-9:32
renewal, § 9:41
responses to office action, § 9:35
scandalous subject matter, § 9:26
state registration, § 8:22
unregistered marks, protection under § 43(a), § 8:23
unregistrable subject matter, § 9:29
Remedies, § 10:31
Renewal, § 9:41
Responses to office action, § 9:35
Rule 11 considerations, § 10:6
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TRADEMARK LAW—Cont’d
Scandalous subject matter, § 9:26
Search, § 8:32
Secondary meaning, § 8:11, 9:33, 10:10
Section 43(a), § 8:23
Security interests, § 13:27
Selecting, § 8:32-8:34
Similarity, confusing, § 9:25
Specimens of use, § 9:18
State advertising law, § 10:39-10:41
State registration, § 8:22
State statutes, § 10:25
Statutes, § 10:25, 10:26, 10:39
Strength of mark, § 8:33
Subject matter
avoid unregistrable subject matter, § 8:34
registration
deceptive matter, § 9:27
disparaging matter, § 9:28
immoral subject matter, § 9:26
scandalous subject matter, § 9:26
unregistrable subject matter, § 9:29
Subject matter jurisdiction, § 10:1
Suggestive marks, § 8:8
Supplemental register, § 9:4
Surname, § 8:17, 9:32
Surveys, § 10:13
Third party uses, § 8:31, 10:12
Third persons, § 10:33
Time and date, § 8:2. 9::4)
Title and ownership, 8 8:25, 8:27, 9:14, 10:8
Torts, § 10:40
Trade dress, § 8:16
Trial, § 9:36
TTAB, § 9:38-9:40
Unfair competition. Litigation, above
Uniform Deceptive Trade Practices Acts, § 10:39
Unregistered marks, protection under § 43(a), § 8:23
Unregistrable subject matter, § 9:29
Use and misuse
abandonment through non-use, § 8:24
adjective, § 8:30
allegations of use in ITU applications, § 9:23
defenses, § 10:17, 10:19, 10:20
descriptive use of mark, § 10:17
intent-to-use applications, § 9:8
labeling and use of disclaimers, § 10:20
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TRADEMARK LAW—Cont’d

Use and misuse—Cont’d
limited geographic use, § 10:19
preserving rights, § 8:30, 8:31
registration, § 9:8, 9:18, 9:23
specimens of use, § 9:18
third party uses, § 8:31, 10:12

Use-based applications, § 9:7

Users, § 9:6

Venue, § 10:3

Warranties, § 10:41

TRADE PRACTICES
Citations to State Deceptive Trade Practices Act, App Q

TRADE SECRETS
Generally, § 11:1 et seq.
Acquisition, § 11:18, 11:31
Attorneys’ fees, § 11:34
Burden of proof, § 11:25
Confidentiality agreements, § 11:9, 11:10
Consent, § 11:20
Contracts and agreements, § 11:9, 11:10
Copyright law, § 11:15
Criminalization of trade secret law, § 11:35
Damages, § 11:33
Definition, § 11:2-11:4
Disclosure, § 11:14-11:16, 11:22,.11:30
Economic value, § 11:6, 11:26
Employment, § 11:9, 11:1},:1:13
Evidence. Misappropriation, below
Fees, § 11:34
Foreign countries, § 14:18
Implied duty of confidentiality, § 11:10
Improper use, § 11:29
Injunctions, § 11:32
Litigation, § 11:24
Losing rights through public disclosure, § 11:14-11:16
Misappropriation
generally, § 11:17-11:20
acquisition by improper means, § 11:18
burden of proof, § 11:25
disclosure or use without consent, § 11:20
economic value, § 11:26
elements, § 11:17
evidence, generally, § 11:25-11:31
improper acquisition, § 11:31
improper use, § 11:29
inevitable disclosure, § 11:30
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TRADE SECRETS—Cont’d
Misappropriation—Cont’d
novelty, § 11:27
pleadings, § 11:22
pre-emption, § 11:23
preparing suit, generally, § 11:21-11:24
protection during litigation, § 11:24
reverse engineering, § 11:19
secrecy, § 11:28
Non-employee submissions, § 11:12
Not generally known or readily ascertainable, § 11:7
Notice and knowledge, § 11:7
Novelty, § 11:5, 11:27
Ownership, § 11:11-11:13
Patent law, § 11:15
Pleadings, § 11:22
Pre-emption, § 11:23
Public disclosure, § 11:14-11:16
Publicity, this index
Readily ascertainable, § 11:7
Reasonable efforts to maintain secrecy, § 11:8
Remedies, § 11:32-11:34
Restatement (First) of Torts, definition of trade secrets, § 11:2
Reverse engineering, § 11:19
Sale of products incorporating secret inormation, § 11:14
Secrecy, § 11:28
Security interests, § 13:28
Statutes, § 11:2, 11:3
Termination of employnent, § 11:13
Title and ownership, § 11.11-11:13
Uniform Trade Secrots Act, definition of trade secrets, § 11:3
Use, § 11:20, 11-29
Value, § 11:6, 11:26
TRANSFER OF MATERIAL OBJECTS
Copyright law, § 5:20

TRANSFER OF OWNERSHIP
Patent law, § 2:17
TRANSFER OF RIGHTS
Generally, § 13:1 et seq.
TRIAL
Trademark law, § 9:36

TRIPS
Foreign countries, § 14:11

TTAB
Trademark law, § 9:38-9:40
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UNFAIR BUSINESS PRACTICES
Citations to State Unfair Business Practices Acts, App R

UNFAIR COMPETITION
Trademark Law, this index

UNIFORM COMMERCIAL CODE (UCC)
Security interests, § 13:23, 13:24

UNIFORM DECEPTIVE TRADE PRACTICES ACTS
Trademark law, § 10:39

UNIFORM TRADE SECRETS ACT
Definition of trade secrets, § 11:3

UNITED STATES CUSTOMS SERVICE
Foreign countries, infringement, § 14:19

UNITED STATES DESIGN PATENT
Generally, App B

UNITED STATES INTERNATIONAL TRADE CONMISSION
Foreign countries, infringement, § 14:20

UNITED STATES PLANT PATENT
Generally, App C

UNITED STATES TRADEMARK AN COPYRIGHT LAW
Foreign countries, infringement, § 14:21

UNITED STATES UTILITY PATENT AND PUBLISHED APPLICATION
Generally, App A

UNIVERSAL COPYRIGHT CONVENTION
Foreign countries, § 24:17

USE AND MISUS«
Copyright law, §5:22, 5:23, 7:18, 7:19, 7:22
Patent law, § 4:34, 4:43
Security interests, § 13:32
Trademark Law, this index
Trade secrets, § 11:20, 11:29

USE-BASED APPLICATIONS
Trademark law, § 9:7

USEFULNESS
Patent law, § 2:31

USERS
Trademark law, § 9:6

UTILITARIAN WORKS
Copyright law, § 5:19
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UTILITY PATENT
Patent Law, this index
United States utility patent and published application, App A

VAGUENESS
Patent law, § 3:21

VALIDITY
Patent Law, this index

VALUE AND VALUATION
Asset valuation and due diligence, § 15:14
Trade secrets, § 11:6, 11:26

VENUE
Copyright law, § 7:3
Patent law, § 4:3
Trademark law, § 10:3
VICARIOUS LIABILITY
Copyright law, § 7:10

WAIVER
Assignment, § 13:9

WARRANTIES
Trademark law, § 10:41

WILLFUL INFRINGEMENT
Copyright law, § 7:30

WIPO
Copyright law, § 5:25

WITNESSES
Copyright law, § 7:17
Patent law, § 4:22

WORKS MADE FOR HIRE
Copyright law, § 5:7

WTO AGREEMENT
Foreign countries, § 14:6, 14:16
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