APPENDIX B
List of files on FOCD

FILE
NAME

A-1.rtf

A-2.rtf

A-3.rtf

A-4 rtf

A-5.rtf
A-6.rtf

A-T.rtf

A-8.rtf

A-9.rtf

A-10.rtf
A-11.rtf

DESCRIPTION

Trademark Sublicense Agreement between Dob-
son Cellular of Arizona, Inc. and WMC Part-
ners, L.P.

Trademark License Agreement betweer Aspect
Electronics, Inc. and Aspect Medical Systems,
Inc.

Trademark and Content Agrecemment between
CBS Corporation, CBS Weridwide, Inc., and
Medscape, Inc.

Trademark and Trade DName Agreement be-

tween General Electric Company and GE Fuel
Cell Systems, LL(

Trademark and Service Mark Licensing Agree-
ment between LimToo, Inc. and Limco, Inc.

Trademar)k Transition License Agreement be-
tween Tenneco Inc. and Newport News Ship-
buildirng Inc.

Digital Audio System License Agreement, Inter-
nct Coders Source Code, Trademark, and Know-
How License between Liquid Audio, Inc. and
Dolby Laboratories Licensing Corporation

Trademark License Agreement between Playboy
Enterprises, Inc. and Playboy TV International,
LLC

Sprint Spectrum Trademark and Service Mark
License Agreement between Sprint Spectrum
L.P. and Alamosa PCS, LLC

License Agreement between CBS Corporation
and Switchboard Inc.

Trademark License Agreement between Net-
scape Communications Corporation and Cyber-
Source Corporation
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A-12.rtf

A-13.rtf

A-14 rtf

A-15.rtf

A-16.rtf
A-17.rtf
A-18.rtf

A-19.rtf

A-20.rtf
A-21.rtf
A-22.rtf

A-23.rtf
A-24 rtf
A-25.rtf
A-26.rtf

A-27 rtf
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DESCRIPTION

Trademark Co-License Agreement between In-
ternet World Media, Inc. and internet.com LLC

Agreement between Avid Sportswear Inc. and
Championship Committee Merchandising Lim-
ited

World-Wide Trademark Ownership, Use, and
Assignment Agreement between Bowater Incor-
porated and Rexam plc

Trademark License Agreement between Hall-
mark Licensing, Inc. and Odyssey Holdings,
L.L.C.

Trademark License Agreement betwcen Yahoo!
Inc. and Netscape Communications orporation

Trademark License Agreement batween ZDNet
and ZD Education

Trademark License Agreement between Agere
Systems Inc. and Lucent ¢ chnologies Inc.
Trademark License Agrcement between WBT
Op%rating LLC and T:aining Media Operating
LL

Trademark Assigninent from ValueClick, LLC
to Web Ignite Corporation

Consent Agreement between Value America,
Inc. and Siephen S. Freedman

Sub-License of Technology and Trademark
Righits -between PointCast Japan, L.L.C. and
PaniCast K.K.

Trademark Agreement between Plug Power,
LLC and GE Fuel Cell Systems, LL.C

Agreement between Digital Equipment Corpora-
tion and AltaVista Technology, Inc.

Trademark License Agreement between
PETsMART, Inc. and PETsMART.com, Inc.

Trademark Assignment Agreement between
Pearle, Inc., Pearle Vision, Inc., Pearle B.V.,
and Pearle Trust B.V. 1.O.

Trademark License Agreement between
Net2Phone, Inc. and Netscape Communications
Corporation
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FILE
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A-28.rtf

A-29.rtf
A-30.rtf

A-31.rtf

A-32.rtf

A-33.rtf
A-34.rtf

A-35.rtf
A-36.rtf
A-37.rtf
A-38.rtf

A-39.rtf
A-40.rtf

A-41.rtf

A-42 rtf

DESCRIPTION

Trademark Assignment Agreement between
emachines, Inc. and Korea Data Systems Amer-
ica, Inc.

Bill of Sale between Medscape, Inc. and Com-
puRx, Inc.

Technology and Trademark License Agreement
by Buy.Com, Inc., Buy.Com UK Limited, and
John Lewis plc

Amended and Restated License to Use the Air
Miles Trade Marks in Canada between Air
Miles International Holdings N.V. and Loyalty
Management Group Canada Inc.

License to Use the Air Miles Tradezinarks in the
United States between Alliance Iata Systems
Corporation and Air Miles Inteinational Hold-
ings N.V.

Agreement between Emposer Health Corpora-
tion and C. Everett Kocr, M.D.

License and Confidential Information Agree-

ment between Heaiiiz&not;Central.com and
Dean Edell, M.D

License Agreement between The Jim Henson
Company, Inc."and Odyssey Holdings, Inc.
Trademark License Agreement between Sears,
Roebuck éand Co. and 1129 Holding, Inc.
Trademark License Agreement between Avid
Svartswear, Inc. and Levi Strauss & Co.
""rademark License Agreement between Audio-
vox Corporation and Audiovox Communications
Corporation

Trademark License Agreement between Max-
well Shoe Company Inc. and Anne Klein
Trademark License Agreement between Balance
Bar Company and Jenny Craig, Inc.

Patent and Trademark Security Agreement be-
tween Digital Angel Corporation and Wells
Fargo Business Credit, Inc.

License Agreement between Salton, Inc. and
Westinghouse Electric Corporation
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A-43.rtf

A-44 rtf
A-45.rtf

A-46.rtf
A-47 rtf

A-48.rtf

A-49.rtf
A-50.rtf
A-51.rtf
A-52.rtf
A-53.rtf
A-54.rtf
A-55.rtf

A-56.rtf

A-57.rtf
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DESCRIPTION

Trademark License Agreement between Ralph
Lauren Home Collection, Inc., Polo Ralph Lau-
ren Corporation, The Polo/Lauren Company,
L.P., and WestPoint Stevens, Inc.

License Agreement between Ashworth, Inc. and
Callaway Golf Company

Master Trademark Ownership and License
Agreement between NPTest, Inc., Schlumberger
Technologies, Inc., Schlumberger Technology
Corporation, and Schlumberger BV

License Agreement between Fotoball USA, Inc.
and Major League Properties, Inc.

License Agreement between Mossiiie, Inc. and
Target Stores

Trademark/Service Mark Purchase Agreement
between Wynn Resorts, Ltd..and The STAD
Trust

License Agreement betwween Sharon Lallouz,
Omniscent Corp., and Moar International

License Acquisition Agreement between Nimbus
Group, Inc. and Oraniscent Corp.

Trademark Litense Agreement between Sun
Microsystens, Inc. and Inprise Corporation
Trademark License Agreement between
Dresser; 1ac. and Halliburton Company

Trademark License Agreement between VCG
Boiding Corp. and Lowrie Management, LLLP

Assignment of Trademarks between Infocure
Corporation and Practiceworks Systems, LL.C

Trademark License Agreement between Lenovo
(Beijing) Limited and Bonson Information Tech-
nology Limited

Trademark License Agreement between Baidu
Online Network Technology (Beijing) Co. Ltd.
and Beijing Baidu Netcom Science and Technol-
ogy Co. Ltd.

Trademark License Agreement between Hurray!
Times Communications (Beijing) Ltd. and Bei-
jing Cool Young Information Technology Co.
Ltd.
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A-58.rtf

A-59.rtf

A-60.rtf

A-61.rtf
A-62.rtf

A-63.rtf

A-64.rtf

A-65.rtf

A-66.rtf

A-67.rtf
A-68.rtf

A-69.rtf
A-70.rtf

A-71.rtf

DESCRIPTION

Trademark License Agreement between Ctrip
Compute Technology (Shanghai) Company Ltd.
and Affiliated Chinese Entity

Trademark License Agreement and Settlement
Agreement and Release between Blondie Rock-
well, Inc. and Innovo Azteca Apparel, Inc.

Trademarks License Agreement between Astra-
Zeneca AB and Maillefer Instruments Holdings
S.A.

Trademark License Agreement between Avaya,
Inc. and Lucent Technologies Inc.

Trademark License Agreement betwcen Focus
Media Technology (Shanghai) Co., i.td. and
Shanghai Focus Media Advertisement Co., Ltd.

Trademark License Agreemen’ between Guess?,
Inc.; Guess? IP Holder L.P.; ar.a Parlux Fra-
grances, Inc.

Amended and Restated 'frademark License
Agreement between P2alin Trademark Holding
Company L.L.C. auc PalmSource Inc.

Exclusive Patent, '"rademark and Trade Name
License Agreement by and between Easy Golf
Corporatior. and Bio-Thrust, Inc.

Trademark License Agreement between Lone
Star Steer Company, L.P. and Hengyang Valin
MPM: Steel Tube Co., Ltd.

Troasmark License Agreement between Time
Warner, Inc. and Time Warner Telecom Inc.

Trademark License and Services Agreement be-
tween Vita Ventures, LLC and G-Nutritional,
LLC

Trademark License between Dominion Enter-
tainment, Inc. and BCI Eclipse Company LLC

Trademark License Agreement between The
Island Real Estate Group, Inc. and Island Re-
tail Real Estate Trust, Inc.

Publisher Trademark License Agreement be-
tween R.H. Donnelley Publishing & Advertising,
R.H. Donnelley Directory Company, and Em-
barq Corporation
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A-72.rtf

A-73.rtf

A-T74 rtf

A-75.rtf

A-76.rtf
A-T7.rtf
A-78.rtf

A-79.rtf

A-80.rtf

A-81.rtf
A-82.rtf

A-83.rtf

A-84.rtf

A-85.rtf
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DESCRIPTION

Trademark License Agreement between Embarq
Directory Trademark Company LLC, R.H. Don-
nelley Publishing & Advertising, Inc., CenDon
LLC, and R.H. Donnelley Directory Company

Trademark Assignment and License Agreement
between Sprint Nextel Corporation and Embarq
Corporation

Trademark License Agreement between Sanko-
sha Engineering Co. Ltd. and Alliance Laundry
Systems LLC

Trademark License Agreement between Stride
Rite Corporation and Timmy Hilfiger Licensing,
Inc.

Reseller Agreement between Transparensee
Systems, Inc. and Digital FX Iuisrnational, Inc.

License Agreement between BioAlliance
Pharma SA and Par Pharp aceutical, Inc.

IR Trademark License Agreement between In-
ternational Rectifier C.arporation and Vishay
Intertechnology, Inc.

Trademark Licernse Agreement between Solvay
Pharmaceuticals, Inc. and Jazz Pharmaceuti-
cals, Inc.

IMN Tradeniark License Agreement between
IMN Deaia Storage Holdings C.V. and TDK Cor-
poration

Treazmark License Agreement between Inspire
Pharmaceuticals, Inc. and InSite Vision Inc.

Trademark License and Purchase Agreement
between One Seven Props and Nascent Wine
Company, Inc.

Trademark Assignment and Agreement between
Vicis Capital Master Fund and Medical Media
Television, Inc.

Contract Related to the Co-Existence of Trade-
marks Between Jeanne Lanvin Corporation and
Inter Parfums, Inc.

Trademark License Agreement between Grubb
& Ellis Company and Grubb & Ellis Realty Ad-

V1SOors
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A-86.rtf

A-87.rtf

A-88.rtf

A-89.rtf

A-90.rtf

A-91.rtf

A-92 . rtf

A-93.rtf
A-94 .rtf

A-95.rtf

A-96.rtf

A-97 rtf

A-98.rtf
A-99.rtf
A-100.rtf

DESCRIPTION

Trademark License Agreement between GSCP
(NJ) L.P. and GSC Investment Corp.

Professional Service and License Agreement be-
tween Challenger Powerboats, Inc. and Pininfa-
rina Extra USA Corp.

Trademark License Agreement between China
Mobile Ltd. and China Mobile Communications
Corp.

Publishing Agreement between Windstream
Corporation and Windstream Yellow Pages, Inc.

Buffalo Wild Wings® Franchise Agreement be-
tween Buffalo Wild Wings Internatienal, Inc.
and AMC Port Huron, Inc.

Trademark License Agreement batween FMC
Technologies, Inc. and John B2ar Technologies
Corporation

Trademark Assignment and Coexistence Agree-
ment between FMC Te«}nologies, Inc. and John
Bean Technologies Cerroration

Assignment of Trademark by Implantable Vi-
sion, Inc. to BT £.cyuisitions, Inc.

Trademark Litense Agreement between J. Lin-
deberg AB ard J. Lindeberg USA, LLC
Trademark and Research License Agreement
betweern INational Corn Growers Association
and National Renewable Energy Investment
Fuad, Inc.

Agreement of Transfer of Trademark Applica-
tion Rights between Vita Spirits, Inc. and Vita
Spirits Corp.

Trademark License Agreement between The
Goodyear Tire & Rubber Company and Titan
Tire Corporation

Trademark License Agreement between CDC
Corporation and CDC Software Corporation
Trademark Assignment between Exmovere
Holdings, Inc. and Exmovere LLC

License Agreement between Synergistic Hold-
ings, LLC and Accelerated Acquisitions IV, Inc.

App. B-7
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A-101.rtf

A-102.rtf

A-103.rtf

A-104.rtf

A-105.rtf

A-106.rtf
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DESCRIPTION

Master License Agreement between Fossil, Inc.
and Fossil Partners, L.P.

Trademark License Agreement Executed Ver-
sion between TruGreen Companies LLC and
TruGreen LandCare LLC

Patent, Trademark and Copyright Assignment
and Assumption between Wilmington Trust
Company and PNC Bank

Trademark License Agreement between Fujian
Xiniya Garments and Weaving Co., Ltd. and
Shuochen Apparels Development Co., Ltd.

Trademark License Agreement betwcen Fifth
Street Capital LLC and Fifth Strezi Senior
Floating Rate Corp.

Trademark License Agreemen” between NRG
Energy, Inc. and and NRG Yield, Inc.
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ABANDONMENT

Generally, 3:1

Change of mark or product, 3:4
Express abandonment, 3:2
Non-use, abandonment by, 3:3

ALLOCATION

Taxation, 19:17

AMENDMENTS

Sample licensing agreements,
27:1,27:2

ACQ[.HESCENCE AMORTIZATION OF
Infringement, 12:30 TRADEMARKS
ACQUISITION OF RIGHTS Generally, 19:2 to 15:11

Generally, 1:2, 2:1 to 2:13
Asset of firm being acquired, 2:13
Concurrent use, 2:11
Federal registrations. Registration
of Trademarks (this index)

Priority, 2:10 to 2:12
State name registries, 2:3
Tacking, 2:12
Use of mark

generally, 2:5

bona fide use, 2:8

identity of mark holdar, 2:9

in commerce, 2:6

legal use, 2:6

ACQUISITIONS

Licensing provlems, 17:9

ADVERSE RULINGS

Eliminating, 7:19

ADVERTISING

Comparative, 8:18, 10:17
False Advertising (this index)

Insurance coverage for infringe-
ment, 16:2 to 16:6

Web site
banner, 15:12

key-word advertising programs,
15:14

pop-up, 15:13

Amortizable intaingible, 19:3
Antichurning cuics, 19:7
Capitalized cxpenses, 19:5
Dispositior, 19:10
Intarigible, amortizable, 19:3
Narecognition transactions, 19:8
2enewals, 19:9
Trademark value, 19:4
Transactions
generally, 19:6 to 19:11
antichurning rules, 19:7
disposition, 19:10
nonrecognition transactions,
19:8
renewals, 19:9
Value of trademark, 19:4

ANTICHURNING RULES

Amortization of trademarks, 19:7

ANTICYBERSQUATTING

CONSUMER PROTECTION
ACT

Generally, 14:10 to 14:19

Bad faith, 14:14

Effective date, 14:15

Ex rem litigation, 14:16

Intent to profit, bad faith, 14:14

Remedies

against domain names sued in
rem, 14:18
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ANTICYBERSQUATTING ATTORNEY FEES
CONSUMER PROTECTION Infringement, 12:18
' 9
ACT—Cont’d AUDIT PROGRAMS

Remedies—Cont’d
against registrant sued in
personam, 14:17
against registrars, 14:19
Safe harbor, 14:13
Standing of mark-holder, 14:12
Time issues, 14:15
Uniform Dispute Resolution
Policy, relationship to, 14:11

ANTITRUST CONCERNS
Infringement violations, 12:32
Licensing, 17:15

APPEALS

Federal Circuit to overturn
Trademark Trial and Appeals
Board decision, 6:16

Federal district court to overturn
Trademark Trial and Appeals
Board decision, 6:17

Trademark Trial and Appeals
Board, 6:15 to 6:17

Generally, 7:10 to 7:16
Assignments, 7:13
Due diligence, 7:16
Internet, 7:15
Licenses, 7:13

Quality control, 7:12
Registration, 7:11

BAD FAITH
Anticybersquatting Consumer
Protection Act, 14:14

Remedies for false advertising,
13:19

BANKRUPTCY

Generally. 1:20, 20:1 to 20:16

Assets'erbankruptcy estate, 20:2
1520:5

Ascignment of intent-to-use
application as security, 20:9

Attachment of collateral, 20:7

Automatic stay of assets, 20:4

Collateral, trademarks as, 20:6 to

APPLICATIONS 20:9
Registration of Trademark: (this Infringe.ment claims. 20:16
index) Licenses (this index)
APPROVAL Perfection of collateral, 20:8

Lack of consent.¢f jadividual
named et poitrayed, 5:13

ARBITRARY MARKS
Protectable upon adoption, 4:25

ARTISTIC USE
First Amendment defense, 12:27

ASSETS
Acquisition of mark as asset of
firm being acquired, 2:13
Bankruptcy estate, of, 20:2 to
20:5
ASSIGNMENTS
Audit programs, 7:13
Intent-to-use-application in bank-
ruptey proceedings, of, 20:9
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Sale of assets, 20:3

Security interest, 20:6 to 20:8
Stay, automatic, 20:4
Transfers, prepetition, 20:5

BANNERS

Internet advertising, 15:12

BLURRING

Dilution, 10:15

BREACH OF CONTRACT

International issues, suing foreign
plaintiff for breach of United
States contract, 21:5

CANCELLATIONS

Proceedings before Patent and
Trademark Office, 7:8
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CANCELLATIONS—Cont’d
Registration of trademarks, 6:25

CAPITALIZED EXPENSES
Amortization of trademarks, 19:5

CEASE-AND-DESIST LETTERS
Protection of marks, 7:4

CERTIFICATION MARKS
Generally, 4:3

CHANGE IN CIRCUMSTANCES
Likelihood of confusion, 9:14

CHANNELS OF TRADE
Likelihood of confusion, 9:10

CHOICE OF LAW
Jurisdiction (this index)

CLAIM PRECLUSION
Infringement litigation, 12:6

COLLATERAL

Bankruptcy proceedings, 20:6 to
20:9

COLLECTIVE MARKS
Generally, 4:4

COLOR MARKS
Generally, 4:10

COMMERCE
Use of mark'in, 2:6

COMMON-LAW PROTECTION
Dilution, 10:3

COMMUNICATIONS DECENCY
ACT

Generally, 15:16

COMPARATIVE ADVERTISING
Infringement, 8:18

COMPENSATORY DAMAGES
Infringement, 12:16

COMPOSITE MARKS
Generally, 4:8

CONCEPTUAL STRENGTH
Strength of Marks (this index)

CONCURRENT USE
Priority of rights, 2:11

CONCURRENT USE
PROCEEDINGS

Registration of trademarks, 6:18

CONFUSION
Likelihood of Confusion (this
index)

CONSENT

Lack of consent of individual
named or portrayed, 5:13

CONTINGENT P’PAYMENTS
Taxation, 19:15

CONTINUING INTEREST
Taxao-n, 19:13

CGOI TRIBUTORY DILUTION
venerally, 10:22

CONTRIBUTORY
INFRINGEMENT

Generally, 8:21

CORPORATE NAMES
REGISTRIES
Generally, 2:3

COSTS
Infringement litigation, 12:18

COUNTERFEIT MARKS
Generally, 1:11, 11:1 to 11:8
Civil liability, 11:4 to 11:8
Criminal liability, 11:1 to 11:3
Ex parte seizure, 11:6
Infringement, 8:23
Protection of marks, 7:18
Remedies against defendant, 11:8
State statutes, 11:2, 11:3

CREATIVE WORKS

Registration of titles to creative
works, 5:5
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CRITICISM
First Amendment defense, 12:26

CUSTOMERS
Level of care by, 9:9
Likelihood of confusion, 5:19
Overlap of, 9:8

CYBERSQUATTING

Anticybersquatting Consumer
Protection Act (this index)

DAMAGES AND REMEDIES
Anticybersquatting Consumer
Protection Act (this index)
False advertising
generally, 13:17 to 13:20
bad faith, 13:19
proof needed to obtain dam-
ages, 13:18
punitive damages, 13:20
Infringement litigation
generally, 12:14 to 12:20
attorney fees, 12:18
compensatory damages, 12:16
costs, 12:18
injunction, permanent, 12:12
innocent infringer, 12:15
punitive damages, 12.17

Trademark Dilution Revision Act,
10:21

DASTAR CASE

Infringement 1imitations created
by, 12:4,13:16

DECLARATORY JUDGMENTS

Infringement litigation, 12:9

DEFENSES
Infringement (this index)

DEFERRED PAYMENTS
Taxation, 19:21

DESCRIPTIVE MARKS
Conceptual strength, 4:21 to 4:23

Without secondary meaning, 5:4
to 5:6
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DILUTION

Generally, 1:10, 10:1 to 10:24
Blurring, 10:15
Comments related to holder of
famous mark, exception for,
10:18
Comparative advertising excep-
tion, 10:17, 10:18
Competing goods, 10:4
Contributory, 10:22
Distinctiveness, 10:10
Exceptions, 10:16 to 10:20
Fair use exceptions, 10:17, 10:18
Fame, 10:11
History, 10:2
Infringement, 8:1%
Jurisdiction, 10:23
News reporiing and commentary
exception, 10:19
Nonc:mmercial use, 10:20
Prcducts, mark holder’s own, 10:5
Registration of trademarks, 5:22
similarity of marks, 10:13
State statutes
interaction with federal statutes,
10:23
usefulness of, 10:24
Tarnishment, 10:14
Trade dress, 10:6
Web sites, 15:5

DISPARAGING MARKS

Registration of trademarks, 5:11

DISPOSITION

Amortization of trademarks, 19:10

DISPUTE RESOLUTION

Domain Names (this index)

DISTINCTIVENESS

Dilution of trademarks, 10:10
Trade dress, 4:26

DISTRIBUTION CHAIN

Generally, 8:9 to 8:17
Domestic commerce, 8:15, 8:16
First sale doctrine, 8:10, 8:16
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DISTRIBUTION CHAIN—Cont’d EXPRESS ABANDONMENT

Materially different goods, 8:11

Over runs, 8:11

Parallel importation, 8:17

Repackaging, 8:14

Resale of used merchandise, 8:13

Unauthorized distribution, 8:11,
8:15

Used merchandise, resale of, 8:13

DOMAIN NAMES
Generally, 1:14, 14:1 to 14:19
Cybersquatting. Anticybersquat-
ting Consumer Protection
Act (this index)
Federal statutes, 14:2,14:4
Invoking others’ marks, 15:3
Lanham Act, 14:3, 14:4
Post-domain name path, 15:4
Registration of top level domain
names, 5:6
Trademark status of, 15:2
Uniform Dispute Resolution
Policy
Generally, 14:5 to 14:9
Anticybersquatting Consumex
Protection Act, relation-
ship to, 14:11
decisions, availabiiity o7, 14:8
decisions, examples of, 14:9
procedures, 14:6
substantive clements, 14:7

DUE DILIGENCE
Audit programs, 7:16

ENDORSEMENTS
Likelihood of confusion, 8:7

EX PARTE SEIZURE
Counterfeit marks, 11:6

EX REM LITIGATION
Anticybersquatting Consumer
Protection Act, 14:16
EXECUTORY CONTRACTS

License agreements, 20:10 to
20:15

Generally, 3:2

FAIR USE

Comments related to holder of
famous mark, exception for,
10:18

Comparative advertising excep-
tion, 10:17

Infringement defense, 12:22,
12:23

Metatags, 15:10

FALSE ADVERTISING

Generally, 1:13, 13:1 to 13:21
Behavior infringing intellectual
property, 13:13
Claims, types of, 13:12 to 13:16
Commerciol advertising, 13:4
Dastercase, 12:4, 13:16
Elerxciiis of a claim, 13:3 to 13:11
Explicitly false statements, 13:7
l1junctions, 13:21
International issues, 21:7
Lanham Act, 13:1 to 13:21
Literally false statements, 13:7

Meaning of statement, 13:10,
13:11

Misleading statements, 13:8, 13:9
Opinions, 13:6

Promotion, 13:4

Puffery, 13:6

Remedies, 13:17 to 13:20
Standing, 13:2

Supporting data, 13:12
Unsubstantiated claims, 13:13
Web sites, 15:5

FAMILY OF MARKS

Creation of, 6:3
Likelihood of confusion, 9:5

FAMOUS MARKS

Dilution, 10:11

Fair use involving comments
related to holder of, 10:18
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FANCIFUL MARKS
Protectable upon adoption, 4:25

FEDERAL REGISTRATION
Registration of Trademarks (this
index)
FEES
Attorney, 12:18
Licenses (this index)

Registration of trademark applica-
tions, 6:10

FICTITIOUS NAME
REGISTRIES
Generally, 2:3

FIRST AMENDMENT
Generally, 12:24 to 12:28
Artistic use, 12:27
Criticism, 12:26
Parody, 12:25
Religion clauses, 12:28

FIRST SALE DOCTRINE
Infringement, 8:10, 8:16

FIXED PAYMENTS
Taxation, 19:16

FLAGS
Registration of traden:aitss, 5:14

FOREIGN ISSUES
Internationakissnes (this index)

FRAMING
Internet, 15:11

FRANCHISING
Licensing problems, 17:10

FRAUD
Registration of trademarks, 6:26

FUNCTIONAL MARKS
Registration of trademarks, 5:21

FUNCTIONALITY
Trade Dress (this index)

GENERIC MARKS
Conceptual strength, 4:20
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GENERIC MARKS—Cont’d
Genericide, 3:5, 7:9
GEOGRAPHIC MARKS
Registration of trademarks, 5:8,
5:9
GOOD FAITH
Bad Faith

GOODS OR SERVICES
Likelihood of confusion in
registration of trademarks,
5:17
GOVERNMENTAL INSIGNIAS
Registration of trademarks, 5:14

GRAPHIC MARKS
Generally, 4:7

HYPERLIXNS
Generaliy, 15:7

IMMORAL MARKS
Registration of trademarks, 5:10

JIMMUNITY
Infringement, state sovereign
immunity, 12:8
IMPORTS
Parallel importation, infringement
by, 8:17
IN PERSONAM LITIGATION
Domain names, 14:17

IN REM LITIGATION
Domain names, 14:18

INCONTESTABILITY
Registration of trademarks, 6:23

INFRINGEMENT
Generally, 1:8, 8:1 to 8:23, 12:1
to 12:33
Acquiescence, 12:30
Advertising, comparative, 8:18
Antitrust violations, 12:32
Bankruptcy, 20:16

Cancellation of registrations,
12:19
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INFRINGEMENT—Cont’d
Claim preclusion, 12:6
Comparative advertising, 8:18
Contributory, 8:21, 15:15
Counterfeit marks, 8:23
Damages and Remedies (this

index)
Dastar case, 12:4, 13:16
Declaratory judgments, 12:9
Defendants, 12:10
Defenses
generally, 12:21 to 12:33
acquiescence, 12:30
antitrust violations, 12:32
fair use, 12:22, 12:23
First Amendment, 12:24 to
12:28
laches, 12:29
religion clauses, 12:28
unclean hands, 12:31

Destruction of infringing materi-
als, 12:20

Dilution, 8:19
Distribution Chain (this index)
Fair use, 12:22, 12:23
First Amendment
generally, 12:24 to 12:23
artistic use, 12:27
criticism, 12:26
parody, 12:22
religion clauscs, 12:28
First sale doctrine, 8:10
Foreign infringement lawsuit in
United States court, 21:6
Injunctions
permanent, 12:14
preliminary, 12:11
Insurance Coverage (this index)
International lawsuit in United
States court, 21:6
Internet issues, 8:20
Intrusion, 8:1
Issue preclusion, 12:7
Jurisdiction, 12:5
Laches, 12:29

INFRINGEMENT—Cont’d

Likelihood of Confusion (this
index)

Limitation of actions, 12:5

Litigation, 12:1 to 12:33

Nominative fair use, 12:23

On web sites, 15:15

Payments, taxation, 19:20

Permanent injunctive relief, 12:14

Personal name, 12:33

Preliminary injunctive relief,
12:11

Promotional goods, 8:8

Registered marks, 12:2

Registrations, canceiiation of,
12:19

Religion clauscs;-aefenses, 12:28

Rights and intrusion, 8:1

Settlemenis; 12:12, 12:13

Stanaing; 12:5

State sovereign immunity, 12:8

Tyues of, 8:1 to 8:23

vnclean hands, 12:31

Unregistered marks, 12:3

Vicarious, 8:22, 15:15

Web sites, 15:5

INITIAL INTEREST
Likelihood of confusion, 8:4

INJUNCTIONS
False advertising, 13:21
Permanent, 12:14
Preliminary, 12:11

INNOCENT INFRINGER
Remedies, 12:15

INSIGNIAS
Governmental, 5:14

INSURANCE COVERAGE FOR
INFRINGEMENT
Generally, 1:16, 16:1 to 16:8
Advertising injury, 16:2 to 16:6
Exclusions, 16:6
Nexus, causal, 16:5
Notice to insurer, 16:7
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INSURANCE COVERAGE FOR
INFRINGEMENT—Cont’d
Settlements, 16:8

INTANGIBLES
Amortization of trademarks, 19:3

INTENT
Bad faith intent to profit,
Anticybersquatting
Consumer Protection Act,
14:14
Likelihood of confusion, 9:12

INTENT TO USE
Assignment as security in bank-
ruptcy proceedings, 20:9
Registration of trademarks, 6:8

INTERFERENCE
PROCEEDINGS

Registration of trademarks, 6:19

INTERNATIONAL ISSUES
Generally, 1:21, 21:1 to 21:7
Breach of United States contract,

suing foreign plaintiff for,
21:5
False advertising, suing in United
States court, 21:7
Foreign equivalents, coticeptual
strength of, 4:22
Infringement, 21:5
Madrid Protocoy; #%:4
Registration
federal applications, 6:8, 6:14
foreign marks in the United
States, 21:2
United States marks abroad,
21:3,21:4

INTERNET
Generally, 1:15, 15:1 to 15:16
Advertisements
banner, 15:12
key-word advertising programs,
15:14
pop-up, 15:13
Audit programs, 7:15
Banner advertisements, 15:12
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INTERNET—Cont’d
Communications Decency Act,
15:16
Contributory infringement, 15:15
Dilution of trademark, 15:5
Domain Names (this index)
False advertising within web sites,
15:5
Framing, 15:11
Hyperlinks, 15:7
Infringement
generally, 8:20
vicarious and contributory,
15:15
web sites, within/25:5
Jurisdiction based o1 web sites,
15:6
Key-word adveitising programs,
15:14
Metaiig:, 15:8 to 15:10
Pop-up advertisements, 15:13
Vicarious infringement, 15:15

‘\SSUE PRECLUSION
Infringement litigation, 12:7

JURISDICTION

Dilution, federal and state statutes,
10:23

Infringement litigation, 12:5
Web sites as basis, 15:6

KEY-WORDS
Search engine advertising, 15:14

LACHES
Infringement, 12:29

LANHAM ACT
Domain names, 14:3, 14:4
False Advertising (this index)

LETTERS OF PROTEST
Patent and Trademark Office, 7:6

LICENSES
Generally, 1:17, 17:1 to 17:17
Acquisition, 17:9
Amended, 27:1, 27:2
Antitrust concerns, 17:15
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LICENSES—Cont’d

Audit programs, 7:13
Authority to license, 17:2
Bankruptcy law, 20:10 to 20:15
Benefits, 17:13
Detriments of licensing, 17:14
Executory contracts

generally, 20:10

assumption, 20:12

refection, 20:11
Fees

generally, 20:13

bankruptcy proceedings, 20:14,

20:15
Former licensee’s rights, 17:12
Franchising, 17:10
Multiple documents, 17:17
Personal name used as mark,
17:16
Product lines, divisibility by, 17:4
Quality control requirements,
17:5,17:7

Restated agreements, 27:1, 27:2

Retail products sample agreement;

25:1, 25:2

Sample license agreements {this
index)

Service mark sample agreements,
26:1, 26:2

Standing to sue feriniringement,
17:11

Territories, divisibility by, 17:4

Written agreeinents, 17:3

LIKELIHOOD OF CONFUSION

Generally, 1:9, 5:15 to 5:19, 8:2
to 8:7,9:1 to 9:14
Actual confusion, 9:11
Association or endorsement, 8:7
Change in circumstances, 9:14
Channels of trade, 9:10
Comparison of marks, 9:3
Competition between good or ser-
vices, 9:6
Context of comparison, 9:3
Customers
channels of trade, 5:19

LIKELIHOOD OF CONFUSION
—Cont’d
Customers—Cont’d
level of care by, 9:9
overlap of, 9:8
Endorsements, 8:7
Family of marks, similarity to, 9:5
Goods or services, 5:17
Infringement, 8:2 to 8:7
Intent, 9:12
Metatags, initial interest confusion
of, 15:9
Palming off, 8:3
Point-of sale, 8:2, 8:3
Priority, importancc.of, 9:2
Registration of ‘raidemarks, 5:15
to 5:19

Reverse contusion, 8:6
Reverse p2ssing off, 8:3
Similaity of marks, 9:4, 9:5
St ength of marks, 9:7
““rade, channels of, 9:10

LIMITATION OF ACTIONS
Infringement litigation, 12:5

LOSS OF REGISTRATION
Comparison to loss of rights, 3:8

LOSS OF RIGHTS
Generally, 1:3, 3:1 to 3:8
Abandonment (this index)
Genericide, 3:5
Merger, 3:7
Naked transfer, 3:6
Transfer, naked, 3:6

MADRID PROTOCOL
Generally, 21:4

MARKETING
CONSIDERATIONS

Choosing a mark, 6:2

MATERIALITY
False advertising, 13:9
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MATERIALLY DIFFERENT
GOODS

Infringement, 8:11

MERCHANDISING GOODS
Infringement, 8:8

MERGER
Loss of rights, 3:7

METATAGS
Definition, 15:8
Fair use defenses, 15:10
Initial interest confusion, 15:9

NAKED TRANSFER
Loss of rights, 3:6

NAMES
Domain Names (this index)
Personal Names (this index)

NEWS REPORTING AND
COMMENTARY
EXCEPTION

Dilution exception, 10:19

NONCOMMERCIAL USE
Dilution exception, 10:20

NONRECOGNITION
TRANSACTIONS
Amortization of trademarks, 19:8

OPINIONS
False advertising, 13:6

OPPOSITION

Proceedings before Patent and
Trademark Office, 7:7
Registration of trademarks, 6:20

OVER RUNS
Infringement, 8:12

PALMING OFF
Likelihood of confusion, 8:3

PARALLEL IMPORTATION
Infringement, 8:17

PARODY
First Amendment defense, 12:25
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PASSING OFF
Likelihood of confusion, 8:3

PATENT AND TRADEMARK
OFFICE
Registration of Trademarks (this
index)
Cancellation proceedings, 7:8
Letters of protest, 7:6
Opposition proceedings, 7:7
Proceedings, 7:5 to 7:8
PAYMENTS
Taxation (this index)

PERMANENT INJUNCTIONS
Infringement litigation, 12:14

PERMISSION
Lack of censeit of individual
nathed or portrayed, 5:13
PERSCH AL NAMES
Invingement, 12:33
licensing issues, 17:16
Registration of trademarks, 5:13
Surnames, 5:20

POINT-OF SALE
Likelihood of confusion, 8:2, 8:3

POP-UPS
Internet advertising, 15:13

POWER, SIGNIFICANT
Taxation, 19:13

PRELIMINARY INJUNCTIONS
Infringement litigation, 12:11

PRINCIPLE REGISTER
Generally, 6:1
Registration of trademarks, 6:22

PRIORITY
Generally, 2:10

Concurrent use, 2:11
Tacking, 2:12

PROMOTIONAL GOODS
Infringement, 8:8



INDEX

PROTECTION OF MARKS
Generally, 1:7, 7:1 to 7:19
Adpverse rulings, eliminating, 7:19
Audit Programs (this index)
Cease-and-desist letters, 7:4
Counterfeiting, preparation for,

7:18
Genericide, prevention of, 7:9
Importation, government assis-
tance to prevent, 7:17
Marking, 7:2
Watch services, 7:3

PTO

Patent and Trademark Office
(this index)

PUFFERY
False advertising, 13:6

PUNITIVE DAMAGES
False advertising, 13:20
Infringement, 12:17

QUALITY CONTROL
Audit programs to protect marks,
7:12
License requirements, 17:5,17.7

REGISTRATION OF
TRADEMARKS
Generally, 1:5, 1:6; 2:4, 6:1 to
6:26
Appeals (thisanaex)
Applications
generally, 6:8 to 6:17
content, 6:9
fees, 6:10
international agreement based,
6:8, 6:14
specimens, 6:11
use based, 6:12, 6:13
Audit programs, 7:11
Benefits of, 5:1
Cancellations, 6:25
Concurrent use proceedings, 6:18
Confusion. Likelihood of Confu-
sion (this index)
Creative works, titles to, 5:5

REGISTRATION OF
TRADEMARKS—Cont’d
Deceptively misdescriptive, 5:7,

5:9
Descriptive without secondary
meaning, 5:4 to 5:6
Dilution, likely to cause, 5:22
Disparaging marks, 5:11
Domain names, top level, 5:6
Family of marks, creation of, 6:3
Flags, 5:14
Fraud, 6:26
Functional marks, 5:21
Geographic marks
primarily geographically
deceptivel; raisdescriptive,
5:9
primarily-gesgraphically
deceriptive, 5:8
Govermanental insignias, 5:14
Immoral marks, 5:10
tncontestability, 6:23
insignias, governmental, 5:14
Intent to use, 6:8
Interference proceedings, 6:19
International agreements, 6:8,
6:14
Legal considerations, 6:2
Likelihood of Confusion (this
index)
Loss of, comparison to loss of
rights, 3:8
Maintenance, 6:21 to 6:24
Marketing considerations, 6:2
Misdescriptive, 5:7
Not functioning as mark, 5:2
Oppositions, 6:20
Personal names, 5:13
Primarily geographically
deceptively misdescriptive
geographic marks, 5:9
Primarily geographically descrip-
tive geographic marks, 5:8
Principle register, move to, 6:22
Scandalous marks, 5:10
Searches, 6:4, 6:5
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REGISTRATION OF
TRADEMARKS—Cont’d
Secondary meaning, descriptive
mark without, 5:4 to 5:6
Style of words, 5:18
Suggestive marks, 5:12
Supplemental register, 6:1, 6:22
Surname, primarily merely, 5:20
Unregistered marks, protectability
of, 5:1
Use based applications, 6:12, 6:13
Weak trademarks, protection for,
6:24
REGISTRIES

State corporation and fictitious
name, 2:3

RELIGION

Infringement, religion clauses,
defenses, 12:28

REMEDIES
Damages and Remedies (this
index)

RENEWALS
Amortization of trademarks, 12:9

REPACKAGING
Infringement, 8:14

RESALE
Used merchanaisc. of, 8:13

RESTATED LYCENSING
AGREEMENTS

Sample agreement, 27:1, 27:2

RETAILS PRODUCTS

Sample license agreement, 25:1,
25:2

RETROACTIVITY

Trademark Dilution Revision Act,
10:8

REVERSE CONFUSION
Likelihood of, 8:6

REVERSE PALMING OFF
Likelihood of confusion, 8:3

Index-12

REVERSE PASSING OFF
Likelihood of confusion, 8:3

RIGHT, SIGNIFICANT
Taxation, 19:13

ROYALTIES
Taxation, 19:19

SAFE HARBOR
Anticybersquatting Consumer
Protection Act, 14:13

SAMPLE LICENSE
AGREEMENTS

Artisanal Cheese, LLC and
Artisanal Fromagerie &
Bistro, LLC.25:1, 23:2

Artisanal Froriagerie & Bistro,
LLC and Artisanal Cheese,
LLC;23:1, 23:2

Colony ixcsorts LVH Acquisi-
ticas, LLC and HLT Existing
Franchise Holding LLC,
27:1,27:2

CPI Corp. and Sears Roebuck &
Company, 22:1, 22:2

Crystal Magic, Inc. and NBA
Properties, Inc., 25:1, 25:2

Delaware Management Holdings,
Inc. and Lincoln Investment
Advisors Corp., 26:1, 26:2

HLT Existing Franchise Holding
LLC and Colony Resorts
LVH Acquisitions, LLC,
27:1,27:2

Lincoln Investment Advisors
Corp. and Delaware Manage-
ment Holdings, Inc., 26:1,
26:2

NBA Properties, Inc. and Crystal
Magic, Inc., 25:1, 25:2

Phoenix Footwear Group, Inc. and
Tommy Bahama Group, Inc.,
24:1,24:2

Sears Roebuck & Company and
CPI Corp., 22:1, 22:2

Tommy Bahama Group, Inc. and
Phoenix Footwear Group,
Inc., 24:1



INDEX

SCENTS
Generally, 4:12

SEARCH ENGINES
Key-word advertising, 15:14

SEARCHES
Mark clearance, 6:4, 6:5

SECONDARY MEANING
Conceptual strength, 4:23
Descriptive mark without, 5:4 to

5:6

SECURITY INTERESTS

Bankruptcy, 20:6 to 20:8

SEIZURES
Counterfeit marks, 11:6
Wrongful, 11:7

SERVICE MARKS
Generally, 4:2
Sample license agreement, 26:1,
26:2
SETTLEMENTS
Infringement litigation, 12:12,
12:13
Insurance coverage for infringe-
ment, 16:8

SIGNIFICANT POWEXR, RIGHT,
OR CONTIN'ANG
INTERES'C

Taxation, 19.13

SIMILARITY
Dilution, 10:13

SIMILARITY OF MARKS
Likelihood of confusion, 9:5, 9:6

SMELLS
Generally, 4:12

SOUND MARKS
Generally, 4:11

SPECIMENS

Registration of trademark applica-
tions, 6:11

STANDING
False advertising, 13:2

Infringement litigation, 12:5,
17:11

STATES

Common-law dilution protection,
10:3

Counterfeit marks, statutes, 11:2,
11:3

Dilution, federal and state statutes,
10:23

Name registries, 2:3

Sovereign immunity, infringe-
ment, 12:8

Statutory dilution provection, 10:3

STAY OF PROCEFEDINGS

Automatic stay in bankruptcy
esteic 20:4

STREM:"TH OF MARKS
Generally, 4:19 to 4:26
Descriptive, 4:21 to 4:23
Foreign equivalents, doctrine of,

4:22
Generic, 4:20
Likelihood of confusion, 9:7
Secondary meaning, 4:23
Suggestive, 4:24

SUGGESTIVE MARKS
Conceptual strength, 4:24
Registration of trademarks, 5:12

SUPPLEMENTAL REGISTER
Generally, 6:1
Registration of trademarks, 6:22

SURNAMES
Personal Names (this index)

TACKING
Priority of rights, 2:12

TARNISHMENT
Dilution, 10:14

TASTE
Generally, 4:14
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TAXATION
Generally, 1:19, 19:1 to 19:21
Allocation, 19:17
Amortization of Trademarks
(this index)
Contingent payments, 19:15
Continuing interest, significant,
19:13
Deferred payments, 19:21
Fixed payments, 19:16
Infringement payments, 19:20
Ownership of intangible, 19:18
Payments
transfers of trademarks, 19:14
to 19:16
types of, 19:19 to 19:21
Power, significant, 19:13
Right, significant, 19:13
Royalties, 19:19
Royalty payments, 19:19
Significant power, right, or
continuing interest, 19:13
Transfers of trademarks
generally, 19:12 to 19:17
allocation, 19:17
contingent payments, 19:18
continuing interest, sigeiiicant,
19:13
fixed payments, 19:1
payments
generally; 12:14 to 19:16
contingent payments, 19:15
fixed payments, 19:16
power, significant, 19:13
right, significant, 19:13
significant power, right, or
continuing interest, 19:13

TDRA

Trademark Dilution Revision
Act (this index)

TELEPHONE NUMBERS
Generally, 4:9

TERRITORIAL RIGHTS
Licenses, 17:4
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TOUCH

Generally, 4:13

TRADE DRESS

Generally, 4:15 to 4:18
Aesthetic functionality, 4:18
Dilution, 10:6
Functionality
generally, 4:16 to 4:18
aesthetic functionality, 4:18
utilitarian functionality, 4:17
Inherently distinctive, 4:26
Utilitarian functionality, 4:17

TRADEMARK DILUTION

REVISION AC
Generally, 10:7 v 10:21
Blurring, 10:15
Defendant’s use of mark, 10:12
Distinctiveacss, 10:10
Elenients, 10:9 to 10:15
Ecentions, 10:16 to 10:20
Same, 10:11
History of dilution, 10:2
Remedies, 10:21
Retroactivity, 10:8
Similarity, 10:13
Tarnishment, 10:14

TRADEMARK TRIAL AND
APPEALS BOARD

Appeal of final rejection of
application to, 6:15 to 6:17

TRANSFER OF RIGHTS
Naked transfer, 3:6

TRANSFERS OF
TRADEMARKS

Taxation (this index)

TTAB

Trademark Trial and Appeal
Board (this index)

TYING ARRANGEMENTS
Generally, 1:18, 18:1 to 18:4
Business format systems, 18:2
Distribution systems, 18:3
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TYING ARRANGEMENTS
—Cont’d
Market power, 18:4

TYPES OF MARKS
Generally, 1:4, 4:1 to 4:26

UNAUTHORIZED
DISTRIBUTORS
Infringement, 8:15

UNAUTHORIZED GOODS
Infringement, 8:11

UNCLEAN HANDS
Infringement, 12:31

USED MERCHANDISE
Resale of, 8:13

VALUE OF TRADEMARK
Amortization of trademarks, 19:4

VERBAL MARKS
Generally, 4:6

VICARIOUS INFRINGEMENT
Generally, 8:22, 15:15

WATCH SERVICES
Protection of marks, 7:3

WEAK TRADEMARKS
Protection for, 6:24

WEB SITES
Internet (this index)

WRONGFUL SEI:YRE
Counterfeit marks, 11:7
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