FE

(6)  Copyright does not subsist in a broadcast which infringes, or
to the extent that it infringes, the copyright in anothep
broadcast or in a cable programme.

[cf. 1988 c 48 5 6 U.K]-

[8.01] Enactment history

Subsection (5) was amended pursuant to s 28 of the Telecommunicatioll
(Amendment) Ordinance 2000 (36 of 2000).

[8.02] England

Cf s 6 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[8.03] Subsection (1): Broadcast

Television broadcasts and sound broadcasts are both included. To be capable of
being lawfully received, the transmission must have been licensed in accordance
with the relevant statutory provisions. For television broadcasting licences, see gg
8-11 of the Broadcasting Ordinance (Cap 562); for sound broadcasting licences,
see Part IIIA of the Telecommunications Ordinance (Cap 106). For ‘reception’,
see sub-s (5).

[8.04] Members of the public

In line with the liberal qualification requirements in s 177 below, the public iMay.
be that in Hong Kong or elsewhere. ‘Public’ is not further defined, but sz 5 27
below regarding infringement of copyright by public performance and s §1 velow
as to free public showing or playing of broadcasts,

[8.05] Subsection (3)

Only persons providing or having responsibility for the contents of a programme
shall have the rights’and liabilities in relation to a broadcast. Cartiers are excluded.

[8.06] Subsection (4)
This is wider than its corresponding English provision, s 6(4) of the Copyright,
Designs and Patents Act 1988 ¢ 48 [Eng], which refers to satellite transmission

only. It is the transmission, not reception, of programme-carrying signals that
requires a licence.

[8.07] Subsection (5)

Relay is an electrical arrangement or apparatus receiving and passing on messages.
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[8.08] Subsection (6)

i 6(2) and 7(4) above, this subsection does not rf%fer to copies.

d 'tStr\:(]:ﬁldScss L%le)subsistence of copyright (see [2._03] above) in a broadeast

Ins‘tea ‘1fp‘n es the copyright in another broadcast or in a cable programme. A

- ];no:dcgast is not excluded and may enjoy copyright pro_tection provided that

Ff. Sagrogdcast before the expiry of the copyright in the original broadcast: see s
it 1

20(3) below.

In contra

[8.09] Definitions

‘copyright’, see s 2 above; for ‘cable programmg’, ‘sounds’ and ‘visual
.For es’psee s 9 below; for ‘making available ... of copies’, see s 26 belo_w; for
ErI%car%m'n’lautlce’ see s 27 below; and for ‘telecommunications system’ and ‘wireless
p 2

telegraphy’, see s 198(1) below.

9 Cable programmes
(1) Inthis Part- |
“cable programme” (A #{#4& f A ) means any item
included in a cable programme service;

“cable programme service” (A #1%3% & B JRA%) means a
service which consists wholly or mainly in the_ lav_vful
sending by any person, by means of a telecommunications
system (whether run by himself or by any other person),
of sounds, visual images, other information or any
combination of them either- (Amended 36 of 2000 s 28)
(a) for lawful reception, otherwise than by wireless

telegraphy, at 2 or more places in Hong Kong or
elsewhere, whether they are so sent for simultaneous
reception or at different times in response to requests
made by different users of the service; or
(b) for lawful reception, by whatever means, at a place i_n

Hong Kong or elsewhere for the purposes of the_lr
being presented there either to members of the public
or to any group of persons,

and includes such a service that has as a component a

multipoint microwave distribution system, but does not

include the services excepted under subsection (2);

“interconnection” (Z 482 #) includes interconnection that
involves a change of technical characteristics, format or
parameters;

“sounds” (# %), for the purposes of the exclusion in
subsection (2)(a), means speech or music or both except
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that they do not include, in relation to any
telecommunications system, speech providing information
for the purpose of facilitating the use of g
telecommunications service provided by means of that
system; (Amended 36 of 2000 s 28)

“visual images” (% 4%), for the purposes of the exclusion i
subsection (2)(a), means visual images which are such that
sequences of them may be seen as moving pictures.

(2)  The following are excepted from the definition of ‘cable
programme service’-

(a)

(b)

(©

(d)

a service (such as the services commonly known ag
video conferencing and video telephony) which
consists wholly or mainly in the transmission of
§ounds or visual images or both by any person if it
1s an essential feature of the service that, while they
are being transmitted, there will or may be
transmitted from each place of reception, by means
of the telecommunications system or (as the case
may be) the part of it by means of which they are
transmitted, sounds or visual images or both for
reception by that person; (Amended 36 of 2000 s 28)

a service for making available to the public of copies
of works or fixations of performances, but excluding
a service in which the transmission of moving visual
representational images is an essential feature (suca
as the service commonly known as videa-on-
demand);

the running by a broadcaster of a telecorztzunications

system in the case of which every trarisouission made

by it is either- (Amended 36 of 2000 s 28)

(i) a transmission, by wireless telegraphy, from
a transmitting station for general reception of
sounds, visual images or signals serving for
the impartation (whether as between persons
and persons, things and things or persons and
things) of any matter otherwise than in the
form of sounds or visual images; or

(ii) a transmission within a single set of premises
of sounds, visual images or such signals
which are to be or have been so transmitted;

the running of a telecommunications system in the

case of which the only agency involved in the
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(€)

I
\L)

(g)

[8.09]

transmission of things thereby transmitted is light

and the things thereby transmitted are so transmitted

as to be capable of being received or perceived by

the eye and without more; (Amended 36 of 2000 s

28)

the running by a person of a telecommunications

system which is not connected to another

telecommunications system and in the case of which
all the apparatus comprised therein is situated either-

(Amended 36 of 2000 s 28)

(1) on a single set of premises in single
occupation (other than a service operated as
part of the amenities provided for residents
or inmates of premises run as a business); or

(i1) in a vehicle, vessel, aircraft or hovercraft or
in 2 or more vehicles, vessels, aircraft or
hovercraft mechanically coupled together;

the running by a single individual of a
telecommunications system which is not connected
to another telecommunications system and in the
case of which- (Amended 36 of 2000 s 28)
(1) all the apparatus comprised therein is under
his control; and
(ii) everything transmitted by it that is speech,
music and other sounds, visual images,
signals serving for the impartation (whether
as between persons and persons, things and
things or persons and things) of any matter
otherwise than in the form of sounds or visual
images, or signals serving for the actuation or
control of machinery or apparatus is
transmitted solely for his domestic purposes,
and references in paragraph (e) and this paragraph
to another telecommunications system do not include
references to such a system as is mentioned in
paragraph (c) (whether run by a broadcaster or by any
other person); or (Amended 36 of 2000 s 28)

in the case of a business carried on by a person, the
running, for the purposes of the business, of a
telecommunications system which is not connected
to another telecommunications system and with
respect to which the following conditions are
satisfied- (Amended 36 of 2000 s 28)
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(3)

“4)

() that no person except the person carrying op
the business is concerned in the control of the
apparatus comprised in the system;

(i)  that nothing that is speech, music and other
sounds, visual images, signals serving for the
impartation (whether as between persons and
persons, things and things or persons and
things) of any matter otherwise than in the
form of sounds or visual images, or signals
serving for the actuation or control of
machinery or apparatus is transmitted by the
system by way of rendering a service to
another;

(iii)  that, in so far as sounds or visual images are
transmitted by the system, they are not
transmitted for the purpose of their being
heard or seen by persons other than the
person carrying on the business or any
employees of his engaged in the conduct
thereof;

(iv)  that, in so far as signals serving for the

impartation (whether as between persons and

persons, things and things or persons ana
things) of any matter otherwise than in the
form of sounds or visual image: are
transmitted by the system, they ‘aie not
transmitted for the purpose cf imparting
matter otherwise than to the person carrying
on the business, any empluyees of his
engaged in the conduct thereof or things used
in the course of the business and controlled
by him; and
(v) that, in so far as signals of speech, music and
other sounds are transmitted by the system,
they are not transmitted for the purpose of
actuating or controlling machinery or
apparatus used otherwise than in the course
of the business.

The Chief Executive in Council may by order amend

subsection (2) so as to remove exceptions, subject to such

transitional provision as appears to him to be appropriate.

(Amended 22 of 1999 s 3)

References in this Part to the inclusion of a cable programme
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or work in a cable programme service are to its transmission
as part of the service; and references to the person including
it are to the person providing the service.

(5) Copyright does not subsist in a cable programme if-

(a) it is included in a cable programme service by
reception and immediate re-transmission of a
broadcast; or

(b) it infringes, or to the extent that it infringes, the
copyright in another cable programme or in a
broadcast.

[cf. 1988 c48s7 UK. & 1956 c 74 s 14A U.K.]

[9.01] Enactment history

Subseznons (1) and (2)(a), (c), (d), (&), (f) and (g) were amended pursuant to s 28
of the Telecommunication (Amendment) Ordinance 2000 (36 of 2000).

Subsection (3) was amended pursuant to s 3 of the Adaptation of Laws (No 8)
Ordinance 1999 (22 of 1999).

[9.02] England

Cf 5 7 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng] and s 14A of
the Copyright Act 1956 ¢ 74 [Eng] ¢ 74 [Eng].

[9.03] Cable programme

It was in 1985 that cable programmes began to be recognised as a new and separate
category of copyright work in England. By virtue of the Cable and Broadcasting
Act 1984 ¢ 46 [Eng] (now repealed), a new s 14A was added to the Copyright Act

1956 ¢ 74 [Eng] to confer copyright on cable programmes made after 1 January
1985.

[9.04] Cable programme service

To take account of the advancement in technology, the definition of ‘cable
programme service’ in this section is more elaborate than its counterpart in s 7(1)
of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[9.05] Wholly or mainly

This phrase further extends the scope of this category of copyright work.
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'~ ooyright Ordinance (Cap 526)
[9.06] Interconnection

Ig 121 DeﬁnltiOIlS

’ ’ : for “making available
Cf s 36A(3E) of the Telecommunications Ordinance (Cap 106) which define opyright’ see s 2 above; for ‘broadcast’, see s 8 above; for ‘making
§ FO_T ‘o ’

i i : : ] “husi Yo e’, ‘telecommunications
mterconnection as any connection between systems or services or elementg of ies’, see s 26 below; and for ‘business’, ‘employee’,
systems or services for the delivery of any communication, message or signal over § ..of CO,P ‘wi;feless telegraphy’, see s 198(1) below.

the connection, including interconnection to a system, to a service, betWEen system

. i see the Telecommunications Ordinance (Cap
systems, between services and between a system and a service.

- 1
ications service,
Fﬂf Ltelecommuﬂlc

106) § 2.
[9.07] Sounds

-
Referring specifically to speech and music, this is narrower than the meaning of : Published editions

sounds in s 6 above, which may include natural as well as mechanical soungs. 10 , t “sublished edition” ( & F A, in the context
Such a narrow definition is appropriate in the context of video conferencing g (1) Inthis P?I p he typographical arrangement of a published
video telephony: see sub-s (2) below. of copyright in the typograp

edition, means a published edition of the whole or any part

- i ical works.
. ) more literary, dramatic or musica
.08 al im of one or . -
9081 Vst g Copyright does not subsist in the typographmal_arrang%ment
The limitation to moving pictures is appropriate in the context of videg ~t a published edition if, or to the extent that, it reproduces
conferencing or video telephony: see sub-s (2) below.

ihe typographical arrangement of a previous edition.

[cf. 1988 c 48 s 8 U.K.]
[9.09] Subsection (2)

Referring to new types of service, such as video conferencing and video telephony
in para (a), and video-on-demand in para (b), this subsection is clearer and more [10.01] England
up-to-date than s 7(2) of the Copyright, Designs and Patents 1988 Act ¢ 48 [Eng).

s g . : 8 ¢ 48 [Eng].
To ensure that the definition reflects the current state of the industry, the exceptioys Cf s 8 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng]
may be removed if necessary: see sub-s (3).

[10.02] General note
The law was unclear under the Copyright Act 1956 ¢ 74 [Eng], which in s 15(1)

[9.10] Premises

Ty : iti literary,
The word ‘premises’ is defined differently for different purposes.it i s, for instance, provided that copyright Shal.l subsist il ph‘ibEShei ecillgg:l O?ftsg {;dition §1/s
defined in s 81 of the Interpretation and General Clauses Cruineace (Cap 1), 52 dramatic or musical wor_k _Wlthout specifying w h & ;O-Sf; in the typographical
of the Organized and Serious Crimes Ordinance (Cap 455) aud s 2 of the Trade being protected. Now, it is cle.a.r that copyrig I‘[1 su 31h arrangementdeES ot
Descriptions Ordingnce (Cap 362) as including, inter alia, any vessel, vehicle or arrangement of a published ed{tIOD, provided t a; Suievious edition: seevsrbes
aircraft. Such a broad definition is, however, unnecessary in the present context merely reproduce the typographical arrangement o th”; ographical arrangement
given that para (e)(ii) to the definition of ‘cable programme service’ has already (2). In the case of a newspaper, it has been held tha;l e 'YIL; g;fl biljished thetein: see
separately referred to a vehicle, vessel or aircraft. It is therefore suggested that refers to that of the whole newspaper, not of each artic F}’ch [2000] 4 All ER
the simple definition of ‘premises’ as including any place, but excluding any vessel, Newspaper Licensing Agency Ltd v Marks and Spencer

MLR 704 (CA).
as is provided in s 2 of the Fire Services Ordinance (Cap 95), is to be preferred. 239, [2000] 3 WLR 1256, [2001] RPC 5 (p 76), [2000] E (

[9.11] Chief Executive in Council [10.03] Published edition

e g . i aking available
This was inserted to substitute for ‘Governor in Council’ pursuant to s 3 of the The term ‘publication’ is defined in s 19‘6(1)]]136}11021"2 a: ?cl)eblss;];nzzrruﬂe q aégcordmgly-
Adaptation of Laws (No 8) Ordinance 1999 (22 of 1999). It means fhe Chief of copies of a work to the public, and ‘pub |S;.1‘Bh éediﬁon of a literary, dramatic
Executive acting after consultation with the Executive Council; the Interpretation Note that s 10(1) refers specifically to the publishe:

isti i i ication does
and General Clauses Ordinance (Cap 1) s 3. or musical work. Artistic works are not included because their publicati
not entail any typographical arrangement.
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[10.04] Definitions

For ‘copyright’, see s 2 above; and for ‘dramatic work’, ‘literary work® ang
‘musical work’, see s 4(1) above.

11 Authorship of work
Authorship and ownership of copyright

(1)  In this Part “author” (#£"), in relation to a work, means the
person who creates it.

(2)  That person is taken to be-

(a) in the case of a sound recording, the producer;

(b) in the case of a film, the producer and the principal
director;

(c) in the case of a broadcast, the person making the

broadcast (see section 8(3)) or, in the case of a
broadcast which relays another broadcast by
reception and immediate re-transmission, the person
making that other broadcast;

(d) in the case of a cable programme, the person
providing the cable programme service in which the
programme is included;

(e) in the case of the typographical arrangement ot a
published edition, the publisher.

)] In the case of a literary, dramatic, musical or arvisiic work
which is computer-generated, the author is taken to be the
person by whom the arrangements necessar 7 for the creation
of the work are undertaken.

(4)  For the purposes of this Part a work is of “unknown
authorship” if the identity of the author is unknown or, in the
case of a work of joint authorship, if the identity of none of
the authors is known.

(5)  For the purposes of this Part the identity of an author is
regarded as unknown if it is not possible for a person to
ascertain his identity by reasonable inquiry; but if his identity
is once known it shall not subsequently be regarded as
unknown.

[cf. 1988 ¢ 4859 U.K]
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[11.04]

(11.01] England

Cf s 9 of the Copyright. Designs and Patents Act 1988 ¢ 48 [Eng].
s

[11.02] Author

and ownership are two different concepts in copyright law. The author
one who creates it whereas its owner is the one who has the
do the acts stipulated in s 22 below, including t.he right to copy,
toi copies to the public, and so on. To facilitate the identification 01._E the aqtho_r,
L pwho is named as the author on the surface of the work or its copies 18
4 peIS?;l]ed until the contrary is proved: see ss 115 and 116 below. Generally
. I:}giu the author of a work is the first owner of any cqpyright in it: see s 13
lsji?ow. I%I,owever, this general principle is subject to exceptions: see ss 14, 15 and

16 below.

Authorship
of a work is the
exclusive right to

[11.03] Ccuiputer-generated

A computsr as such cannot be the author of a copyright work. It was so held in
Express Newspapers Plc v Liverpool Daily Post & Echo Plc [1985] 3 All ER
640, 11985] FSR 306, although the Copyright Act 1956 ¢ 74 [Eng] did not refer
specifically to computer-generated works.

[11.04] Definitions

For ‘dramatic work’, ‘literary work’ and ‘musical work’, see s 4(1) above; for
‘artistic work’, see s 5 above; for ‘sound recording’, see s 6 above; for ‘film’, see
s 7 above: for ‘broadcast’, see s 8 above; for ‘cable prog_ramrne’, see s 9 above;
for ‘published edition’, see s 10 above; for ‘joint authorship’, see s 12 below; and
for ‘computer-generated’ and ‘producer’, see s 198(1) below.

12 Works of joint authorship

(1)  In this Part a “work of joint authorship” (&1 4F %) means a
work made by the collaboration of 2 or more authors in which
the contribution of each author is not distinct from that of the
other author or authors.

(2) A film is treated as a work of joint authorship unless the
producer and the principal director are the same person.

(3) A broadcast is treated as a work of joint authorship in a case
where more than one person is to be taken as making the
broadcast (section 8(3)).

(4)  References in this Part to the author of a work are, except as
otherwise provided, construed in relation to a work of joint
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authorship as references to all the authors of the work.
[cf. 19883 c 48 s 10 UK ]

[12.01] England
Cf s 10 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[12.02] Work of joint authorship

This refers to a single work resulting from the joint effort of two or more authors,
such as a symphony written by two composers or a picture painted by two artists,
To be joint authors, the two composers or artists must have worked in collaboration
with each other in such a way that the contribution of one is not distinct from that
of the other: see Cala Homes (South) Lid v Alfred McAlpine Homes East
Lid [1995] FSR 818 and Robin Ray v Classic FM Plc [1998] FSR 622. See also
Godfrey v Lees [1995] EMLR 307; Flyde Microsystems Ltd v Key Radio
Systems [1998] FSR 449; Brighton v Jones [2004] EMLR 26 (p 507); Cyprotex
Discovery Lid v The University of Sheffield [2004] RPC 44 (p 887) (CA). There
is no further requirement that the parties intend the other to be a joint author in
order for the work to be a work of joint authorship: see Beckingham v
Hodgens [2003] FSR 14 (p 238) (Ch D), [2003] EMLR 18 (p 376) (CA).
Beckingham v Hodgens was cited in Fisher v Brooker [2009] FSR 25 (p 919)
(HL), where the appellant, who was responsible for the organ solo of a song, made
his contribution as part of a collaborative effort with the first respondent and the
other band members without anyone at the time considering what, in copyright
terms, the consequence was of his so doing. It was held that the appellant qualified
as a joint author of what resulted: ibid at para 63.

Given that copyright exists, not in ideas, but in expressions of ideas, a joiat author
must participate in the actual creation and share the responsibility for the form of
expression in the relevant work. It is not enough that he simply contributed ideas
to an author, such as thinking up the plot of a play or making suzgestions for a
comic routine to be included: see Tate v Thomas [1921] 1 Ch 503, following Tate
v Fullbrook [1908] 1 KB 821. See also Levy v Rutley (1871) LR 6 CP 523; Bagge
v Miller [1917-23]"MCC 179; Evans v E Hulton & Co Ltd [1923-28] MCC 51.
Cf Kenrick & Co v Lawrence & Co (1890) 25 QBD 99, where someone who
supplied an idea for a sketch and suggested detailed alterations might be treated
as a joint author with the artist.

A work of joint authorship is to be distinguished from a composite work with
different components, each produced by a different person, such as the lyrics and
music of a song, in which case each author will have his own distinct copyright:
see Chappell & Co Lid v Redwood Music Lid [1981] RPC 337 (HL); Hadley v
Kemp [1999] EMLR 589.

As to the nature of joint authorship, the prevailing view seems to be that joint
authors hold as tenants in common: see Lauri v Renad [1892] 3 Ch 402; Prior v
Landsdowne Press Pty Ltd [1977] RPC 511; Redwood Music Ltd v B Feldman &
Co Ltd [1979] RPC 1, [1979] RPC 385 (CA). See also Stuart v Barrett [1994]
EMLR 448, cited in Beckingham v Hodgens [2003] FSR 14 (p 238) (Ch
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D), [2003] EMLR 18 (p 376) (CA). Cf Mail Newspapers Plc v Express

Newspgperk Plc [1987] FSR 90. As to the rights of joint authors infer se, see

[194.03] below.
[12.03] Definitions

For ‘film’, see s 7 above; for ‘broadcast’, see s 8 above; for ‘author’, see s 11
above; and for ‘producer’, see s 198(1) below.

13 First ownership of copyright
The author of a work is the first owner of any copyright in
it, subject to sections 14, 15 and 16.
[cf. 1988 ¢ 48 s 11(1) U.K.]

[13.01] England
Cf = 11(1) of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[13.02] General note

For the meaning of ‘owner of the copyright’, see [3.03] above. As to the distinction
between authorship and ownership in copyright law, see [11.02] above.

[13.03] Definitions

For ‘copyright’, see s 2 above; and for ‘author’, see s 11 above.

14 Employee works

(1)  Where a literary, dramatic, musical or artistic work, or a film,
is made by an employee in the course of his employment, his
employer is the first owner of any copyright in the work
subject to-

(a) any agreement to the contrary; and
(b) subsection (2).

(2)  Subject to any agreement to the contrary, where such work is
exploited by his employer or by someone else with the
employer’s permission in a way that could not reasonably
have been contemplated by the employer and the employee
at the time of making the work, the employer shall pay an
award to the employee in respect of such exploitation at such
amount as agreed between the employer and the employee
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or failing an agreement, as determined by the Copyright
Tribunal.

[cf. 1988 ¢ 48 5 11(2) UK

[14.01] England

Cf s 11(2) of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[14.02] General note

This section is different from its English counterpart, which does not contain any
express provision for an employee’s compensation in the case of the work being
exploited by or with the permission of the employer in a way that could not
reasonably have been contemplated by the employer and the employee at the time
of creation.

[14.03] In the course of employment

It is often easy to recognise a contract of service when you see it, but difficult to
say where the difference between a contract of service and a contract for services
lies: see Stephenson (or Stevenson), Jordan and Harrison Ltd v MacDonald and
Evans (1952) 69 RPC 10 at 22, [1952] 1 TLR 101 (CA) at 111, per Denning LJ,
It is necessary to look at the terms of the contract as a whole concentrating on the
substantive rights and obligations of the parties and decide whether they are more
or less strongly indicative of one form of relationship than the other: see Rob,+
Ray v Classic FM Plc [1998] FSR 622 at 638, per Lightman J. One cf ‘he
traditional tests for a contract of service was the so-called control test. it the
employer can order or require not only what is to be done, but how #i-<hall be
done, then it is more likely to be a contract of service: see Collins v tlerifordshire
County Council [1947] KB 598 at615, [1947] 1 Al ER 633 at 528, per Hilbery
J. However, this test is not an absolute one and has been criti~is=d as not being
universally correct: see Cassidy v Ministry of Health 1195171 2 KB 343 at
352, [1951] 1 All ER 574 at 579, per Somervell LI. A lou stiould depend on the
circumstances of the case, in particular, the amount of skill required for the
employee’s work. Usually the greater the skill required, the less significant is
control as a factor for determining whether the employee is under a contract of
service: see Beloff v Pressdram Ltd [1973] 1 AIl ER 241, [1973] RPC 765, [1973]
FSR 33, per Ungoed Thomas J. A more widely accepted approach is to ask whether
the person is employed as part of the business and his work done as an integral
part of the business: see Stephenson (or Stevenson), Jordan and Harrison Ltd v
MacDonald and Evans (1952) 69 RPC 10 at 22, [1952] 1 TLR 101 at 111 (CA),
per Denning LI. In Ultraframe UK Lid v Fielding [2004] RPC 24 (p 479), a case
on ownership of design right, the Court of Appeal cited, at para 21, Montgomery
v Johnson Underwood Ltd [2001] ICR 819 where Buckley J in turn quoted what
MacKenna J said in Ready Mixed Concrete (South East) Lid v Minister of Pensions
and National Insurance [1968]2 QB 497 at 515:

A contract of service exists if these three conditions are fulfilled: (i) The
servant agrees that, in consideration of a wage or other remuneration, he
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will provide his own work and skill in the performance of some service for
this master. (i1) He agrees, expressly or impliedly, that in the performance
of that service he will be subject to the other’s control in a sufficient degree
to make that other master. (iii) The other provisions of the contract are
consistent with its being a contract of service.

[14.04] Any agreement to the contrary

The courts have been liberal in finding contrary agreements, which may be infer.red
from the conduct of the employer and the employee, the employer’s past practice,
and other relevant circumstances. For instance, a doctor who has written a medical
handbook in the course of his employment may still be able to claim the copyright
in it because all other employees at the same establishment have been able to do
so: see Noah v Shuba [1991] FSR 14. To obviate the application of sub-s (1), the
agreement must be one where, notwithstanding the existence of a confract of
employment, the title to copyright in works created during the course of
employment shall not vest in the employer: see Robin Ray v Classic FM
Pl [1938] FSR 622 at 639, per Lightman J. Thus, an express term that a contract
of empleyment shall not be created would not suffice: ibid. Moreover, such a term
wald be legally ineffective if the substantive provisions of the agreement in law
ag give rise to the existence of a contract of employment: ibid.

[14.05] Copyright Tribunal

The Tribunal is established under s 169(1) below. As to its functions, see [155.02]
below. For its jurisdiction to determine the award to an employee under the present
section, see s 173 below.

[14.06] Definitions

For ‘copyright’, see s 2 above; for “‘dramatic work’, ‘literary work’ and ‘musical
work’, see s 4(1) above; for ‘artistic work’, see s 5 above; for “film’, see s 7 above;
for “first owner’, see s 13 above; for ‘Copyright Tribunal’, see s 169 below; and
for ‘employee’, ‘employer® and ‘employment’, see s 198(1) below.

15 Commissioned works

(1)  Where a work is made on the commission of a person and
there is an agreement between the author and the
commissioner of the work which expressly provides for the
entitlement to the copyright, copyright in the commissioned
work belongs to the person who is entitled to the copyright
under the agreement.

(2)  Notwithstanding subsection (1) and sections 13 and 103, the
person who commissioned the work-

(a) has an exclusive licence to exploit the commissioned
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work for all purposes that could reasonably have
been contemplated by the author and the person who
commissioned the work at the time the work was
commissioned; and

(b) has the power to restrain any exploitation of the
commissioned work for any purpose against which
he could reasonably take objection.

[15.01] England

There is no corresponding legislation in England but there used to be an express
provision in relation to commissioned works in three specific cases, namely, the
taking of a photograph, the painting or drawing of a portrait, and the making of
an engraving: see s 4(3) of the Copyright Act 1956 ¢ 74 [Eng].

[15.02] General note

In contrast with s 14 above, which confers the copyright of an employee’s work
on the employer provided that it is made in the course of employment, this section
does not lay down any principle for determining the ownership of the copyright
of a commissioned work. Instead, sub-s (1) seems to have made it a case-by-case
decision, dependent upon the express terms of any agreement that may have been
reached between the author and the commissioner. No explicit gnidance is provided
for the situations in which no such agreement has been reached, though it may b=
inferred from the reference to s 13 at the outset of sub-s (2) that the general
principle laid down in s 13 above is to be applied in such cases. Also, it couid be
inferred from the words ‘notwithstanding subsection (1)’ that whoever cvns the
copyright, the one who commissioned the work would have an exclusive licence
by virtue of sub-s (2) to exploit the work for all purposes within the contemplation
of the parties. Section 15 is unique to Hong Kong, and the Hoag Kong Court of
Appeal, when asked to determine the scope of a commission=:’s cxclusive licence,
answered the question on the basis of the evidence before the court: see Jet Tone
Films Ltd v Lau Yuen Chui [2005] 3 HKLRD 631 (CA).

In the case of commissioned works where part of the process is sub-contracted, it
is the person who commissioned the ultimate article and is to pay ultimately for
the process who is the commissioner: see James Amold & Co Lid v Miafern Lid
& Ors [1980] RPC 397 at 404, cited in Guangdong Foodstuffs Import & Export
(Group) Corp & Anor v Tung Fook Chinese Wine (1982) Co Ltd & Anor [1999]
3 HKLRD 545 at 636. Commissioning means ordering, and connotes an obligation
to pay — not just to pay for the finished products if and when they are purchased,
but to pay for the very article in which the copyright resides irrespective of whether
any of the finished products are purchased: see Ultraframe UK Ltd v
Fielding [2004] RPC 24 at para 31, quoting what Pritchard J said in the New
Zealand High Court decision Plix Products Ltd v Frank M Winstone
(Merchants) [1986] FSR 63 at 86.

In England, where the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng] does
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not contain any provision in respect of the ownership of commissioned works, it
has been held that the author of such a work is entitled to retain the copyright in
the absence of an express or implied term to the contrary: see Robin Ray v Classic
FM Ple [1998] FSR 622. What the commissioner has will usually be an implied
licence to use the work for the purposes contemplated by the parties at the time of
commissioning. Whether any further rights can be implied, such as an exclusive
licence or even assignment of the copyright to the commissioner, depends upon
whether the circumstances are such that such rights are necessary to fill a lacuna
in the contract: see Liverpool City Council v Irwin [1977] AC 239 at 253—254
per Lord Wilberforce, followed in Robin Ray v Classic M Plc (above) at 642.
See also Griggs Group Ltd v Evans [2005] FSR 31 (p 706), where Robin Ray v
Classic FM Plc (above) was cited with approval. See also Lucasfilm Ltd v
Ainsworth [2009] EWCA Civ 1328, [2010] EMLR 12 (p 301), where the English
Court of Appeal held that the judge was right in applying what Lightman J said in
the Robin Ray case:

circumstances may exist when the necessity for an assignment of copyright
may be established ... these circumstances are, however, only likely to arise
if the Client needs in addition to the right to use the copyright works the
right to'exclude the contractor from using the work and the ability to enforce
‘fie copyright against third parties. Examples of when this situation may arise
include: (a) where the purpose in commissioning the work is for the client
to multiply and sell copies on the market for which the work was created
free from the sale of copies in competition with the client by the contractor
or third parties; (b) where the contractor creates a work which is derivative
from a pre-existing work of the client, eg when a draughtsman is engaged
to turn designs of an article in sketch form by the client into formal
manufacturing drawings, and the draughtsman could not use the drawings
himself without infringing the underlying rights of the client; (c) where the
contractor is engaged as part of a team with employees of the client to
produce a composite or joint work and he is unable, or cannot have been
intended to be able, to exploit for his own benefit the joint work or indeed
any distinct contribution of his own created in the course of his engagement
... In each case it is necessary to consider the price paid, the impact on the
contractor of assignment of copyright and whether it can sensibly have been
intended that the contractor can retain any copyright as a separate item of
property.

The English Court of Appeal also referred to the Griggs Group case, where a
freelance designer was commissioned to create a logo for a client, and the court,
following Lightman J’s analysis, held that the client would need some right to
prevent others from reproducing the logo, in which case a licence trom the designer
to the client, even an exclusive licence, was not sufficient. Likewise, in the
Lu'casﬁlm case, it was reasonable in the circumstances of the case to ‘confer the
primary copyright interests on the commissioning party’. In other words, an
obligation to assign was necessarily to be implied.

[15.03] Definitions

For ‘copyright’, see s 2 above; for ‘author’, see s 11 above; and for ‘exclusive
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[56.06] Subsection (3)
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An example of material falling within this subsection would be
specification. Note, however, that only those parts containing info[-mﬂ
general interest may be copied under this provision. b

[56.07] Definitions

For ‘copyright’, see s 2 above; for ‘copying’, see s 23 above; for “issu
copies’, see s 24 above; for ‘making available to the public of copies’. g
above; and for ‘international organisation’, see s 198(1) below. }

57 Material communicated to the Government in the ¢g .
of public business - 'S¢

(1)  This section applies where a work has in the course of pu
business been communicated to the Government for
purpose, by or with the licence of the copyright owner aq
document or other material thing recording or embodying
work is owned by or in the custody or control of
Government.

The Government may, for the purpose for which the work
communicated to it, or any related purpose which cou!
reasonably have been anticipated by the copyright owgs
copy the work, or issue or make available copies of the wog
to the public without infringing any copyright in the w

2)

3)

.t Ordinance (Cap 528)
7] Copyright owner

Zor ‘copyT! .
work to the public ) '
e public’, se¢ S 26 above; and for ‘published’, see s 196 below.

[58.02]

1 meaning, see [3.03] above.

7.04] Definitions

ight’, see s 2 above; for ‘copy’, see s 23 above; for ‘issue ... copies of
' see s 24 above; for ‘making available copies of the work

Public records
Material which is comprised in public records which are open
to public inspection may be copied, and a copy may be
supplied to any person without infringement of copyright.
In ‘his section “public records™ (-3 #2.4%) means the records
¢f any nature or description which have been made, received
or acquired in the course of proceedings of the Legislative
Council, judicial proceedings or executive transaction,
together with the exhibits and other material evidence which
form part of or are annexed to or are otherwise related to any
record, which are or are required to be in the custody of, or
which may be transferred to or be acquired by, any department
of the Government.

[cf. 1988 c 48 s 49 U.K ]

The Government may not copy a work, or issue or m
available copies of a work to the public, by virtue of
section if the work has previously been pulilished otherwise
than by virtue of this section.
In subsection (1) “public business” (#) includes any
activity carried on by the Government.
This section has effect subject to any agreement to the
contrary between the Government and the copyright owner.

[cf. 1988 c 48 s 48 UK]

(4)
(5)

' [58.01] England
Cf s 49 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[58.02] Definitions

For ‘copyright’, see s 2 above; for ‘copy’, see s 23 above; and for ‘judicial
proceedings’, see s 198(1) below.

[57.01] England 59

Cf s 48 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng]. e

[57.02] With the licence

As to meaning, see [22.12] above.

158

Acts done under statutory authority

Where the doing of a particular act is specifically authorized
by an Ordinance, whenever enacted, then, unless the
Ordinance provides otherwise, the doing of that act does not
infringe copyright.

Nothing in this section is to be construed as excluding any
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Jright Ordinance (Cap 528) [61.03]
0,03] Definitions

defence of statutory authority otherwise available under or

virtue of any Ordinance.
scopyright’, see s 2 above.

[cf. 1988 c 48550y

Lawful user may copy or adapt computer program

A lawful user of a copy of a computer program may copy or
adapt the program without infringing the copyright in the
program if the copying or adapting is necessary for his lawful
use.

B A lawful user of a copy of a computer program may, in
i particular, if it is necessary for the lawful use of the program,
copy the program or adapt it for the purpose of correcting

60  Lawful user may make back-up copy of computer errors in I . -
program ' (3) This section does not apply to any copying or adapting
' permitted under section 60.

[59.01] England

Cf s 50 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[59.02] Definitions

For ‘copyright’, see s 2 above.

Computer programs: Lawful users
[cf. 1988 ¢ 48 s 50C U.K.]

(1)  Alawtful user of a copy of a computer program may make

= =

back-up copy of the program without infringing the cop b
in the program if it is necessary for him to have the bac] \l~ [61.01] England
copy for the purposes of his lawful use. ; - _ )
) For the purposes of this section and section 61 a person is ,,% Cf s 50C of the Copyright, Designs and Patents Act 1988 c 48 [Eng].

lawful user of a computer program if he has a contractual righ.
to use the program.
(3)  This section has effect subject to any agreemeati to the
contrary.

[61.02] General note

For the meaning of ‘lawful user’, see s 60(2) above. See further s 118A below,
which was added pursuant to the Copyright (Amendment) Ordinance 2003 (27 of

[cf. 1988 = 4%8's 50A UK] 2003) as from 28 November 2003.

60.01 [61.03] Definitions
[60.01] England

Cf s 50A of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

For ‘copyright’, see s 2 above; for ‘copy’, see s 23 above; for ‘adapt’, see s 29
above; and for ‘lawful user’, see s 60 above.

[60.02] General note
62  Use of typeface in ordinary course of printing
Typefaces

‘Lawful use’ is not further defined in the present Ordinance, but ‘lawful user' is
defined in sub-s (2) as a person having a contractual right to use a computet
program. The purchaser of a computer program is certainly such a person, but
whether those claiming through him are also lawful users depends upon the ternms.
of the contract in question. If the contract expressly limits the licence to use the
program to the purchaser alone, then any other person would not be regarded asa
lawful user under this section. See further s 118A below, which was added pursuant
to the Copyright (Amendment) Ordinance 2003 (27 of 2003) as from 28 November
2003.

(1) It is not an infringement of copyright in an artistic work

consisting of the design of a typeface-

(a) to use the typeface in the ordinary course of typing,
composing text, typesetting or printing;

(b) to possess an article for the purpose of such use; or
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, Ordinance (Cap 528) [63.06]
Articles for producing material in particular typeface
This section applies to the copyright in an artistic Work
consisting of the design of a typefac.e where_ ar_t1cles
specifically designed or adapted for producing rqatenal in that
: peface have been marketed by or with the licence of the
copyright owner.

After the period of 25 years from the end of the calendar year
in which the first such articles are marketed, the work may
be copied by making further such articles, or doing a.mythmg
for the purpose of making such articles, and anything may
be done in relation to articles so made, without infringing
copyright in the work.

In subsection (1) “marketed” (3 i 7T ) means sold, let for
hire or offered or exposed for sale or hire, in Hong Kong or
elsewhere.

(c) to do anything in relation to material prog
such use, 3
and this is so notwithstanding that an article is used whia
an infringing copy of the work.
(2)  However, the following provisions of this Part ap
relation to persons making, importing, exporting or g
with articles specifically designed or adapted for prog
material in a particular typeface, or possessing such ag
for the purpose of dealing with them, as if the producti
material as mentioned in subsection (1) did infringe copyr
in the artistic work consisting of the design of the typef;
section 32 (secondary infringement: mak;
importing, exporting, possessing or dealing wj
article for making infringing copy);
section 109 (order for delivery up); and
section 118(4) (offence of making or possessing such a
article). 1
(3)  The references in subsection (2) to ‘dealing with’ an ar q
are to selling, letting for hire, or offering or exposing for 63.01] England
or hire, exhibiting in public, or distributing.
[cf. 1988 c48s54U

[cf. 1988 ¢ 48 s 55 U.K.]

55 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

.02] Adapted

[62.01] England to meaning, see [32.08] above.

Cf s 54 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Engl. B
'[63.03] With the licence

[62.02] Possess As to meaning, see [22.12] above.

As to meaning,see [31.06] above. )
[63.04] Copyright owner

[62.03] Selling, letting for hire ... exposing for sale or hire As to meaning, see [3.03] above.

As to meaning, see [31.07] above.
[63.05] Sold, let ... exposed for sale or hire

[62.04] Definitions As to meaning, see [31.07] above.

For ‘copyright’, see s 2 above; for ‘artistic work’, see s 5 above; for ‘infringing |
copy’, see s 35 above; and for ‘typeface’, see s 198(1) below. [63.06] Definitions

For ‘copyright’, see s 2 above; for “artistic work’, see s 5 above; for ‘copy’, see s
23 above; and for ‘typeface’, see s 198(1) below.

==
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64 Transfers of copies of works in electronic form
Works in electronic form

(1) This section applies where a copy of a work in electronic form
(other than such a copy which was made available tg the
public) has been purchased on terms which, expressly op
impliedly or by virtue of any rule of law, allow the purchager
to copy the work, or to adapt it or make copies of an
adaptation, in connection with his use of it.

(2)  If there are no express terms-

(a) prohibiting the transfer of the copy by the purchaser,
imposing obligations which continue after a transfer,
prohibiting the assignment of any licence or
terminating any licence on a transfer; or

(b) providing for the terms on which a transferee may
do the things which the purchaser was permitted f
do,
anything which the purchaser was allowed to do may also be
done without infringement of copyright by a transferee: but
any copy, adaptation or copy of an adaptation made by the
purchaser which is not also transferred is to be treated as an
infringing copy for all purposes after the transfer.
(3)  Subsection (2) also applies where the original purchased copy

is no longer usable and what is transferred is a further copy
used in its place.

(4)  The above provisions also apply on a subsequent tranisfer, with
the substitution for references in subsection (2) to the
purchaser of references to the subsequent iransferor.

- [cf. 1538 ¢ 48 s 56 U.K]

[64.01] England

Cf s 56 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[64.02] Definitions

For ‘copyright’, see s 2 above; for ‘copy’, see s 23 above; for ‘made available to

the public’, see s 26 above; for ‘infringing copy’, see s 35 above; and for ‘electronic
form’, see s 198(1) below.
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65 Certain acts permitted where works made available to the

public . . . .
Notwithstanding section 23, copyright in a _work is not
infringed by the making of a transient an_d 1nc1d§ntal' copy
which is technically required for the viewing or listening of
the work by a member of the public to whom a copy of the
work is made available.

[65.01] England

There is no corresponding legislation in England.

[65.02] General note

Like s 26 akove, which deals with the making available of copies to the pul-)lic
through tiie Internet, this section is drafted in such a way that the technological
advances in communication may be catered for. ¥n particular, the refert_ence tolthe
putilic ‘to whom a copy of the work is made avan[ab[e’_ should ]Je read in the light
of « .6 above. Since this section is said to apply notwithstanding s 23 above, t!_le
equivalent of s 17 of the Copyright, Designs and Patents Act 1.988 c 48 [Ei_lg], its
effect is to reverse the position in England where _the making of {transient or
incidental copies in electronic form is regarded as copying and thus an infringement
of copyright: see [23.06] above.

[65.03] Definitions

For ‘copyright’, see s 2 above; and for ‘copy of the work is made available’, sce 8
26 above.

66 Anonymous or pseudonymous works: acts permitted on
assumptions as to expiry of copyright or death of author

Miscellaneous: Literary, dramatic, musical and artistic works

(1)  Copyright in a literary, dramatic, musical or artistic work 1is
not infringed by an act done at a time when, or in pursuance
of arrangements made at a time when—

(a) it is not possible by reasonable inquiry to ascertain
the identity of the author; and
(b) it is reasonable to assume-

(i) that copyright has expired; or

(i)  that the author died 50 years or more before
the beginning of the calendar year in which
the act is done or the arrangements are made.
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(2)  Subsection (1)(b)(ii) does not apply in relation to—

(a) a work in which Government copyright subsists;

(b) a work in which copyright originally vested jn, !

international organization by virtue of section 188

and in respect of which a regulation under thag

| section specifies a copyright period longer thap 50

sight Ordinance (Cap 528) [67.02]

co
61 Use of notes or recordings of spoken words in certain

cases _ _ N
0 Where a record of spoken words is made, in writing or
otherwise, for the purpose of—
(a) reporting current events; or

years. (b) broa_dcasting or including in a cable programme

3) L T — service the whole or part of the work, -
R i it is not an infringement of any copyright in the words as a
(a) the reference in subsection (1) to its being pot literary work to use the record or material taken from it (or

possible to ascertain the identity of the author i to

be construed as a reference to its being not Possible

to ascertain the identity of all of the authors; and
(b) the reference in subsection (1)(b)(ii) to the author

having died is to be construed as a reference to all
the authors having died.

to copy the record, or any such material, and use the copy)
for that purpose, if the conditions in subsection (2) are met.
(2)  The conditions are that—
(a) the record is a direct record of the spoken words and
is not taken from a previous record or from a
broadcast or cable programme, .
[cf. 1988 ¢ 48 s 57 UK] (b) the making of the record was not prohibited by the
speaker and, where copyright already subsisted in the
work, did not infringe copyright;
the use made of the record or material taken from it
is not of a kind prohibited by or on behalf of the
speaker or copyright owner before the record was

[66.01] England (c)

Cf s 57 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng]. '.

made; and
66.02] Copyright has expired S . :
[ 1 pyrig expire (d) the use is by or with the authority of a person who
The duration of copyright in a literary, dramatic, musical or artisgic. work is is lawfully in possession of the record.
normally the life of the author plus 50 years: see s 17 above. [cf. 1988 c 48 s 58 U.K.]

[66.03] Copyright subsists
[67.01] England

Cf s 58 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

As to meaning, see [2.03] above.

[66.04] Work of joint authorship
[67.02] Subsection (1)

As to meaning, see [12.02] above.
This subsection should be read together with the requirement of fixation in s 4(2)

[66.05] Definitions above. If spoken words are recorded, in writing or otherwise, then there are two
separate copyright works, one in the speaker’s words and the other in the record,
For ‘copyright’, see s 2 above; for ‘dramatic work’, ‘litersry work' and ‘i and whether the record is made by or with the permission of the speaker is

immaterial: see s 4(3) above. By virtue of sub-s (1) of the present section, if the
record is made for the purpose of (a) reporting current events; or (b) broadcasting
or including in a cable programme service the whole or part of the work, then the
record or material taken from it may be used or copied for that purpose without
infringing the copyright in the spoken words, provided that the conditions in sub-s
(2) are satisfied. For the meaning of ‘reporting current events’, see [39.05] above.
Though both referring to the purpose of reporting current events, the present section

work’, see s 4(1) above; for ‘artistic work’, see s 5 above; for ‘author’, see s 11
above; for ‘work of joint authorship’, see s 12 above: for ‘Government copyright’,

see ss 182(2) and 183(3) below; and for ‘international organisation’, see s 198(1)
below.
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.nt Ordinance (Cap 528)
recording, Orf the broadcaging or ‘inc_lusion. in a C.able
programme service, of a rea'dmg or recnat%on “fhlch by Vfu ;
of subsection (1) does not infringe copyright in tl}c work,

the recording, broadcast or cable programme consists mainly
of material in relation to which it is not necessary to rely on

that subsection.

is actually wider than, and thus a useful alternative to, s 39 above which ¢
requires that the dealing with the work be fair and that there be SufF
acknowledgment. If either of these requirements cannot be fulfilled, which
uncommon, then the reporter can only rely upon the present section ag g

[67.03] Subsection (2)

This subsection defines the scope of the defence provided in sub-s (1). Firstly o [cf. 1988 c 48 s SO UK]

defence applies only to a direct record of the spoken words, but not to g
taken from a previous record. Thus, a reporter may use his own record of 5 Spee
for the purpose of reporting current events, but if he wishes to use a pub
record of the speech, he has to apply to the copyright owner of that record fi
permission. Secondly, the section applies only if the making of the record w,
prohibited by the speaker and, where copyright already subsisted in the woy
not infringe the copyright. The latter part seems to refer to the case where

speaker was reading from his own script or reciting extracts from anofhe
copyright work. In either case, the making of the record must not infrin e
copyright in the work from which extracts have been quoted. Thirdly, the use mg
of the record or material taken there from must not be of a kind prohibited by
on behalf of the speaker or copyright owner. A speech may be recorded in w iti
or on tape, and the material taken from a written record may be recorded again
tape and vice versa. In either case, if the speaker or copyright owner had made
clear, before the record was made, that such further use was prohibited, the defenee
will not apply. Fourthly and finally, the use must be by or with the authority of
person who is lawfully in possession of the record.

p1] England
Cf s 59 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].
L

168.02] General note

As said in (67.03] above, a speaker may recite f:-xtracts from anther’s cop_ynght
Wl'k- SLH:;ecti()n (1) of the present section provides that 'the rez_ldmg or rz?tanqn
] -'l"‘:bh., by one person of a reasonable extract from a published 1_1terary or dramatic
o does not infringe any copyright in the work if accompanied by a sufficient
Q(?’;}'\owledgmeut. Furthermore, sub-s (2) provides that such a reading or recitation
| % v:ay be made in a sound recording, broadcast or included m a ca}‘ﬂe programme
4 & ZMice if the recording, broadcast or cable programme consists maml)_f of mater]ljal
0 5 m relation to which it is not necessary to rely on sub,—s (1). thaltt is rgeantthz
) “mainly’ and what constitutes a ‘reasonable extract’ seem to depend on
 circumstances of the case.

r [68.03] Definitions

For ‘copyright’, see s 2 above; for ‘dramatic work’ and ‘1it_erafy work’, see s fl(l)
above; for ‘sound recording’, see s 6 above; for ‘bros.idcas',[mg ,see s 8 abova?, for
‘cable programme service’, see s 9 above; for ‘published’, see s 196 below; and
for ‘sufficient acknowledgment’, see s 198(1) below.

[67.04] Copyright ... subsisted

As to meaning, see [2.03] above.

[67.05] Copyright owner

As to meaning, see [3.03] above.

[67.06] Definitions

For ‘copyright’, see s 2 above; for ‘literary work’, see s 4(1) above; f&‘
‘broadcasting’, see s 8 above; for ‘cable programme service’, see s 9 above; for
‘copy’, see s 23 above; and for ‘writing’, see s 198(1) below.

69 Abstracts of scientific or technical articles .

~ (1) Where an article on a scientific or tt_achnical subject 1s
: published in a periodical accompanied by.an _abstract
indicating the contents of the article, it is not an infringement
of copyright in the abstract, or in the artlcl_e,_ to copy the
abstract or issue or make available copies of it to the public.

68 Public reading or recitation

(1)  The reading or recitation in public by one person of 4 [cf. 1988 ¢ 48 s 60(1) U.K.]
reasonable extract from a published literary or dramatic work (2)  This section does not apply if, or to the extent that, licences
does not infringe any copyright in the work if it is S8 under licensing schemes are available authorizing the act in
accompanied by a sufficient acknowledgement. question and the person so acting knew or ought to have been
(2)  Copyrightin a work is not infringed by the making of a sound aware of that fact.
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sentencing: see HKSAR v Chan Hon Fai [2005] HKCU 812 (unreported, |,

426 and 430/2005, 22 June 2005). In HKSAR v Hua Guihong & Anor [goggm
HKLRD 431 (CA), the fact that the appellant came to Hong Kong from 4
Mainland pursuant to an arrangement to take part in the piracy, and
consequential involvement in cross-border criminal activities were helq
aggravating factors. The prevalence of copyright offences and the effect they woulg
have on the reputation of Hong Kong in the international community haye hepn
emphasised in sentencing: see HKSAR v Tsui Sang Fong (unreported, Hc'een'
53772001, 27 July 2001); HKSAR v Chan Cheong Kit [2010] 2 HKLRD 64| (CA)‘
In HKSAR v Chan Nai Ming [2005] 4 HKLRD 142, the first prosecution for
sharing through BitTorrent (see [118.03] above), the learned magistrate ?T
imposing an immediate three-month custodial sentence, relied upon what the c{mﬁ
of Appeal in Choi Sai Lok quoted with approval from R v Ng Wai Ching [1999)
4 HKC 334 (unreported, MA 1309/1996):

her

Lo be

The victims are the proprietors of the intellectual property whose rights are
being violated. There is international pressure upon Hong Kong to stam
out traffic in pirated goods. Failure to attack the illegal activity which i
carried out openly and in defiance of the law in certain notorious locationg
in Hong Kong would be perceived as a default on the part of the governmen;
on its international obligations.

See also HKSAR v Chan Nai Ming [2007] 1 HKLRD 95, [2007] 2HKC 1 (CE),
at para 87. For sentencing statistics in relation to copyright offences, see HKSAR
v Lam Shuen Shuen & Anor [2004] HKCU 796 (unreported, HCMA 435/2004,
6 July 2004). As to the difference between sentencing for copyright offences and
sentencing for trade description offences, see Secretary for Justice v Lam Cn!
Wah [1999] 4 HKC 343 (CA).

[119.04] Definitions

For ‘“infringing copy’, see s 35 above.

119A Offence in relation to possession of iniringing copiesina
copying service business

(D) In this section-

“copying service business” (# E IR # £7) means a
business, conducted for profit, that includes the offering of
reprographic copying services to the public and, in the case
of a business that includes the offering of reprographic
copying services to the public at more than one place,
means any part of the business carried on at such a place;

“reward” (3% %) means reward other than reward of a
nominal value.

(2) A person commits an offence if, for the purpose of or in the
course of a copying service business, he possesses @
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reprographic copy of a copyright work as published in a book,
magazine or periodical, being a copy that is an infringing copy
of the copyright work.

3) In proceedings for an offence under subsection (2), it is a
defence for the person charged to prove that the infringing
copy of a copyright work in question was not made for the
purpose of and was not made in the course of the copying
service business.

@4 In proceedings for an offence under subsection (2), it is a
defence for the person charged to prove that the infringing
copy of a copyright work in question was not made for profit
and was not made for reward.

(5) In proceedings for an offence under subsection (2), it is a
defence for the person charged to prove that he did not know
and had no reason to believe that the copy of a copyright work
il-question was an infringing copy of the copyright work.

(6> A person who commits an offence under subsection (2) is
liable on conviction on indictment to a fine at level 5 in
respect of each infringing copy and to imprisonment for 4
years.

(7)  Sections 115, 116 and 117 (presumptions as to various matters
connected with copyright) do not apply to proceedings for an
offence under subsection (2).

(Added 4 of 2004 s 3)

[119A.01] Enactment history

This section was added pursuant to s 3 of the Copyright (Amendment) Ordinance
2004 (4 of 2004) as from 1 September 2004.

[119A.02] England

There is no corresponding legislation in England.

[119A.03] General note

Even before the enactment of this section, any person or shop that made an

infringing copy for sale or hire without the permission of the copyright owner of

the work in question would be criminally liable under s 118(1)(a) above. Section
119A was enacted in order to relieve the prosecution of the burden to prove the
making of the infringing copy. Under this new section, any person who possesses
a reprographic copy, which is an infringing copy, of a copyright work for the
Purpose of or in the course of a copying service business could be charged. It seems
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that both the owner and an emplo idi i

yee of a shop providing copying sery;
be caught. As to whether copies could be made on behalf of a Em?i?ce 3
purposes of_ research or private study, see s 38 above. Note, in paItint oy
restrictions in s 38(2) above. As to reprographic copying made by o

educationf_ﬂ establi_shments, see s 45 above. See also the ‘(;)éizr;ll?ehalf
Photocopying of Printed Works by Not-for-Profit Educational Estab]is-lt?]ig

issued by the Intellectual Property Department of th
in September 2002. —— ntotthe Hong Kong SAR Geie "meng

[119A.04] A person commits an offence

II? the case of a body corporate committing an offence under this 2
dlrec_tor, manager, secretary or other similar officer with whose co J
connivance the relevant act was committed may also be separately liabllls-e .
125(1) and (2) below. Similar provisions are also stipulated for offences ¢ i
by a partnership: see s 125(3) below. A

Ordinance,

[119A.05] Possesses
Asto {11eanjng, see [31.06] above. While s 118(1)(f) above requires the possessiop %
to be “for the purpose of or in the course of any trade or business’ (see [119’;,5I
above), s 119A(2) is more specific in providing that the possession must be"‘-‘f L
the‘ purpose of or in the course of a copying service business’. As to the me ‘m‘-
of ‘copying service business’, see s 119A(1). On the other hand, it might beemh o

to lay a charge gnder s 119A than under s 118(1)(f), as the iatter requirffs u‘?‘ ‘ 0 }
possession of an mfﬁnging copy to be with a view to its being sold or let for i >
exlublFed in public or distributed for the purpose of or in the course of arv X I
or business which consists of dealing in infringing copies. v

o )

[119A.06] Did not know and had no reason to believe

Same as s 118 above, this section pl
, places the burden on the person charged with
an offence to prove his lack of knowledge or reason to belicve: see [118.01?] above.

(&)

[119A.07] Definitions

For ‘E:Opyright work’, see s 2(2) above; for ‘copy’, see s 23 above; for ‘infringing
copy’, see s 35 above; for ‘published’, see s 196 below; and for ‘business’ and
reprographic copy’, see s 198(1) below. i

1.19B_ foence in relation to making for distribution or:
dlstrll_)utmg on a regular or frequent basis infringing copies of
copyright works in printed form contained in books, etc.

(1) Aperson commits an offence if he does any of the following

acts on a regular or frequent basis for the purpose of or in the
course of any trade or business—

(7)
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()

(b)

without the licence of the copyright owner of a
copyright work described in subsection (2), makes
an infringing copy of the work for distribution,
resulting in a financial loss to the copyright owner;
or

without the licence of the copyright owner of a
copyright work described in subsection (2),
distributes an infringing copy of the work, resulting
in a financial loss to the copyright owner.

The copyright work referred to in subsection (1)(a) and (b) is
a copyright work in a printed form that is contained in—

(a)
(b)
()

L0
(Cy

a book;

a magazine;

a periodical; or
a newspaper.

Subsection (1) does not apply in the circumstances described
in Schedules 1AA and 1AB. (Replaced 15 of 2009 s 3)
Subsection (1) does not apply to an educational establishment
of any of the following descriptions—

(2)
(b)

(c)

an educational establishment specified in section 1
of Schedule 1;

an educational establishment exempt from tax under
section 88 of the Inland Revenue Ordinance (Cap
112); or

an educational establishment receiving direct
recurrent subvention from the Government.

Subsection (1) does not apply to the distribution through a
wire or wireless network of an infringing copy to which
access is not restricted by procedures of authentication or
identification.

Subsection (1) does not apply if the infringing copy—

(2)

(b)

forms part of the special collection of a library or

archive owned by the Government, or a library or

archive designated under subsection (10)(a); and

is distributed solely—

(1) for on-the-spot reference use in, or during an
activity organized by, a library or archive
referred to in paragraph (a); or

(i1) for loan to other libraries or archives for the
purpose of exhibition or research.

Subsection (1) does not apply to the making or distribution
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by a library or archi
: ve referred to j
Is)mgle copy of any item forming the 1;):;:?:
urpose of preserving or replaci
- . a i
;ietenoratlon or damage, but tlllje ccggf Ig:f ;
or the use referred to in subsection (6)(13])0
In subsections (6) and (7) ;

(a)

Tight Lag 1

Ction
collec
em agy;
nly be

(8) cc = .-
» special collection? (4 31 4g

in the case of a libra

(()‘;o;z;rﬁ(ment, means a collection COonsistin
o S or'artlcles, or copies of work g. '
onated or given by the public that are. ; ik
of the Director of Leisure and Cultur, 111 . ic
cultural, historical or heritage impoﬁznés: o
> Or

in the case of a library or archi i
su_bsec_tlon (10)(a), means alllgﬁecliistl)inateq
Errz_mlarﬂy of works or articles, or copies o(f:Olls .
Icles, donated or given by the publj il
the opinion of the head o i’
whatever name called) of t

name he library or
cultural, historical or heritage impa;ftanc:r gr

Iy or arChive Owned )

(b)

)

(10) The Secretary for Commerce and Economic Devey
“velopmen

may, having regard to the :
d 3 "
and Cultural Services- advice of the Direcior

(a) by notice published in the Gazeiia designate fi
iI:)hu;-tp{')ses of subsection (6)(a) any library or ar(s:r
. 1s exempt from tax und i o
oakiet : er section 88 of the
" enue Ordinance (Cap 112); and

E’Y regulations prescribe the conditions that a library
comply 1 aesignated under paragraph (a) mut

Py 1 order to be eligible for th ..
provided by subsections (6) and (7). e exemption

(11)  Without prejudi :
prejudice to section 125, wh
4 ; > where a body co te or
thsjcgﬁgzi?lp has done an act referred to in sibseﬁi%ﬁ
that he did not mthorias tpe o C2, (o1 iS evidence showing
authoriz
to have done the act— © the act to be done, be presumed also

(a) in the case of the body corporate—
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528)
any director of the body corporate who, at the

i

3 time when the act was done, was responsible
for the internal management of the body
corporate; or

(i) if there was no such director, any person who,

at the time when the act was done, was
responsible under the immediate authority of
the directors of the body corporate for the
internal management of the body corporate;

in the case of the partnership—

@) any partner in the partnership who, at the time
when the act was done, was responsible for
the internal management of the partnership;
or

(ii)  if there was no such partner, any person who,

at the time when the act was done, was
responsible under the immediate authority of
the partners in the partnership for the internal
management of the partnership.

A defendant charged with an offence under subsection (1) by

virtue of subsection (11) is taken not to have done the act in

question if—

(a) sufficient evidence is adduced to raise an issue that

he did not authorize the act to be done; and
(b)

the contrary is not proved by the prosecution beyond
reasonable doubt.
For the purposes of subsection (12)(a)—
(a) the defendant shall be taken to have adduced
sufficient evidence if the court is satisfied that—
(1) the defendant has caused the body corporate
or partnership concerned to set aside financial
resources, and has directed the use of the
resources, for the acquisition of appropriate
licences, in accordance with the needs of the
body corporate or partnership, to make or
distribute, or to make and distribute, copies
of the copyright work to which the
proceedings relate for the use of the body
corporate or partnership;
the defendant has caused the body corporate

or partnership concerned to set aside financial
resources, and has directed the use of the

(it)
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resources, for the acquisition of -
nurpber of copies of the copyrig?ltsifgm' :
_whlph the proceedings relate, which ar
infringing copies, for the use of the
corporate or partnership;
(i)  the l?ody corporate or partnership conceppe
has mcurrqd expenditure for the acqujsirtliled
of appropriate licences, in accordance W'OI-i
the needs of the body Corporate &
paﬂngrshjp, to make or distribute, or tg ma](;r
and d}stribute, copies of the copyright v ¥
to which the proceedings relate for the us:ﬂ;
. the body corporate or partnership; or i
(iv) the i_aody corporate or partnership concerneq
has incurred expenditure for the acquisitip
of a sufficient number of copies of thlé
copyright work to which the proceedin S
relate, which are not infringing copies, for tﬁe'
~ use of the body corporate or partnersl’u'p; .'

(b) subjle&_:t lo paragraph (a), in determining whether

sufficient evidence is adduced, the court may have

regard to, including but not limited to, ke
following— -

(1) whether the defendant has introduced pcheies

or practices against the making and
distribution of infringing copies of coﬁyn‘ght

B works by the body corporate ¢r vartnership;
(i1) whether the defendant has talen action t(;
prevent the making ov¢ distribution of
infringing copies of copytight works by the

_ body corporate or partnership.

Itisa dpfence for the person charged with an offence under

subsection (1) to prove that—

(a) he _has taken adequate and reasonable steps to obtain
a licence from the copyright owner in question but
failed to get a timely response from the copyright
owner;

(b) he has made reasonable efforts but failed to obtain
commercially available copies of the copyright work
In question and the copyright owner in question has
refused to grant him a licence on reasonable
commercial terms;

(c) he did not know and had no reason to believe that

tk fo
e not
body

-
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(15)

(16)

(17

(18)

(19)
(20)
(21)
(22)

[119B.02]

the copies made or distributed are infringing copies;
or
(d) he cannot, after making reasonable enquiries,
ascertain the identity and contact details of the
copyright owner in question.
It is a defence for the person charged with an offence in
respect of an act under subsection (1) to prove that—
(a) he did the act in the course of his employment; and
(b) he did the act in accordance with the instruction
given to him by or on behalf of his employer in the
course of his employment.
Subsection (15) does not apply to an employee who, at the
time when the infringing copy in question was made or
disiributed, was in a position to make or influence a decision
re¢arding the making or distribution of the infringing copy.
A person who commits an offence under subsection (1) is
liable on conviction on indictment to a fine at level 5 in
respect of each infringing copy and to imprisonment for 4
years.
Sections 115 and 117 (presumptions as to various matters
connected with copyright) do not apply to proceedings for an
offence under subsection (1).
(Repealed 15 of 2009 s 3)
(Repealed 15 of 2009 s 3)
(Repealed 15 of 2009 s 3)
The Secretary for Commerce and Economic Development
may, by notice published in the Gazette, amend Schedules
1AA and 1AB. (Added 15 of 2009 s 3)
(Added 4 of 2004 s 33)

[119B.01] Enactment history

This section was added pursuant to s 33 of the Copyright (Amendment) Ordinance
2007 (15 of 2007), which did not come into effect upon enactment. Subsection
(3) was amended, sub-ss (19) to (21) repealed, and sub-s (22) added, pursuant to
$ 3 of the Copyright (Amendment) Ordinance 2009 (15 of 2009). The section as
amended took effect on 16 July 2010 (LN 68 of 2010).

[119B.02] England

There is no corresponding legislation in England.

265




[213A.01]

Butterworths Hong Kong Copyright Law Handy
——=2 Handbop

performance is fixed, give consent in a case where that
F:;m?t’ after making reasonable enquiries, ascer
identity or whereabouts of the itle
s person entitled to
(2)  Consent giyen by the Tribunal has effect as consent
person entltleq to the rental right for the purposes 0;{ b
pI‘OVIleOII (.)f this Part relating to performers’ rental ﬁgﬁt th;
may be given subject to an iti ified in
Dy o g - y conditions specified ip the
(3) The Tribunal shall not give consent under subsectio
except after the service of such notices as may be re E'(l)
by rules mz_ide under section 174 (general proceduralqmllrEd
or as the Tribunal may in any particular case direct ¥
4) Where the Tribunal gives consent under this section. it shall
in Qefault of agreement between the applicant and th’e pers ’
entitled to the rental right, make such order as it thinks fit(:s1

to the payment to be mad i
¢ to that person in consi i
consent being given. g e

P&son
ain the
the repgy

(Added 15 of 2007 s 53)

[213A.01] Enactment history

This section was added i
 pursuant to s 53 of the Copyright (Amendment) Cuoi
2007 (15 of 2007), which came into effect on 25 April 2008 (LN 4;&3&?;110@

[213A.02] England

There is no corresponding legislation in England.

[213A.03] Definitions

S(;(r) ui(;lund reggrding’, see s 6 above and s 238(1) below; for ‘copy’ (in relation to
: 238(l)rgclor 1.11g), ‘see ,s ?3 above; for ‘Copyright Tribunal’, see s 169 above and
‘ , e‘ ow; fOF fix’, ‘performance’ and ‘performer”, see s 200 above; and fi

rent’ and ‘rental right’, see s 207A above. , §

214  Duration of rights

(1) The _following Provisions have effect with respect to the
duration of the rights conferred by this Part.

(2)  The rights confe . : :
SXpiref-; rred by this Part in relation to a performance
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(a) at the end of the period of 50 years from the end of
the calendar year in which the performance takes
place; or

(b) if during that period a fixation of the performance is
released, 50 years from the end of the calendar year
in which it is released,

subject as follows.

For the purposes of subsection (2) a fixation is “released”

3
& when it is first published, played or shown in public,
broadcast, included in a cable programme service or made
available to the public; but in determining whether a fixation
has been released no account shall be taken of any |
unauthorized act. ‘
[cf. 1988 c 485 191 UK ]

{214,011 England
Cf s 191 of the Copyright, Designs and Patents Act 1988 c 48 [Eng].

[214.02] Definitions

For ‘broadcast®, see s 8 above and s 238(1) below; for ‘cable programme service’,
see s 9 above and s 238(1) below; for ‘published’, see s 196 above and s 238(1)
pelow; for ‘unauthorized’, see s 198(1) above; for ‘fixation’ and ‘performance’,
see s 200 above; and for ‘made available to the public’, see s 205 above.

215 Performers’ economic rights

(1)  The following rights conferred by this Part on a performer
are property rights (“a performer’s economic rights”)-
(a) the right of reproduction (section 203);
(b) the right of distribution (section 204);

(c) the right of making available to the public (section
205); |
(d) the rental right (section 207A). (Replaced 15 of 2007
s 54)

(2)  References in this Part to the consent of the performer are to
be construed in relation to a performer’s economic rights as
references to the consent of the rights owner.

(3)  Where different persons are (whether in consequence of a
partial assignment or otherwise) entitled to different aspects
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of a Perfonner’s economic rights in relation to a perf
_rhe nghts owner for any purpose of this Part is the N
1s entitled to the aspect of those rights re .
purpose.

(4) Where a performer’s economic rights (or any aspect of !
is owned by more than one person jointly, referenceg ; ’
Part to the rights owner are to all the owners, o thu;

particular, any requirement of the licence of the i
: e
requires the licence of all of them. rghts o

[cf. 1988 ¢ 48 5 191A U ey

[215.01] Enactment history

bS 1 ( ) S S‘ 1 ent I 11 a2 [) rsu to s 54 f 3
S ectio I wds ame (led b add Ilg a ght ursuant
COpyIIght fhnelldIHEIlt OIdlIlaIlCE: 200; 15 Of 200; Wthh came in 0e 1 3| tm

25 April 2008 (LN 48 of 2008).

[215.02] England

Cf s 191A of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[215.03] General note

If an exclusive licence is granted in respect of the performer’s economic wivhis
Sohg T

the exclusive licensee will have concurrent rights and remedies with the

owner, and references to the rights owner will be construed according'y; see ss
O

218 and 222 below.

[215.04] Definitions

For “performer’, see s 200 above.

0oy
3
leva.nt for

@)

216  Assignment and licences

(1) A Performer’s economic rights are transmissible by
assignment, by testamentary disposition or by operation of

law, as personal or moveable property.

(2) An ass?gn'ment or other transmission of a performer’s
economic rights may be partial, that is, limited so as to apply-
(a) to one or more, but not all, of the things requiring

the consent of the rights owner:;

(b) to part, but not the whole, of the period for which

the rights are to subsist.
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An assignment of a performer’s economic rights is not
cffective unless it is in writing signed by or on behalf of the
assignor.
A licence granted by the owner of a performer’s economic
rights is binding on every successor in title to his interest in
the rights, except a purchaser in good faith for valuable
consideration and without notice (actual or constructive) of
the licence or a person deriving title from such a purchaser;
and references in this Part to doing anything with, or without,
the licence of the rights owner are to be construed accordingly.
[cf. 1988 c 48 s 191B U.K.]

[216.01] England
Cf s 1915 4 the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

"2i¢02] General note

As to the meaning of rights owner, see s 215(3) and (4) above. An exclusive
licensee has rights concurrent with those of the rights owner; see [215.03] above.

[216.03] Definitions

For ‘writing’, see s 198(1) above; and for “performer’s economic rights” and ‘rights
owner’, see s 215 above.

217  Prospective ownership of a performer’s economic rights

(1)  This section applies where by an agreement made in relation
to a future fixation of a performance, and signed by or on
behalf of the performer, the performer purports to assign his
performer’s economic rights (wholly or partially) to another
person.

(2)  If on the rights coming into existence the assignee or another
person claiming under him would be entitled as against all
other persons to require the rights to be vested in him, they
shall vest in the assignee or his successor in title by virtue of
this subsection.

(3) A licence granted by a prospective owner of a performer’s
economic rights is binding on every successor in title to his
interest (or prospective interest) in the rights, except a
purchaser in good faith for valuable consideration and without
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notice (actual or constructive) of the licence or a person
deriving title from such a purchaser.
References in this Part to doing anything with, or withoyt,
the licence of the rights owner are to be construed accordingly,
(4)  Insubsection (3) ‘prospective owner’ (£ #A A), in relation
to a performer’s economic rights, means a person who g
prospectively entitled to those rights, by virtue of such ap
agreement as is mentioned in subsection (1).

[cf. 1988 ¢ 48 5 191C UK}

[217.01] England

Cf s 191C of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[217.02] General note

As to the meaning of rights owner, see s 215(3) and (4) above. An exclusive
licensee has rights concurrent with those of the rights owner; see [215.03] above.

[217.03] Definitions

For ‘fixation’, ‘performance’ and ‘performer’, see s 200 above; and for
“performer’s economic rights” and ‘rights owner’, see s 215 above.

218 Exclusive licences

(1) In this Part an “exclusive licence” (3 F1 45 3) mizans a licence
in writing signed by or on behalf of the ownér ef'a performer’s
economig rights authorizing the licensee to the exclusion of
all other persons, including the person granting the licence,
to do anything requiring the consent of the rights owner.

(2) The licensee under an exclusive licence has the same rights
against a successor in title who is bound by the licence as he
has against the person granting the licence.

[cf. 1988 ¢ 48 s 191D UK]

[218.01] England

Cf s 191D of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].
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[218.02] General note

As to the meaning of rights owner, see s 215(3) and (4) above. An exclusive
licensee has rights concurrent with those of the rights owner; see ss 222 and 223
below.

[218.03] Definitions

For ‘writing’, see s 198(1) above; and for “performer’s economic rights” and ‘rights
owner’, see s 215 above.

219 Performer’s economic right to pass under will with
unpublished original fixation

Where under a bequest (whether general or specific) a person
is #ntitled beneficially or otherwise to any material thing
soutaining an original fixation of a performance which was
not published before the death of the testator, the bequest is,
unless a contrary intention is indicated in the testator’s will
or a codicil to it, to be construed as including any performer’s
rights in relation to the fixation to which the testator was
entitled immediately before his death.

[cf. 1988 ¢ 48 s 191E U.K.]

[219.01] England

Cf s 191E of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[219.02] Definitions

For ‘published’, see s 196 above and s 238(1) below; and for ‘fixation’,
‘performance’ and ‘performer’, see s 200 above.

220 Infringement actionable by rights owner

(1)  An infringement of a performer’s economic rights or of any
right conferred by this Part on a person having fixation rights
is actionable by the rights owner.

(2)  In an action for infringement of a performer’s economic rights
or of any right conferred by this Part on a person having
fixation rights all such relief by way of damages, injunctions,
accounts or otherwise is available to the plaintiff as is
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available in respect of the infringement of any other prop, 5
right. petty

(3)  This section has effect subject to the following Provisiong of
this Part.

[cf. 1988 c 48 s 1911 U-K.]’

[220.01] England

Cf s 1911 of the Copyright, Designs and Patents Act 1988 c 48 [Eng].

[220.02] General note

As to the meaning of ‘person having fixation rights’, see [209.02] above.

[220.03] Definitions

For “fixation’, see s 200 above; and for

performer’s economic rights” and ‘rights
owner’, see s 215 above.

221  Provisions as to damages in infringement action

(1)  Where in an action for infringement of a performer’s
economic rights or of any right conferred by this Part , 4
person having fixation rights it is shown that at the e of
the infringement the defendant did not know, ara had no
reason to believe, that the rights subsisted in the fixation to
which the action relates, the plaintiff is not entitied to damages
against him, but without prejudice to any «iher remedy.

(2)  The courf may in an action for infringemerit of a performer’s
economic rights or of any right conferred by this Part on a

person having fixation rights having regard to all the
circumstances, and in particular to-

(a) the flagrancy of the infringement;

(b) any benefit accruing to the defendant by reason of
the infringement; and

(c) the completeness, accuracy and reliability of the

defendant’s business accounts and records,
award such additional damages as the Justice of the case may
require.

[cf. 1988 c 48 s 191J UK]
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[221_(}1] England
cfs 1917 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[221.02] General note

As to the meaning of “person having fixation rights’, see [209.02] above.
s

[221.03] Did not know, and had no reason to believe

to meaning, see [108.02] above. This subsection has the same effect as .S 108
- which limits only the copyright owner’s right to claim damages without
:fl?fo‘:;fi,no his entitlement to other remedies; see [108.03] above. See also ss 202(3)
ang 209?2) above, each containing a similar restriction.

[221.04] Nefinitions

; ; k ! ic rights”, see s 215
For ‘fivatiow’, see s 200 above; and for “performer’s economic rig
abovc

222 Right and remedies for exclusive licegsee

(1)  An exclusive licensee has, except against the owner Zf a
performer’s economic rights, the same rights and remedies
in respect of matters occurring after the grant of the licence
as if the licence had been an assignment. .

(2)  His rights and remedies are concurrent with .th_ose of the_ rights
owner; and references in the relevant provisions of this Part
to the rights owner are to be construed accordlnglly. .

(3)  Inan action brought by an exclusive licensee by virtue of t.hlS
section a defendant may avail himself of any d'efence which
would have been available to him if the action had been

by the rights owner.

roveney : [cf. 1988 ¢ 48 s 191L U.K.]

[222.01] England
Cf s 191L of the Copyright, Designs and Patents Act 1988 ¢ 43 [Eng].

[222.02] General note

As to the meaning of an exclusive licence and the rights of an exclusive licensee;
see 5 218 above. As to the meaning of rights owner, see s 215(3) and (4) above.
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[222.03] Definitions

Butterworths Hong Kong Copyright Lay

For “performer’ icri i
P T'S economic rights” and ‘rights owner’, see s 215 aboy,
: e,

223  Exercise of concurrent rights

(1) Where an action for infringement of a performer’s "
;ﬁhtts brought by the rights owner or an exclusiv: Cl?np
ates (wholly or partly) to an infringement in reSpC:

which they have concurrent rights of action, the rights of
t W .

E)hr, eis the case may be, the exclusive licensee ma
the _eave‘of the court, .proceed with the action unless th
1s either joined as plaintiff or added as a defendant N

(2) A rights owner or e i i
xclusive licensee who is
) ad \
defendant In pursuance of subsection (1) is not Iiablgefd "
X costs 1n the action unless he takes part in the proceedi ol
(3)  The above provisions do not affect the b

exclusive licensee alone,

4) Where an action for infringement of a performer’s economie
ir;%ilits is broqght which relates (wholly or panly)rignt:i

o ngement in respect of which the rights owner and gn

usive licensee have or had concurrent rights of actionf

(a) the court shall i .
in assessin R
account- g damages take into

@) the terms of the licence; and

(ii) any pecuniar i
y remedy already awarded
available to either of thepy e
i nacrespect of the
(b) -n? account of profits shall be directed if an award
1? damage§ has been made, or an account of profits
as been directed, in favour of the other of them in
respect of the infringement; and
(c) the court shall if an account of profits is directed
ggpo%tlon _the profits between them as the court
ns j
‘[heml, Crs just, subject to any agreement between
and these provisions a
1sions apply whether or not the rights
S and the exclusive licensee are both parties to the agctiOI(IJ K
(5) Thei owner of a perforrper’s economic rights shall notify any
;:g(c usive licensee havu_lg concurrent rights before applying
r an order under section 228 (order for delivery up); and
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the court may on the application of the licensee make such
order under section 228 as it thinks fit having regard to the

terms of the licence.

Cop 7

[cf. 1988 ¢ 48 s 191M U.K.]

‘[223.01] England
Cf s 191IM of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[223.02] General note

As to the meaning of rights owner, see s 215(3) and (4) above. An exclusive
Jicensee has rights concurrent with those of the rights owner; see [215.03] above.

[223.03) Definitions

For “pesformer’s economic rights” and ‘rights owner’, see s 215 above.

224  Performers’ non-economic rights

Non-economic rights

O

(1)  The rights conferred on a performer by-
section 202 (consent required for fixation, etc. of
unfixed performance);
section 206 (infringement of performer’s rights by use of
fixation made without consent); and
' section 207 (infringement of performer’s rights by importing,
exporting, possessing or dealing with infringing fixation),
are not assignable or transmissible, except to the following
extent.
They are referred to in this Part as “a performer’s non-
economic rights”.
(2)  On the death of a person entitled to any such right-

(a) the right passes to such person as he may by
testamentary disposition specifically direct; and
(b) if or to the extent that there is no such direction, the

right is exercisable by his personal representatives.

(3)  References in this Part to the performer, in the context of the
person having any such right, are to be construed as references
to the person for the time being entitled to exercise those

rights.
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(4) Where by virtue of subsection (2)(a) a ri
exercisable by more than one person, it is exerc
of them independently of the other or others.

(5) Any damages recovered by personal representatives by Virtue
of this section in respect of an infringement after 3 person’s
death devolves as part of his estate as if the right of actjoﬁ '

had subsisted and been vested in him immediately before his
death.

ght becomes

2 226
1sable by each

(1)

2)
[cf. 1988 c 48 s 192A UK] B

[224.01] England

Cf s 192A of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng]. &)

[224.02] Definitions

For ‘performer’, see s 200 above.

g@ﬁ'gﬁiommance (Cap 528) [227.01]

Consent
Consent for the purposes of this Part by a person having a
performer’s non-economic rights, or by. a person hav.u%g
fixation rights, may be given in relation to a specific
performance, to a specified description of performances or to
performances generally, and may relate to past or future
performances. .
A person having fixation rights in a performance is b(?und b_y
any consent given by a person through whom he d_enves h_13
rights under the exclusive fixation contract or hcenc_e in
question, in the same way as if the consent had been given
by him.
Where a performer’s non-economic right passes to anqther
per<on, any consent binding on the person pr_evmusly entitled
titds the person to whom the right passes in the same way
23 if the consent had been given by him.

[cf. 1988 c 48 s 193 U.K ]

225  Transmissibility of rights of person having fixation rights

(1) The rights conferred by this Part on a person having fixatior.
rights are not assignable or transmissible.

2) This does not affect section 208(2)(b) or (3)(b), so far a: those
provisions confer rights under this Part on a person to whom
the benefit of a contract or licence is assigned.

[cf. 1988 c 4% £ '192B UK|]

[225.01] England

Cf s 192B of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[226.01] England
Cf s 193 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[226.02] General note

As to the meaning of ‘person having fixation rights’, see [209.02] above.

[226.03] Definitions

For ‘fixation’ and ‘performances’, see s 200 above; for ‘exclusive fixation contract’,
see s 208 above; and for “performer’s non-economic rights”, see s 224 above.

[225.02] General note 227

As to the meaning of ‘person having fixation rights’, see [209.02] above.

[225.03] Definitions

Infringement actionable

Remedies for infringement
An infringement of a performer’s non-economic rights is
actionable as a breach of statutory duty owed to the person
entitled to the rights.

For ‘“fixation’, see s 200 above.
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[227.01] England

There is no corresponding legislation in England.
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[227.02]
[227.02] Definitions

Butterworths Hong Kong Copyright Law Har dboak
=2 Handboo

For “performer’s non-economic rights”, see s 224 above.

228  Order for delivery up
Delivery up of infringing fixation

(I)  Where a person has in his possession, custody or contrg] for
the purpose of or in the course of any trade or business ap
infringing fixation of a performance, a person havine
performer’s rights or fixation rights in relation to the
performance under this Part may apply to the court for an
order that the fixation be delivered up to him or to such other

person as the court may direct. (Amended 64 of 2000 s 14;
15 of 2007 s 55)

(IA) Itis immaterial for the purpose of subsection (1) whether or
not the trade or business consists of dealin
fixations. (Added 64 of 2000 s 14)

(2)  An application may not be made after the end of the period
specified in section 230; and the court shall not make an order
unless the court also makes, or it appears to the court that ther,
are grounds for making, an order under section 231 (orde; as
to disposal of infringing fixation).

(3) A nperson to whom a fixation is delivered up in pursuvance of
an order under this section shall, if an order undér section 231
is not made, retain it pending the making of 4u order, or the
decision not to make an order, under that secson.

(4)  Nothing jn this section affects any other power of the court.
[cf. 1988 ¢ 48 s 195 UK)]

g in infringing

[228.01] Enactment history
Subsection (1) was amended, and sub-s (1A) added, pursuant to s 14 of the
Intellectual Property (Miscellaneous Amendments) Ordinance 2000 (64 of 2000).

Subsection (1) was further amended pursuant to s 55 of the Copyright

(Amendment) Ordinance 2007 (15 of 2007), which came into effect upon
enactment on 6 July 2007,

[228.02] England

Cf s 195 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].
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[228.04]

[228.03] General note

AS
busi

i “in the course of any trade or
he background to the adoption of the phrase “in ot any B
t(rjletss’ see [31.03] above and [118.03] above. As to the meaning of ‘person

having fixation rights’, see [209.02] above.

[228.04] Definitions

For

“husiness’, see s 198(1) above and s 238(1) below; fgr ‘fixation®, ‘perfomla_mced
and ‘performer’, see s 200 above: for ‘infringing fixation’, see s 229 below; an

for ‘dealing in’, see s 238(1A) below.

229
(D

(2)

(3)

(4)

(5)

Meaning of “infringing fixation” . '
In this Part “infringing fixation” (1&3CAEA] & #E &), in
relstion to a performance, is to be construed in accordance
with this section. o

For the purposes of a performer’s rights, a flxatlon. of the
whole or any substantial part of a perfomance of his is an
infringing fixation if it is made, otherwise than for private
purposes, without his consent. o
For the purposes of the rights of a person havlmg f1xat1§n
rights, a fixation of the whole or any_sublstantlal part 0 a
performance subject to the exclusive le:‘:lthIl contract i atn
infringing fixation if it is made, otherwise than for private
purposes, without his consent or that of the perforrger. .
Except as provided in section _229_A, a flxatmg 3 lest
performance is also an infringing fixation if- (Amende

of 2007 s 56)

(a) it has been or is proposed to be imported into Hong
Kong; and .
(b) its making in Hong Kong would have constituted an

infringement of the rights conferred by this Part mn
the performance in question, or a b¥each of an
exclusive licence agreement relating to that
performance. ‘ ,
For the purposes of Division III (p.roc.eedfmgs_ relf':ztn’l,g( ;fg
importation of infringing fixations) “infringing fixation” (1%

TR A 69 4 % %) does not include a fixation of a

performance-

(a) that was lawfully made in the country, territory or

area where it was made;
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____________%

(6)

(7)

(8)

(b) that has been or is proposed to be imported into
Kong; and

(c) its rpakjng in Hong Kong would have constituteg
infringement of the rights conferred by this Part?n
the per'formance in question, or a breach of an
exclusive licence agreement relating to thn
performance. 2

Whgre i_n any proceedings the question arises whether a

fixation is an infringing fixation and it is shown-

(a) that the fixation is a fixation of the unfixeq
performance; and

(b) that rights conferred by this Part subsist in the
performance or have subsisted at any time,

it sh.all be presumed until the contrary is proved that the

fixation was made at a time when rights conferred by this Pat

subsisted in the performance.

.In this Part_, “infringing fixation™ (/& %4 #] 84 4k L)

includes a f1_xation which is to be treated as an infringing

fixation by virtue of any of the following provisions-

(a) Sfecti(.)n 229A(5) (imported fixation not an ‘infringing
fixation’ for purposes of section 229(4));

(b) sv.f:c.tion 242A(3) (fixations made for purposes of
giving or receiving instruction);

(c) _section 243(3) (fixations made for purroses of
instruction or examination);

(d) sectiqn 245(3) (fixations made by, educational
establishments for educational pusposes);

(e) section 246A(3) (fixations made for purposes of
public administration);

Ong

() section 251(2) (fixations of performance in electronic
form retained on transfer of principal fixation); or

(2) section 256(3) (fixations made for purposes of
broadcast or cable programme). (Replaced 15 of
2007 s 56)

In subsection (5)(a), “lawfully made” (4 ik B AE), in
relation to a fixation of a performance made in a country,
territory or area-

(a) means that the fixation was made by-
(1) the performer;
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(ii)  a person having fixation rights in relation to
the performance in the country, territory or
area, as the case may be; or

(iii)  a person having the consent of the performer
or the person referred to in subparagraph (ii)
to make the fixation in the country, territory
or area, as the case may be; but

(b) does not include a fixation that was made in a
country, territory or area where there is no law
protecting rights in performances in the performance
or where the rights in performances in the
performance has expired. (Replaced 15 of 2007 s 56)

[cf. 1988 c 48 5 197 U.K\]

[229.01]1  Enactment history

q1bietion (4) was amended by adding “Except as provided in section 2294, and
cob-ss (7) and (8) replaced, pursuant to s 56 of the Copyright (Amendment)
Ordinance 2007 (15 of 2007), which came into effect upon enactment on 6 July

2007.

[229.02] England
Cf s 197 of the Copyright, Designs and Patents Act 1988 ¢ 48 [Eng].

[229.03] General note

As to the meaning of ‘person having fixation rights’, see [209.02] above.

[229.04] Definitions

For ‘imported’, see s 198(1) above; for ‘fixation’, ‘performance’ and ‘performer’,
see s 200 above; for ‘exclusive fixation contract’, see s 208 above; and for
‘exclusive licence’, see s 218 above.

229A Imported fixation not an “infringing fixation” for the
purposes of section 229(4)
(1) A fixation of a performance to which this subsection applies
is not-
(a) in relation to the person who imports it into Hong
Kong, an infringing fixation for the purposes of
section 229(4) if-
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