Contents

PTEFACE ..ottt st ettt ettt et et et e et e e s abeebeenane s v
A NOLE 01 THE TOXT .ttt vii
TODLE Of CASCS ettt ettt ettt aaesabeenbaeenseeaee s XXiii
TaDLe Of LEGISIATION ..ottt ettt sttt e sbaeaee e xxi
Chapter 1: Passing Off ..o e 1
Lo TNErOAUCHION. ....c.veeiiiicieicicce et 1

1.1~ Hong Kong passing off 1aW..........ccccerveeniiiininiiniiienieeeceeeee 2

1.2 The elements of passing Off .........ccccooveeriiiininiiiiieeee 2

1.3 Types of cases where passing off claims are brought .............c.......... 4

1.4  Passing off and trade mark infringement actions.............cecceeueeeenenne. 6

2. The Classic Trinity of Passing Off..........ccccooeiiiiiiiniinieeec e 6

30 GOOAWILL ..ttt 7
3.1 Relevant sector of the publiC........ccccecuereriiiiniiiniiieeeeceee e 7

3.2 Non-trading OrganiSationsS........c..eeeueeeeruereenieeeenteeeenieeeenieereesieeneenneas 7

3.3 Extended passing Off.........ccceveiieiinieninieieeeeee e 8

3.4 International rePULAtION ..........coevuivueriirierieiereieieieteeee e 9

3.5  The Starbucks deCiSION ..........cccoouiviviriiniinieniciiieicieeeeeceeeeee e 12

3.6 Goodwill in NEW DUSINESSES ......covevueruiriiieieieieieieeeieeee e 14

3.7 USE DY ICENSEES ...cuteuitiueiiieiiieieeiiet ettt ettt 15

4. MISTEPIESENIALION «..euveertiiieiiiitetiestenteenteeteeteeitenteeteenteeatesbeeseesbeesbesbeennesbeens 15
4.1  Misrepresentation Vs CONTUSION .....c.uevueeteruieieniienieniieieseeieseeneeeae 16

4.2 Protection of goodwill: not name, property or get-up..........c..ccu..... 17

4.3 Descriptive or COMMON WOIAS .......iouiiueiotiniietiiieeienieenieeieenieseeneenaees 17

4.4 Defendant normally needs to be trading......cccccccevueveenenencnencnnnn. 18

4.5 Common field of activity NOt NECESSAIY ..ce.eeverueemverieeieriieiereeniennen 18

4.6 Types of MiSrepresentation ............coeeereeuioiiteneeiinneeeeeeee e 19

5. DAMAZE ...eeeieiieiieieee et bt 26
5.1  Heads of damage. ........cceeieiiirieniiiiinieiecee e 27

6. Bringing a Passing Off Claim in Hong Kong ..........ccccoceiiiiiiniiniiiinnnnnne. 32
6.1 EVIAENCE.....oiiiiiiiiiiieiiciiieeeeeeeee et 33

6.2 Summary JUdZMENt........cccueitiriirieieniieieneeee et 34

6.3 Interim relief .......ccoooiiiiiiiiiiii e 34

6.4  Final relief. ... 35
Chapter 2: Trade Marks...........cccccooiiriiiinininincecceeeeecee e 37
1. INErOUCHION. ..cueiiieii ettt ettt et st eneens 37

2. Governing Legislation and Case Law........ccccooeririeiinienieienieeeee 37
2.1 The registered trade mark SYSteM .........ceeueeveereeiierieniesieereseeeeeeane 37

3. Courts With JUFISAICHON ....c.eeiiiieieeiieie ettt 39

4. The Definition of a Trade Mark..........cccoeoeiiriininiinieeeeeeeeeee e 39

L BN ¥ T s WU RSUURSPR 40



Contents

o

4.2 Capable of distinguishing the goods or services

of one undertaking from those of other undertakings............c.......... 40
4.3 Capable of being represented graphically.........cccooveviierieiiienneennne. 41
Registrable Trade Marks........coocoovuieriiiiiinieieee e 44
5.1  Absolute grounds for refusal of registration ...........cccceeeeeeevieernenneene 45
5.2 Relative grounds for refusal of registration ............cccceeeveeevveriennnenne 71
Who Has the Best Right to Register........coooueviiiiiiinieniiiiieneeeceeeee, 82
Application and RegiStration ..........ccccveeiveerieriiienieeiienieeee e 82
7.1 Application for regiStration..........cecveveeesiierieenienieeniesieeee e 82
7.2 Examination and publication of application ...........ccccceecueerieeruenneene 83
T3 OPPOSILION . ..eiiieiiiieiiieeiteste ettt ettt sttt e sttt e st ebeesabeeaee s 85
7.4 Appeal of opposition dECISION ......cc.eevverriierieeriieriierienieeiee e 86
7.5  Revocation action instead of appeal............cccevvreeririeneniienieieee 86
7.6 Withdrawal of appliCation...........cccceereivienieiiieneeiesie et 86
7.7  Amendment of appliCation........coceevieriiieriiinienieeeeeeeee e 86
7.8  Division and merger of applications ...........ecevveeereeriereereeseeiennn 87
7.9 REZISIAION ...coitieniiiiiieiie ettt 88
7.10 Date of registration, duration and renewal...........cccceevverieerieeneenne. 88
7.11 Registration of series of trade marks.........ccocceeveeriiiinieniiinieniennene 89
7.12  Merger Of T@ZIStTAtiONS ...ccc.vieveerieeiieeieeiee st eiee sttt 90
7.13 Addition of disclaimer, limitation or condition

L0 TEZISITALION 1..ieiiiniiesiieeiee ettt ettt sttt e be e s eaee s 90
7.14  Alteration of registered trade marks.............ccoovrveririienincienieiee 91
7.15 Surrender of registered trade mark............ccocueevieiiiiinieniiinieeee 91
7.16 Change of classification of g00d Or Services..........cceevverrrvvereeeennnnne 92
Infringement of Trade Marks..........cooiiioiiiiinniiiee e 92
8.1  Actions for infringement........cc...coiuieriersitenienieeie e 92
8.2 Declaration of non-infringement.........cccccoiverierniinieenienieeneenieene 93
8.3 Definition of infringement .............ccoreeriiiniiiiitinieiieeeeeeeeeeee 93
8.4  Comparison of ZOOAS/SEIVICES ....cvuvieruieriiisiienieeriiesieeree st esieeseeenne 95
8.5 Infringement by use of an identical mark on identical

200ds OF SETVICES (S I8(1)).ueerririiiiiiiiiiieiieeiee i 95
8.6  Infringement by use of a similar mark and/or similar goods

(55 18(2) AN (3))ueeveeueeiieiieiinieriestesereeee ettt 97
8.7  Well-known trade marks (S 18(4)) ...ccoevveeeeieerieee et 111
8.8  The use must be ‘in the course of trade or business’ (s 18)............ 123
8.9  The use must be in Hong Kong (s 14) .....covveriiniienieniieniiiiieeien 123
8.10 Use on the INternet........c.cccoueveeiiirieniiniiiieicniceecceeneec e 124
8.11 Use in relation to the g00ds OF SETVICES .......eevverveeruerrieniieeieeinenn 127
8.12 Useas atrade mark.......c..ccoceoieiiniiiiniiniiiiniciecccccc e 128
StAtutoTy DEfENCES...c..ieiiiieiiieiieiieee e 132
9.1 HONESE PrACHICES ..veeuireeiieeiieeiieiee ettt ettt et 133
9.2 Use of a mark which is registered (S 19(2)) ...coceevierveeniirnieeneennne. 134
9.3  Own name, address or place of business (s 19(3)(2)) .....ccovveerueenee. 134
9.4 Name of his predecessor in business or predecessor’s place

Of business (S 19(3)(D)) cuuuveeeeeeeiiiieeeeeeceeee e 138
9.5  Characteristics of goods or services (s 19(3)(C)) .cvvevveerverrieeneennne. 139
9.6  Use to indicate intended purpose (s 19(3)(d))....ccovvervveenvernieeneennne. 140

X



Contents

10.

11.
12.
13.
14.

15.

16.

17.

18.
19.

20.
21.

22.

9.7  Continuous user prior to first use or registration (s 19(4)).............. 141
Paralle]l TMPOTtS.......coviiiiiiiiiieiie et 142
10.1 Proprietorship of trade mark in country of origin

and Hong Kong .......c.cooviiiiiiiiiiiieeee e 143
10.2 Made with the consent of the Hong Kong trade

MATK PIOPTICLOT ...ttt 144
10.3  Put on the market anywhere in the world ...........c.cccevveriiiniinennnn. 146
10.4  Re-packaging of S00dS .......cooeeriiiiiiniiiiiiiiicee e 150
10.5  GoOds Altered .......ccuevueeiieiiiieiiiecececeie e 150
Section 21 — Use in Advertising/Comparative Advertising ...........cc.......... 151
Transitional ProVISIONS ........c.coieciiriiiinieniiiienieneeccrec e 157
Groundless Threats of Infringement Proceedings ..........ccceeceevciieniennennne. 158
Revocation, Invalidation and Variation of Registration ..........c..cceceeeueeenee. 159
T4 T NOD-USE ..ottt ettt ettt 160
14.2 Common name Or deSCIIPON ......eevveerreeriierieeiie st 165
14.3 The mark has become liable to mislead.........c...ccoceevviriieniennnnnne. 165
14.4 Declaration of invalidity of registration.........c..cccecveevverieereeneeenne 166
14.5 Standing under ss 52 and 53 of the TMO ......cccccevviiviiniiinienieenne 168
Proceedings Before the Registrar and Court.........c.cccecevrvieenieniiienieneennne. 168
15.1 Proceedings before the Registrar ..........cccceeeveeeviiiiieinieniieenienieee, 168
15.2  Proceedings before the COUTt.........oouiiiiiiiiniiiiiiiiiieeieeeeeee 171
Defensive Trade Marks, Collective Marks
and Certification Marks .........cociecueriiiiinieniiieneicccee e 173
16.1 Defensive trade Marks........oceceiieereirienierieneniieneiieneeieseeeeeeene 173
16.2 Collective Marks .........coeeieviiiionieniinieieieeceree e 173
16.3  Certification marks............coieiiniiininiiic e 174
Ownership, Assignment and Licensing of Registered
Trade Marks ......co.ooieiiiiiiiecee it 174
17.1  Ownership and asSIZNMENT ........cverueereierieeesiirneenieeneesreerieeeeeenes 174
172 CO-OWNETSNIP ...ttt ettt 174
17.3  Registration of tranSactionsS...........oceeevierueeiiueenueesineeneenreeneeseeennns 175
17.4  Trusts and @QUILIES .....eeveerierriieriieiieeieeite et sr e s 175
17.5 Applications fOr re@iStration ............eeceeereeriiiiieenieeseenieeseeeeeenes 177
17.6 Licensing of registered trade marks...........cocceeiiiiiiiiniiniiineenieene, 177
177  EXCluSive lICENCE.....c.eeiieiiiiieiiiiciceeeic e 177
17.8 General rights of [ICENSEES ......eevuvieriiiriiiiiiiieeie e 177
17.9 Rights of certain exclusive liCENSEes..........eevverreerierneeriiiieenieenne 178
17.10 Rights of sub-licensees under certain exclusive licences................ 179
17.11 Transitional ProVISIONS........cevueervierierieeriieeieeiee st 179
Relief for Infringement............ccoovveerieniiienienieie e 180
18.1 Delivery up and diSposal..........cocueeveeriiiniiiriieiiieiieeieeseeeeeeeees 181
Miscellaneous APPliCAIONS .......c.cueeruieriierierieeiteeieeee et 182
Hearing Before Exercise of Discretionary Power...........cccccooeeceniecienncne. 182
Trade Marks Rules and Registry Practice........ccccoeveeviiiieenieniienienieene 183
21.1  EXtension Of tiMe ........ccccecuerieviinieniinienieniecerenie e 184
21.2 Inspection of the register and documents and provision

Of INFOrMAtION ...ooueiiiiiiiiiiicc e 185
OFFENCES ..ttt 186



Contents

Chapter 3: Trade Descriptions...............cccoccueiieiiiiieierieieeeeeeeee e 189
1. History of the Legislation ..........cccoccvirenenenienienienieicieeciececeeeesecseee 190
2. Pre-Trial Detention of Imported Infringing Goods

(Border ENfOrCemEent) ..........ccvveeiuieiieeiiiesiiesieecieeiee e evee e seve e 193

3. MajJOr OFfENCES ..cvevinreiiieiiiiieeeieetee ettt 193
4.  Offences in Connection with False Trade Descriptions.........c..ccccecevenunne. 194
4.1  Sections 7 and 7A, Trade Descriptions Ordinance (Cap 362) ........ 194

4.2 Defences to ss 7 and 7A offences ........cecceeeeverieneniieneeeseeieeee 205

5. Offences in Connection with Forging a Trade Mark ..........ccccceccvvininennns 206
5.1  Section 9, Trade Descriptions Ordinance (Cap 362) .......c.ccccceuenee. 206

5.2 Defences to s 9 offences. .......cocevveierierenieeeieeeeeeee e 219

5.3 Unfair Trade PractiCes.......ccocoevuererrierieienieeieeieeieeicee e 222

6. Imported or Exported Goods, and Goods in Transit..........cccceceeceveeenennns 222
7. Trade Descriptions in AAVertiSements ............coeevevereieeeenerereneneneenes 226
8. © Accessory to Offences Committed Outside Hong Kong .........ccccoceeenuennees 227
LS &3 T 1 (5 1< PP 228
10, ENfOICEMENL......cciuiieieiiiiieiieiiete ettt ettt ettt ettt eeens 231
10.1 Undertakings and injuncCtions ........c..cccecveeeeeeererenenerenenenennenes 232

11.  Powers of Search and S€izure.............ccceceeviirieririieniiene e 234
12.  Obtaining Information from the Enforcement Authority........c..ccccoccevenee. 237
13, Costs in Proceedings......ccuiiiueueeerininenenienienieneetcreeeeee e 238
14, Miscellaneous ProVISIONS .u....cc.eeuertierierieiieiienieeeenie e eee e seens 239
15. Compensation for Loss of Seized GoodS.........cccccevveveircinininincncnennenn. 240
16.  ‘Shadow Company’ Names as False Trade Descriptions ............c.cceene.. 241

Chapter 4: CopyTiIght ........c.ooveiiiiiie i 245

1. General INtroducCtion ..........cc.eecueeuieeiiieniioieceitre e 245
1.1 Constitutional basis of Hong Kong copyright..........ccccecvervueenunennne. 246
2. The Copyright Ordinance and its Predecessor...........cccevveenienieinieeneennne. 246
2.1 INtrOdUCHON. .....oiiiiiiieiieitet st 246
3. The Statutory Scheme of Protection under the Copyright Ordinance........ 247
4.  Examples of What Copyright May Protect............coocueveiiiieenciinneenienieens 249
4.1  Copyright problem analysis .........ccoecuerrveenieeiieeniiiiniesie e 250
5. Whatis a “Work’?...ccooiiiiiccc e 251
5.1  Traditional classes of WOIKS......c..cccceoirveniiiiniiiiiinicieestee it 251
5.2 Classes of copyright work arising from 20 Century technology ......268
5.3 Government COPYTIZNL ...covuviiiiieriiiiienieeieerieeteerte e e 270
5.4 Court JUAZMENTS. ....ccverieeriiieiieiie ettt ettt et ettt esieeeees 273
5.5  Copyright in [aw TEPOTLS ....eevvieriiiiiierie ettt 276
5.6 OrdiNANCES ....c..ooueeuviriieiiniieiieiteeeeene ettt 278
5.7 LegCo COPYIIZNL c..eoviiiiiiiiiiieiiee e 278
5.8 Copyright in BillS ..ccceeviiiiiiiiieiiiiee e 279
6. Prerequisites for Copyright Subsistence — Connection Factors................. 280
7. Copyright DUIation .....c.covviiiiieiiiiiieeieciee ettt 283
8. Copyright OWNETSHIP......veiviieriiiiiieeieeiie et 284
8.1 BasiC PIINCIPIES ...ceeurieiiieiiiiieeieecite ettt 284
8.2 Joint aUthOTShIP ...ceiviiiiiiiiericce e 285

xii



Contents

10.
11.

12.
13.

14.
15.

16.

17.
18.

19.
20.
21.

8.3  Employee and commissioned WOTrkS.........ccceeveeriernieniiinieeniennen. 287
8.4 Statutory PreSUMPLiONS ......cccveeeeeriierierieenteeieeneeeieesiee e seeeaeees 289
8.5 Law to be applied to determine ownership of employee

and commissioned works made outside Hong Kong...................... 291
8.6 Proving ownership and subsistence of copyright..........ccoceeveennen. 294
Industrial DeSIZNS ....cc.eeeriiiiiiiiiiiiieieee e 297
9.1  The Copyright Ordinance and the Registered Designs Ordinance...... 298
Topography Rights: Computer Chips ........ccceceeriiriieiniiiieiienieeseeeeeene 300
Performer’s ProteCtion ...........c..cecevieiinieniiiienciieccecceeeeee e 300
11.1 The Hong Kong poSition.........ccccueerierieeniienieeiie e 300
11.2° Scope of performers’ rights .........cccceevvieriieriienniieiieeeeieeeeeeee 302
Personal Data...........coooiiiiiiiiiiiiie e 302
Infringement of COPYIIZt......coecviriieriiiiei et 302
13.1 Primary infringement..........ccccooviieniiiiiinieiieie e 304
13.2 Overview of protection available for literary and

artistic works under the Ordinance ...........ccccceceecveeiecineencneencnnne. 319
13.3  Secondary infringement...........ccceeveerieeiieniiennie e 328
13.4 The exceptions to infringement ............cccceeeveeeviiiieenienieenieeeee 340
13.5  Paralle]l IMPOTLS .....coeuveiiiiiiiiiieeieeeeee e 357
13.6  TranSShIPMENt........cccueiiiiiiiiiiieiiieiteee et 362
13.7 Circumvention of ‘effective technological measures’ .................... 363
Copyright Tribunal.......coo.eeiiiiiiiiiieeee e 368
REMEAILS. ....oiiiiiiiiiiec e 370
15.1 Discovery in relation t0 damages..........cocververrieeriieenieenieeneeneeennes 370
152 DaAMAZES...eeveeruiiiiieeieiitee ettt ettt sttt 370
15.3  Additional damages ..........ieereiimiiinienieeieeieeee e 371
154 Innocent iNfringer.......cooeiiiiiniiniiiiiee it 372
15.5  INJUNCHONS. c..eiiiiiiieeiteiiee ettt et s ettt sttt st e 373
15.6  DELIVETY UP . .tiiiiiiiiieiiiiiee ettt ettt 374
15.7 Damages under cross-undertaking in damages...........ccoceeveeruenne. 377
15.8 Stay of civil proceedings pending resolution

of criminal ProCeedings. .......cccvevueeriieriiiiiine et se e 380
The Copyright Ordinance — Criminal Sanctions
for Copyright Infrin@ement............cooeeriiiiniiniieinienees et 382
16,1 Penalties ....c..cooueriieiiniiiiieieiieieecceete et 394
Proceedings Relation to Importation of Infringing Articles ...................... 398
Copyright Interest Groups in Hong Kong............ccocceeviiiiiiniiniiiiienieene 399
I18.1  CASH ..ottt 399
18.2  CISAC ..ttt 399
18.3 HEKCLA ..ottt 400
18.4 HEKRRLS ..ottt 400
18.5 HEKRIA ..ottt 400
18.60 TP ..ttt 400
I8.7  PA e 401
18.8  MPA ..o 402
The Books Registration Ordinance (Cap 142)......cccceeveirieenienciienieneeenne 402
Concluding Remarks ........coceeiiiiiiiniiiiiiieiee e 402
The Copyright Amendment Bill 2014 .........coccoiiiiiiiiiiiiiiieeeeeee 403

xiii



Contents

Chapter 5: Patents .............cccoooiiiiiieiie ettt 405
1. INOAUCHION. ..ttt ettt 405
2. Back@round.........cccoocoiiiiiiiiiiie e 405

2.1  History of patent law in Hong Kong.........cccccecevvivcinniniiniinicncnnns 405
2.2 The present governing legislation ..........cccccceceevveeirceneniincnenenennns 407
2.3 Patent Examination Guidelines.........ccccceveveeerincirieniniincnenenennns 407
2.4  Relevance of the old 1aw ......c..cceoeveniiiiiiiineiiiicceecens 408
3. Patents Recognised in Hong Kong ..........ccccoevevienineiiciiniininciincncnns 408
3.1 Termand renewal.........c.occoviiiiiiiiiiiiiiiiiicccce e 409
3.2 Restoration of PAtent.........ccccveruerreruerieieienieeeieeeeeeeee e naens 409
3.3 Surrender Of PALeNt.........cceveruirierierienieieieieeeiet e 410
3.4 Language of proceedings ........cccceeverueruererieeeieieeneeeneseeeresennens 410
4. Standard Patents.............ccccooiiiiiiiiiiiii e 411
4.1  Standard patents (O) .....cceeoeerueeieriieieeiee et 411
4.2 Standard patents (R).......ccocerieiinieiiinieeeee e 413
4.3  Standard patents deemed to be registered under
the Patents Ordinance (Cap 514) ....oovevierieierieeceee e 426
4.4  Standard patents registered under the transitional provisions......... 429
5. Short-Term Patents c........cccocoeviiiiiiiiiiiiiiceieeee e 430
5.1  Nature of ShOrt-term patents ............coeeveevereereeiereereneerenenesenennens 430
5.2 Application for short-term patents ............coceceevecererenrenrerieneniennens 431
5.3 Applications origination in Hong Kong/Priority applications......... 431
5.4  Applications based on international applications
designation China......cceieeiiiii et 433
5.5 Amendment of short-term patent applications...........cccceccreererennens 433
5.6  Post-grant procedures under 2016 Amendments ..........c.ccoceeerennes 433
6. Dates of Filing, Deemed Dates of Filing and Priority Dates..................... 436
6.1 REIBVANCE .....eouiiiiiiiicicetcee ettt 436
6.2  Claiming priority: standard patents (O) and short-term patents .....436
6.3 Standard patents (R)........cccooieiiriiieiiee it 436
6.4  Standard patents not applied for, and granted entirely under,
the Patents Ordinance ...........c.ccoevereruenienieriiieieisiee it 437
6.5  Publication on internet: Date of filing of a patent application........ 437
7. Amendment of Granted Patents..........ccccoevvevenienieniiiienieienene st 439
Tl General.....oouiiiiiiiiiicec s e 439
7.2 PrOCEAUIES ..ottt 439
7.3 Timing of appliCAtioN......c.cevereriirienienieieicieeeieeeeeeee et 441
7.4  Factors to be considered in application to amend...............ccccen...... 441
7.5  Delay in making an application to amend............cccceceeververenencnnens 442
7.6  Damages for infringement of amended patent...........ccccocceeeenennens 443
7.7  Amendments where patent found partially valid..............ccceeneee. 444
8. Property in Patent Applications and Patents: Transaction
and Entitlement to Registration..........ccceecvereeiereenieneeieceeeeeee e 444
8.1  Patents and applications personal property..........cccceeeeeereereeneenenn 444
8.2 ThE TEZISLET ..uvueureiieiieiirieetcetent ettt 445
8.3 Registration of Fights.......ccoceveririnineniniiiiceeeeeeese e 445
8.4 ReECHfICAION ....eeuiiiiiiieicciceteeec e 445

Xiv



Contents

10.
11.
12.
13.
14.
15.
16.

17.
18.

19.

20.

21.

8.5  Rights Of CO-OWNETS ..cueeeiiiiiiiiiiiiieieeeee e 446
8.6  Entitlement to apply for standard patent...........cccceeveevierieeneennnen. 446
8.7  Effect of transfer of application ..........cceceevveeiieniiineenieiieenieeenn 447
8.8 Disputes as to ownership of patents.........ccoceeveevierveenieniieeneennen. 447
8.9  Effect of transfer of patent.........ccoceevieeiiiniiniienieceec e 448
8.10 Costs in proceedings before Registrar .........cceceevveevieenienieeneennnen. 449
Appeals from the RegiStrar..........ceeveeriiiniiniiinieiiec e 449
Patent AENLS ..c...eeiiiiiiiiieeee e 449
Employee INVENTIONS ........oovuiiiiiiiiiiiieiiieiteeieeie e 450
Contracts as to Patented Products...........cooceevveiniiniieiniiiiieenienieeeeeeee 452
Compulsory License for Standard Patents............cocceeveiiieinieniienieniennn. 453
Government Use of Patented Inventions...........ccceeevveeviiiieenienieenienneene 454
The Person Skilled in the Art.........cocceriieniiiiiinienieee e 454
Patentable INVENTIONS ........cocuiiiiiiiiieiieiiieeeeieee e 455
16.1 Excluded Subject Matter........cceevveereerieiriienieeiie e 455
16.2  NOVEILY ..ottt 456
16.3 Obviousness or lack of inventive Step........coceeveervieenierieeneeneeene 461
16.4 Industrial appliCation ..........cocceeviienieriieeriieeieeee e 467
The Claims Of @ Patent..........cccceviiiiiiiiiiiiieieeec e 468
Construction of the Patent Specification..........ccccceevveeviiiiieinieniieenienieene 471
18.1 Construction under the Patents Ordinance (Cap 514)......ccccceuuee.e. 471
18.2  Purposive CONSIIUCHON ........eeuieririeiieriieeiieeieeiee sttt 473
18.3  EQUIVALENLS ...cirieeiiiiiiiee ittt 477
18.4  Prosecution RiSTOTY.......ccuevvueenuiesibeenieenieeniie ettt 481
18.5 Can Eli Lilly v Actavis be applied in Hong Kong?...........ccccccee.. 482
18.6  Pre Eli Lilly summary of purposive construction...............cecueeeen.. 485
18.7 The role of eXPert WitheSSESu .. cviuterriersitenirerieeniierieenieesreesieeseeens 488
Patent Infringement Proceedings .......ccoueeviieeiienieniieiniiiieeieeeeeeeeee 489
191 General......co.eoiiiiiiiiiiiiieicie st st 489
19.2 Co-owners, assignees and exclusive liCENSees........ccocuevveerevereenne. 489
19.3 Rights conferred by published application .........cccccevverveeniennennne. 490
19.4  Prevention of direction use of iINVENtION .....c..coccieiriirveerieeneeneeenne 490
19.5 Prevention of indirect use of iNVeNtioN .........ccieerieerieerieeneeneeene 491
19.6  IMPOTEALION...ceiuiiiiiiriiiiiie ittt ettt 493
19.7  Paralle]l TMPOTLS .....eevuveiiiiiiieiiieeieeeeee ettt 493
19.8 Determining infrin@emMent........cccueeveerueeniieriienniierieeeieeeee e s 494
19.9 Pleading infringement.............coocueevierieiniiinieeie et 495
19.10 Application of the Rules of Court.........cccceevvevviiriieinieniienienieene 495
DELEINCES ...t 496
20.1  GENETAL.....oiiiiiiiiiiiiciciieeeeeee e 496
20.2  Challenging Validity ........cocceerieriuierieniieeniieeieeiee et 497
20.3  Exceptions to infringement...........ccceeevueerierieiniiiieenienieeneeeeeene 498
20.4  Right Of T@PAIT ...eeviiiiieiii it 499
20.5  VeSted TIZILS..couuiiiiiiiieiie ittt 499
Defensive ACLIONS ....cc.veeriieriieiie ittt sttt 499
21.1 The actions fOr tTEats.........ceoeercuierieriieeieeieeec e 499
21.2 Declaration of non-infrin@ement...........cccceeevveereeiiieenieniieeneeneeenne 501

XV



Contents

22, Revocation Of PAtents ..........cccoceeverieiiinieiinieienecieseeiceeereee e 502

221 GENETAL..c..oiiiiiiiiieiiieceeee e 502

22.2  Grounds Of TeVOCAION.......cccuireeriirieiieieneetene ettt 503

22.3 Patent granted to a person not entitled tO it........cccceeeveeeniirnieeneennne. 505

22.4 Insufficiency: Lack of clear and complete disclosure..................... 505

225 Added MAatter....c..cocuevieiirieiieeeieeeereeeee e 507

23. Relief Granted by the COUTt.......c.coviiiiiieriiiniienie e 508

231 INJUNCHONS. c..eiiieriiieiteeieesite ettt ettt st 508

23.2 Bifurcation of damages/Account of profits........ccccceeveevviirnieeneennne. 509

23.3  DaAMAZES...eeuvieiieeiiieniieeieeeite ettt ettt st 509

234 Account Of Profits ..cc.eecvieriieiiieiiiiiieie et 509

23.5 Restriction on recovery of damages or profits ...........ccceceervvecvennenne. 510

23.6  Partially valid patent ...........cocceeveiiiiinieiiiienieeieeeeeeeee e 512

23.7 Certificate of contested Validity .........cceveveevierienienieeeieeeeee 512

238 COSES ettt e 512

24, OffENCES ..cveviieee ittt ettt ettt 513

Chapter 6: Registered Designs...............cccceeveiiiniiiiiiiniiiiiieeceeee e 515

L. INErOAUCTION. ¢ttt ittt 515

2. GENETAL ..ttt 515

3. The GOVerning Law ..........ceceeerieriiienieniieiiieeiecee sttt 515

4. Registered Designs Recognised in Hong Kong.........cceceevieviieiieniennenns 516

5. Registrability of DESIZNS ......cecciiviiiinieniieiieeieciee et 516
5.1  Meaning of design under the Ordinance

(and the amended UK ACE) .......ciiiiiiiiiiiiiieieieee e 516

6.  Registrable DeSiZNS .....cccueiiiiiriiiiiiiiiiee ettt ettt 521

6.1 NOVEILY ettt 521

6.2 Designs excluded from regiStration ....cc....ccoceeeeveerieenieeneeenieeneennne 525

7. The Application for RegiStration .............ccveueerueeiiiienesioneenieenieeieesveeieens 525

7.1 The apPliCaANt.....cccueeiiieiieiieeieeie et s et 525

7.2 Method and contents of application.........cceeceieveeriiineeeneeesieeneennne 526

7.3  Filing date and priority right........ccceevveeriiienienieiiiieene e 527

7.4  Withdrawal, reinstatement and amendment of applications ........... 527

7.5  Rights in appliCatioNS.....cccveeviieriiiiienie ettt e s 528

7.6  Examination and re@iStration ............cecveeeveereeerieenieenieneessieesneeennes 529

8. Term of Registered DeSi@Ns.......cccueevieriieriiinieiiienieeieesire e 530

8.1  Term of design registered under the Ordinance.............cccceeesueennee.. 530

8.2  Term of design deemed registered under the Ordinance................. 531

9. Nature of, and Rights in, a Registered Design..........cccceevvvevienieinieennenne. 531

9.1 Registered designs personal Property .........cceceerveevueenveesieenvennnes 531

0.2 COROWNLTS ..ttt ettt ettt sttt sttt et 532

9.3  Transactions affecting rights in registered designs .............cceeueen.e. 532

9.4 Determination of rights in registered designs .........ccccceecvervueenunennne. 532

9.5  Effect of transfer of registered design..........cceeeveevieevieniienieeneennne. 533

10. Infringement of Registered Designs ..........ccoceeveerriieniieniieenieeienieeieeeeeen 534

10.1  The applicable 1aw .......c.covieeiieiiiiiieiecieeeee e 534

10.2 Infringement under the Ordinance............ccoceeeeveerveereenveenieennennne 534

XVi



Contents

10.3  Not substantially different...........ccocceeveeenieniieinieiiiinieneeeeeeeee 535
10.4 Nature of infring@ing article ..........occevvueeiiiiiiinniiiiieeeceeeeeeee 537
10.5 Right of third party t0 CONtNUE USE ......eevvververrieerieeiienieenieeeeeennes 538
11.  Proceedings for Infrin@ement ...........cocccevueerieniiiinieniieeiieeeeee e 538
11.1  AcCtionable DY OWNET ......ceviiriiiniiieiieeiieeiie et 538
11.2  Action by exclusive [iICENSEE ........cevverreeriierieiiieiieeieeeieereeeeeees 539
11.3 Restrictions on recovery of damages and profits .........c..cceceeeuennne. 539
11.4  Orders for delivery up and disposal of infringements..................... 541
11.5 Declaration of non-infrin@ement...........cceeevveereernieeneenieeneeneeenne 542
11.6  Certificate of contested Validity ........cccceevieriiernieriieenienieereeeieee 542
12.  The Action for Threats.........c.cocvevirieniiieniiienceeeceeeceeeeee e 542
13.  Revocation of Registered DeSigns ........ccovueerueeriienieniieeniieeieeee e 543
13.1  Design not re@istrable .........cccccoviierieiiiiiiieiieec e 543
13.2  Public order or MOTality ......ccceevvierieriieniieeieeiee e 544
13.3 Registered owner not entitled to design.........cccceevveevierieeneeneeenne. 544
13.4  Effect of TeVOCAtON.....cc.eoiriririirierierieiertesteeeeee e 544
14.  Government Use of Registered Designs........ccoceevveriieinieniieenieiieenieenenn 544
15, Proceedings MiScellanous...........cocueereiriieniieniienienieeniieeieeee e 545
15.1 Hearings before the Registrar ..........cceceevuieeiierneeiiieenieneeneeeeee 545
15.2 Registrar’s power to extend time..........ccecvervieerierieenienieeneeeeeenne 546
15.3  Appeal from RegiStrar..........ccccevveviieieneiieneeieeeeeee e 546
15.4 Registrar’s appearance in court proceedings
involving the REZISIET .....coviiiiiiiiiiiiiiieiieecee e 546
15.5 General power of court under the Ordinance..............ccecuervveeennenne. 547
15.6  Option to apply to court or Registrar ..........ccceeveevieenierieeneeneeene 547
15.7 Costs before the COUrt .......ccc.occiimiiininiinieiieecieeceeeeeeeeeeee 547
15.8 Costs before the RegiStrar...cc...coceeeveeesitenieniieinieiieeieeeeeeeeeee 547
16, The REEISIEI..ccuiiiiiiiiiiiieieeeie ettt et ettt ettt st s 548
17, Off@NCES ..ottt st e st et 548
18.  The Development of Registered Design Protection..............cccccevveeneeennen. 549
Chapter 7: Intellectual Property and Competition Law ..................ccccoeeeennen. 551
L. INErOAUCTION. ..ttt s et et 551
1.1 Intellectual property and competition law ...........cccecieriiennennenne. 551
1.2 Intellectual property and competition law in Hong Kong............... 553
2. First Conduct Rule — Intellectual Property Agreements
as Anti-Competitive AZIEEMENLS ....c..eevvierierieeeniieeieeieesieenieesereseeesseenns 554
2.1 Intellectual property licensing and the First Conduct Rule ............ 554
2.2 Franchising under the First Conduct Rule ..........cccevveviiiniennenne. 558
2.3 Restrict covenants in CONIACES......c..eeeeruereereriienerirenieerenieerenneenns 559
3. Second Conduct Rule — Abuse of Substantial Market Power
in an Intellectual Property CONteXt.........covvveeveeerieriieeniieiieeniiesreeseeeeeenens 561
3.1  Refusal to deal........cccooieiiniiniiiiiiniiicceccee e 562
3.2 Bundling and tying........cocceeveerieiniienieeieesie et 563
3.3 Licensing of standard essential patents...........ccceeeveevueereesieeneennnenn 564
4.  The Enforcement of Intellectual Property Rights and Competition Law ......570
4.1  Competition disputes that can be brought before the courts........... 571

xvii



Contents

4.2 Judicial bodies with JurisSdiCtion ........c.ccceecveevieenierneenienieenieeieene 571
4.3 Transfer of proceedings between the Tribunal and CFI.................. 572
4.4 FOllOW ON ACHONS .....euvieiiiiieiiieiietieieetteeeteete st 574

4.5  When is an act determined to have been a breach
of a conduct Tule?.......cccooviiiiiiiiiiiccc e 576
4.6  Time for commencing follow on actions ........ccccceevveereercieenienieene 577
4.7  Relief that may be granted ............coecueviiieniiiiiiniiiieeie e 577
4.8  Procedures before the Tribunal ..........ccccceviiiiiiiniiiniiniiiiieieeee 578
4.9  Admissibility of eVIidence ..........cceevueriiienieiiiiiniiieee e 579
4.10 Protection of privileged comMmUNICAtIONS .......eevveerueerieerieerienieene 579
4.11 Removal of privilege against self-incrimination...........cc.ceceeeveneee 580
4,12 Confidentiality.......ccceeeerveeieriieieiieieee et 581
4.13  Mode of commencing follow on action ............cceecvveverveiereeruenennns 582
4.14 Pleading réqUIremMents..........ceeeerveeniieriieenienieenieeeieesieesieesresneenne 582
4.15 Further conduct of the Case........cccecvevieviniieniiniienineeeeeeeee 583
4.16 Mediation and ADR .........ccooiriiriieiiieeeee e 584
41T DIASCOVETY .eeevienieiiieeeeiieieeiieteeieesteeseesteeseeeseetesseensesnaesseensesseensenseans 584
418 EXPEIt WilheSSESuiuureruiiriiiriieniieriienitesieenite et esiee et esitesbeesiressee e 585
4.19  Access to InfOrmation .........c..cecueeuieienieiiinienicieee e 586
4.20  Quantification of damages ..........cccevuerriierieeiieenie e 587
421 Compensatory damages ..........cceeveerrerrueenueerueeneesnieeseesseeseessseenne 590
4.22  EXClUSIONATY PraCtiCes cou.eeeveeruieriieniierieeniieeieeniteeieesieesreesreeneenne 592
4.23  Restitutionary damages.........ccceeeveerieriueenienieeeneeenieeseesieesressneenne 592
4.24 Exemplary damages .........cooceevveeretiinieniieenieeieeniee et esite e et 593
4.25 Umbrella damage ........coceeiveeritoiieenienieesiieeieesiee et 594
4.26 Estimating damages if otherwise too difficult .............cccevveienns 594
4.27 Passing on defence to damages claims ....c......cocceerveenieniienienneene 595
5. Competition Defences ..........cooeeruiiniiiiieniiesiie ittt 596
5.1  Competition defences in CONract CASES .....c...eeiteerureereeenverrueeneennnes 597
5.2 Examples of competition defences ..........ccouiueeveeeriennieenieinieeneennne. 598
5.3  Competition defences in intellectual property actions.................... 599
Chapter 8: Integrated Circuits ..............cooceeveiieniiiiienie i 603
L. The SUbJECt MALET ..cc.eeevieiiiieiieeiie ettt et 603
2. Impetus for Legal Protection .........cccceecueeriieeiiinieeniieiienieesieneeestae e 603
3. Hong Kong REACION ........cocueeriiiiiiiiieniiesiieeiecee ettt 607
4. DEfINItIONS. c..eotiiiitieiteteet ettt ettt sttt ettt ettt st e 608
5. Requirements fOr Protection..........cocceeveueeriiniieniieniieieeieeeese e 610
5.1 Ori@INALILY c.uveeiieeiiecieeieeee et 610
5.2 QUAlifiCAtION....ccviiiiiiieeiie ettt et et 614
5.3 Absence of formalities .......ccceeveererriereriienerrienieieneeeeeee e 617
6. DUTATION .ottt 618
. OWNETSNID c.eieeiiiiiieeieeeee ettt sttt e saaeenee e 619
8. Transmission of Title and Licencing .........ccceceevvienieriiienieenieenie e 621
9. INFTINZEMENL ..ottt 623
JO. DEEENCES ...evviiieiiiiieieeieeteeet ettt 630
11, GOVernment USE ......cc.coueruirieniiriinieienieeienieee sttt 635
12. The Right APProach.......c.cociiriiiiiiiniiiiieie et 638



Contents

Chapter 9: Confidential Information and Privacy Protection.......................... 641
1. Protection of Confidential Information...........c.ccoeeverierierievienieceninnenenenne. 641
2. Confidential Information Defined.........ccccoccovevinininincneniiiicieiencans 642

2.1 ‘Know-how’ compared to trade secrets
and confidential iNfOrmation...........ccccceceeviriniiriniencnincneneecenne 643
2.2 Is confidential information ‘property’?........ccccceevevveceeciereevenrenvennens 643
3. The Law of Confidential Information............ceccecerereneneniecieniercnenencnnens 645
4. Information Must Possess the Necessary Quality of Confidence.............. 647
4.1 Minimum intellectual effort........c..occoeneviieneniiiiiiceeeceee, 647
4.2 Private interest worthy of protection..........ccceceeeeevecveveeenenccncnenne. 649
4.3 Information must not be public knowledge ..........cccccceeerirvencnnenne. 650
4.4 The ‘Spycatcher’ cases and the public domain..........cccceceeceruennnne. 655
4.5 Springboards and head-Starts ............coceeervevuenienieiiecieneeeneneneeeene 657
4.6  Personal knowledge, skill or experience acquired at work............. 660
4.7  Confidential information and the employment contract ................. 662
4.8  Covenants against diSCIOSUIE .........ccevveruenieienieieieieeeeeeececeeee 664
4.9  Restrictive covenants and the jurisdiction of
the Labour Tribunal..........cccccoviiirinininenincecereeeceeececeeee 672
5. Information Imparted under Circumstances Importing
an Obligation of Confidence..........cccevvivireniririnenenceeeceeeeeeeeee 675
5.1  Notice of confidentiality test.........cocererrererrerierrenieiereieeeeeerenens 675
5.2 Third party discloses of confidential information............ccccccceeue. 680
5.3 Protection Of PriVACY .....cccceeeruiriineriniinienienieteteteeeretee e 681
5.4  Use of the law of confidence to protect privacy...........cccceceeerernens 682
5.5 Antipodean cases in relation to protection of privacy.........c.c..c..... 686
5.6  The tort of invasion of privacy under
the European Human Rights Convention............ccccceeveceeenencnnenne. 689
5.7 The PJS CASE ....ouiiiiieiiiiiceeet ettt e 692
5.8  The implications of the PJS case for Hong Kong...........ccccecevuenen. 693
6. An Unauthorised Disclosure of the Information Causing
Detriment to the DiSCIOSET ......c.ccceriririiniriniiitinc ittt 695
T DEIRINCES .ottt s b 698
7.1  The public interest in confidential information.........cc.....c.ceccsuenne. 698
7.2 Bona fide purchaser in food faith of confidential information........ 702
7.3 Confidential information acquired by independent means ............. 702
7.4  Defences for professional confidant — disclosure
in self-defence in litigation and disciplinary proceedings .............. 703
8. REMEICS. ..ttt 704
8.1 INJUNCHON .ottt 705
8.2 DaAmMAZES...cuiiiiiiiiii e 707
8.3  Exemplary damages and breach of confidence..........cccccccceenuennene. 709
8.4  INJUIy tO fEElINES c.veuveureuieiieiiiiiriieteeee e 711
9.  The Personal Data Privacy Ordinance ...........c..cocceeevevvenvenieienieeeenienennens 711

Chapter 10: Litigation and Related ISSUes ................cccecvvvierieieniecienieeee e, 721

1. Investigating IP Infringements...........ccoceerieriienieinienieiieeeeeeee e 721
1.1 Trap PUICRASES ..eoveeiiiiiieiiieeiteet ettt 722
1.2 Placing undercover OPETatiVes ..........cocveerueereeenieesieenieesreenieeeeeenes 724

Xix



Contents

1.3 Legality of iNVESHZAIONS ..cevuveeieeiieeiieeieeiieeieesite e 725
1.4 Instructing iNVEStIZALOTS ..c.veeeueeeriieiieeiie ettt 725
2. Norwich Pharmacal and Related Relief ..........ccccooeviiiiiiininniiiiee, 725
3. Interlocutory INJUNCHONS ......eovuiiriiiriienieeiieeieeee et 730
3.1 JULISAICHON . 730
3.2 American Cyanamid princCiples........ccccceeveerieriieenienneenieeieeseeeae 731
3.3 DAY ettt 737
3.4 Ex parte appliCationsS......cooveeueeriiiieenienieeniteeieesite et 738
3.5 Terms of an interlocutory injunction order .............cccceevverrueenueennne. 739
3.6 Costs of interlocutory injunction application............ccceeceeerveerueennee. 741
3.7 Discharge of injunctions — material change in circumstances........ 742
4. Speedy Trial .coueeeuiiiiiiiieee e 742
5. Anton Piller OTAETS...........coccocuerieviinieniinieieereieeeett ettt 743
5.1  Withdrawal of privilege against self-incrimination
in intellectual Property Cases........cccvrierverierierierieeienieseereeseenvesenes 745
5.2  Guidance in applying for Anton Piller order ............ccecvevuveeennenne. 746
5.3  Standard form Anton Piller Order ..........c.cccccovvevienieviniecninecnnenne. 747
5.4  Use of documents obtained under an Anfon Piller order................ 751
5.5  Discharge of Anton Piller OTAer........ccccoeveeviiiiiieniiiiienieeeeeeee 751
6. Mareva INJUNCHONS ......cooueiiiiiiieiieeiteeie ettt ettt e 757
7.  Pre-Trial Detention of Imported Infringing Goods
(Border Enforcement) ...........coieuvieeieeiiiiieee et 759
8. ISP Blocking INjUNCHONS......ccc.eiiiieriiiiieiieiiie ettt 763
9. Joint TOrtfeasorShip......cccviiueeeriiiiieeree it 766
9.1 JOINt tOTtfRASOTS ....uviiierieiieii ettt 766
9.2 Parent COMPANIES .......eeviriueiiinieneitriteeeeeteesiteeteesieeeieesieesbeesseesaes 768
9.3 Directors and OffiCers.........co.uiueniiiieninicineiiinieieneceeeee e 769
1O, SPHETIIAL c.eetiiiiiete ettt 770
Chapter 11: Domain Name Dispute Resolution...............ccc.cccooviiiiininniennn.. 773
L. INErOAUCTION. ¢ttt b et 773
2. Domain Name Dispute Resolution Through the Courts.........cocveevveennennee. 774
3. Universal Domain Name Dispute Resolution Policy....cc...ccccovcveiriiennnnne. 775
4. Relationship between Domain Name Recovery Proceedings
and Court ProCeedings .......coveeveerieeriienieeieeree ettt te e e 776
5.  Domain Name Dispute Resolution Providers...........cccceevveeneesitennieenienne 778
5.1 gTLD Service ProViders .......cccceeveerueereeeiieenieeieenieeieenieesiesneesenees 778
5.2 .CNSETVICE PIOVIALTS ..evuvieiiieiieiieeiienite ettt ettt 779
5.3  .hk domain name dispute service provider..........c.ccceeeerverrieennenne 780
6.  Uniform Domain Dispute Resolution POlicy........c.ccceeceeviiinieniiiniennenee. 780
6.1  WIPO Jurisprudential OVerVIEW ........ccccecveerieerieeniieeniienieeieenieeenes 781
6.2  Key provisions of the UDRP..........ccceecuiviiiiniiniiiniiiiieniceeeeee 782
To REMEAICS...cueiiiiiiiiciiciet ettt e 782
8. Procedural ISSUES ......c..cocueririiniiriiniieiciceccec e 783
8.1  Form of complaint and reSpOnSe..........cecveerveereeenieenieesieeneeerieenenenns 783
8.2 COUIt PIrOCEEAINGS . .vveevveeniieriieeieeriieenieenteeite et et e sreebeesreeseenaee s 783
8.3  Single member or three member panels.........cceeeevieerieenieenieennnenn 784

XX



Contents

8.4  Language of proceedings .......ccocueevueerieriieerieeiieeniieerieeneesreesee e 785

8.5  Consolidation of proceedings .........cccceeevveerierieeenieerieeniesieenienneen 786

9. Identical or Confusingly STmilar ........c.cccoovveeviiniiiiiiniiiieieeeeeeeeee 787

10.  No Rights or Legitimate INterests.........ccoveerieriiienieniieinieeieenee e 788

11.  Registered and Used in Bad Faith.........cccccoooiviiiniiniiiniiee, 790

11.1 Registered in bad faith — later use in bad faith.............c.ccoeeeenennn 790

11.2  Use in bad faith — passSive USE .......ccceevverriieriieniieiieeiesieeieeeeeees 791

11.3  Registered and used in bad faith — other considerations................. 792

12.  Recently Expired Domain Names .........c.ccceeeeriienieniieenienieeee e 793

13.  Reverse Doman Name Hijacking..........ccocceevieriiiiniiniiinienieeniciieeieeeen 794

14.  Uniform Rapid Suspension SYSteM .......ccccvevvererreereeiienieeieseeie e 795

Chapter 12: Cross Border Enforcement: China and Other Countries............ 797

Lo INEEOAUCTION. .c..eetiniieiiitieiteeteee ettt et 797

2. Hong Kong as @ NEXUS .....cccceririiririiniiienieieneeiesieetesieere e 798

3. Private INVESHZAtIONS ....ccveevieriieiieeieeite sttt ettt 799

4. Comparison Between the Hong Kong and

PRC Civil Litigation SYSteMS. ......ueevuieriieriierieeniieeieeieesieeniee e sine e 801

5. Obtaining Evidence to Support Cross Border Cases .........ccccceeeveerveenennne. 802

6. CUSLOMS SCIZULES.......eoveeuiirieeiiriienienitenie ettt ettt ettt sttt et 803

7. Multi-Jurisdiction Intellectual Property Litigation..........cccoeceevcveenieenennne. 805

8. Cross Border Anti-Counterfeiting...........ccccvevveeriienieeenienieeniesieesieeeeenes 807

9.  Multi-Jurisdictional Copyright Enforcement...........cccccccevvveviniencniencnnne. 809

10.  Multi-Jurisdictional Patent Litigation....c...c.cccoververeriienercicnieieneeienenn 810
11.  Suing in One Jurisdiction for Infringement of Laws

of Another JUriSAICtON ..........ivieciirie ittt 811

12.  Intellectual Property Enforcement in the Mainland of the PRC................ 812

13, Principal PRC IP LaWS ...ccouviiiiiiieeiiies ittt 812

13,1 Trademarks....c..cocoooueeiiniiiiinieiestieceeese et 812

132 COPYIIGNL ettt et 813

13.3  Unfair competition/Trade SECTetS........cevrveiiueeniriiiueenrenieeneeeaeennns 813

13.4 Patents (including design patents) ........eccueeveeriierneerieesreeneesveennns 813

13.5  Civil Procedure .......cocecoueeiiriiiiinieiiiieic et 814

13.6  BOrder MEaSUIES......cc.eevueeiiriieiinieeiieieeie st sie e 814

14.  Taking Enforcement Action in China ........cccceeeveevieniiienienieeneiinieeaeeenn 814

14.1 Administrative enforcement.........cc.coceevereencrienereesionneeneineneeenn 814

14.2 Criminal QCtON. ....couevtiriieiitieteneetceeete st sbe et 817

14.3  CUSLOMS SCIZUIES.....evreurieuriieeirinieeteeieetesieenteeite e eerenbeeenenbeeenenaeene 817

144 BONAS cniiiiiiiieiiiicet e 819

14.5  Civil @CHOM ...eouieiieiieiiciieieeee et 819

15.  Special Issues in Patent Cases .......cceeveeriieriieniiienienieeniieeieenieesveesiee s 826

16. Combining Administrative and Judicial Enforcement.........c..cccccoceeeenene. 827

17, DAMAZES .eeeeuvieiieiiieite ettt ettt ettt st et e st et esabeebaesnbeebeesabeenaeesaseas 829

TTUACX ..ottt ettt ettt s 831

XXi



